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Date 
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Apr. 3>0 

May 3 

May 3 

May 7 
May 14 
June 4 


ITEM No. 1 


Relez'ant Docket Entries 


Proceeding 

Subpoena served 

Subpoena served 

Order to Show Cause Signed 

Memo in Opposition to Show Cause Motion 

Supplemental Memo in Support of Show Cause 
Motion 

Supplemental Memo in Opposition to Show 
Cause Motion 

Response Brief to Supplemental Memo in Sup¬ 
port of Show Cause Motion 

Decision and Order of Judge Burke Signed 

Notice of Appeal 

Record on Appeal filed in United States Court 
of Appeals for the Second Circuit 
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ITEM No. 2 


DtPOOITlON f.llOPOFNA TO TCf.TIFY OR PROOUCC DOrilMf!HT3 Oft THINGS V#t_ V»vi| DC. t 


Hnii?h Qiui'js iJtiivkt (Unurt 

FOR THE 

_ V/ , *‘ l .vn 0 irirt of [>'•/ Y.i-V _ 


Civil. Action Filc No. 


Sbattuck ct al 


vs. 


Interference Ko. 93,047 


lloegl et al 

TO : JOHII W. V.'EIGL 

534 1,’ahlront Drive 
We 3 t Uebstcr, New York 14580 

YOU ARE COMMANDED to appear at : 

7C0 Midtown Tower 

on the 20th day February , io7'l . at 
on behalf of the party Shattuck ct al . 

Patent Office 

At the taking of a deposition in the above entitled action pending in the United Stales DittV>M : h?s‘iyo 
fersha D-ttriXTcf and bring with you ’ all docuaenta 

described In Schedule A attached hereto. 


in the city of Rochester, M.Y. 
10:00 o'clock M. to testify 


• Dated February. 11 ig..l!>. 


JOSEPH G. UALSH, ESQ 

Attorneyf*r the party 
Kont-rey and Cqtt’ F^ads 

Aidr C „ Ycl . 1.03-227-7100 


JOfEI K. ADAMS 


ttucl: et al 


Clerk. 


By- 

Deputy Clerk. 


Any subpoenaed organization not a party to this suit is hereby admonished pursuant to Rule 30 (b) 
(G). Federal Rules of Civil Procedure, to file a designation with the court specifying one or more 
officers, director?, or managing agent.:, nr oilier persons who consent to testify on its behalf, and 
shall ret forth, for each person designated, the matters on which he will testify or ~roiUice documents 
or things. The persons so designated shall tcsliiy as to matters known or reason: ; available to the 
organization. 


I »h. “r-d hr,fcitS y.~% m wet—» s*i»#t-*« •* i+ wlr* th# #rr-f-actio* •( <r*«.rren»* or UntiV* QhUrt. In row 

lit dniitrtn's OMt th.-ii . W« U tnnmotM in » v * V\4k or»" hr**-*-* t* lhal *-.rv. If Ifhms., hr 0 * ot represent *u .* or 

4ooiu*~- u fr«|»«tH. (-".hi *.!*» rrAjt**»H*o »MtMwUfilr l*« raotUra •• wh-ch iimmMim *» rr*i~at*4. 


RETURN ON SERVICE 


Received this subpoena at 6** 

and on at 

served it on I he within named 

by deliverin': a copy to h and tendering to h the fee for one day's attendance and the mileage 
Allowed by law,’ 

Dated: . -——-- 

.10. 

Service Kci’i ®y -------—————————-- 

Travel .5. 

Services ....__ 


Total .S 

Subscribed and sworn to before me, a • this 

day of 10 


• i... • 

»»•#«—#. :« l. • 


l >M | ,.4 |„ Id. «. io«M ap .-4 CUM* •( « tolf«*« b«Md la |vb«|| of ah# »'».f| r.'*M or aa if.frt 


.«>«!«••» -.I .*»!• if ! a »»• i |«r»**«a Mkrf I)m<i a • ^»alra M«v«Va| «r ltia •1*t*atl* 
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Schedule of Documents for Subpoena Duces Tecum. . 

To Do Served on Witnesses Identified in the 

_ Accompanying h'oticc _ 

All documents referring to work done before August 1, 
1964, that comes within the terms of the Count (i.e., claim 1 
of Shattuck et al. United States Patent No. 3,484,237) of 
Interference Mo. 98,047 between the parties Hoegl ct al and 
Shattuck et al now pending befere the Board of Patent Inter¬ 
ferences in the United States Patent Office. 

t * 


C 
11 


i »• 



I 
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ITEM No. 3 


DEPOSITION SUBPOENA TO TESTIFY OR PRODUCE DOCUMENTS OR THINGS (Rr.i.rd Ort. MU) p - 


United States District Court 

FOR THE 

WESTERN DISTRICT OF MEW YORK 


Meredith Shattuck 


Civil Action File No. 


va. 

Helmut Hogl 


Interference No.98,047 


TO JOHN W. WEI01 

5 3 11 Wahlmont Drive 

West Webster, New York 14580 


1 Cfu it—_«- — t. 


Lnited States District Court, 


onth. 15th d.y ,; " rCn . 1(7* 

on behalf of the party Shattuck et al 


at 


12:30 


in the city of 


Rcchesl 


o'clock 


P. 


M. to testify 

Patent Office 


racent urric 

^atjethe taking of a the above entitled action pending in the United t 

SefeSteed in Sche9ffift ct JP f attached hereto. and bring with you 


Da H£rch 13, 7^ 9 . 

JOHN K. ADA.YJ 

Jdsm Wj fo^ALSH, ESQ. Clerk 

the party Shattuck et al 

Monterey and Cottle Roads. B Y. 

San^jSXk, ^California 9511H Depu,y cterk ' 

1 Strike nie^^oale ' ti|OF|u>2?^ > I0 1 d r(l *h« * ub P°* n * '• require the production of documents or tangible things. In which case the docu¬ 
ments antrnTinUT Should Ye' / dedfgffkA<f rff Tnr blank space provided for that purpose 


RETURN ON SERVICE 


Received this subpoena at on 

and on at 

served it on the within named 

by delivering a copy to h and tendering to h the fee for one day's attendance and the mileage 
allowed by law.' 

Dated: .. 

.19. 

Service Fees By. 

Travel . $. 

Services . 


Total . $ 

Subscribed and sworn to before me, a this 

day of 19 


• Fees and mileage need not be tendered to the witneaa upon service of a subpoena issued in behalf of the United States 
or an officer or agency thereof. 28 USC 1826. 

Note.—Affidavit required oaly If service Is msule by a person other thaa a Ualted States Marshal or kls deputy. 
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Schedule of Documents for Subpoena Duces Tecum 
To Be Served on VJitnesses Identified in the 
_ Accompanying Notice ___ 


All documents referring to work done before August 1, 
1964, that comes within the terms of the Count (i.e., claim 1 
of Shattuck et al. United States Patent No. 3,484,237) of 
Interference No. 98,047 between the parties Hoegl et al and 
Shattuck et al now pending before the Board of Patent Inter¬ 
ferences in the United States Patent Office. 


Schedule A 
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ITEM No. 4 

IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 

Movants, 
v. 

HOEGL ET AL., 

Respondents. 


Patent Interference 98,047 


ORDER TO SHOW CAUSE WHY THE WITNESS WEIGL SHOULD NOT BE 
COMPELLED TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS 


On the file of the above-captioned case and the affi¬ 
davit of Clyde C. Metzger and Movants' Memorandum in Support of 
Request for Court Order attached hereto 

IT IS HEREBY ORDERED that Respondents show cause at a 
hearing before this Court A to be held on the at-day of April 
1974 , at to o 0 o'clock AM. why an Order should not be issued 
compelling the witness Weigl,or the real party in interest, Xerox 
Corporation, to produce to Movants the documents identified o.n 
Shattuck et al. Exhibit' 26 annexed hereto, and compelling the 
witness Weigl to answer all questions relating to such documents. 

IT IS FURTHER ORDERED that sufficient cause for waiving 
ordinary notice requirements having been shown, Movants, by their 
attorneys, are directed to serve a copy of this Order on Anthony 

W. Karambelas, Esq., Xerox Corporation, Xerox Square, Rochester, 

* \ 

New York 14644, and Francis J. Hone, Esq., Brumbaugh, Graves, 
Donohue 6 Raymond, 30 Rockefeller Plaza, New York, New York 10020 
attorneys for Respondents on or before the 4** day of April 
1974. 

/f/ Hf M P 

United States District Judge 


Dated: Rochester, New York 
April A3 , 1974 
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IDENTIFICATION OF PRIVILEGED DOCUMENTS IN 
TOE FILE'fe OF DR. WEIGEL RELATING TO THE 
COUNT OF INTERFERENCE 


h 


ORIGINATOR 

1 . j. Weigl. 

# •• 

RECIPIENT/DISTRIBUTEES 

DATE 

SUBJECT 

A. Mahasselj/ 

J. Mammino 

A. G. Tweet 

W. W. Tyler 

D. L. Stockman 

J. J. Ralabate 

4/2/70 

Invention 

Record: 

High Speed 
Organic 
Photo¬ 
conductor 
Coatings 
(J. Mammino 

Attachments to Document 

1 


• 

la. J. Mammino 

J. Weigl 

. 3/26/70 

M 

lb. J. Mammino 

G. Jvirblis 


’ 8/15/64 

RL64-^5 

lc. J- Weigl 

A. Mahassel/ 

J. Mammino . 

J. Urbach 

4/2/70 

Battelle 
Work on • 
Heavily 
Doped PVK 


%OMh. <$n#a!° 

Sfl. 

a^5--?7 







All 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 

Movants, 
v. 

HOEGL ET AL. , 

Respondents 


MEMORANDUM IN SUPPORT OF MOVANTS' REQUEST FOR AN 
ORDER TO SHOW CAUSE WHY THE WITNESS WEIGL SHOULD 
NOT BE COMPELLED TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS 

Introduction 

This request for an Order directing the witness Weigl 

to produce allegedly privileged documents relates to the above- 

entitled ancillary proceeding which was initiated on March 4, 1974; 

' 

by the filing with this Court of the Shattuck et al. "Motion Under 
Rule 37 F.R.C.P. For Order Compelling The Production Of Documents 
And Answers To Questions Propounded Under Rule 30, F.R.C.P." 
(hereinafter "Motion Under Rule 37"). 

The ancillary proceeding is based on Patent Office 
Interference No. 98,047 between the interference parties Meredith 
D. Shattuck and Ulo Vahtra ("Shattuck et al.") and Helmut Hoegl 
and Giacomo Barchietto ("Hoegl et al."). 

The real parties in interest are International Business 
Machines Corporation ("IBM"), assignees of Shattuck et al., and 
Xerox Corporation ("Xerox"), assignees of Hoegl et al. 

The original Motion Under Rule 37 had been brought 
because, in attempting to take the deposition of a witness, John 
W. Weigl, an employee of Xerox, the witness refused to answer all 
substantive questions or produce any documents specified in a 
subpoena duces tecum which had been served upon him. 


x 


Patent Interference 98,047 


x 
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The Court Order Of March 26, 1974 

In an opinion dated March 26, 1974 (annexed hereto as 

Exhibit A) this Court held, inter alia , 

(i) that Shattuck et al. are "entitled to 
unrestricted access to sources of infor¬ 
mation bearing on the question qf fraud," 

and 

(ii) that "Weigl is directed to produce at 
said time [April 5, 1974] and place any 
documents in his possession, custody or 
control, within the scope of Schedule A 
annexed to the subpoena duces tecum 
served on him on or about February 11, 

1974, and particularly such documents 

as laboratory reports, memoranda, corres¬ 
pondence, or notes relating to work done 
prior to August 1, 1964, either by Weigl 
or by Dr. E. Lell, with whom Weigl worked 
at Xerox Corporation in Rochester, New 
York, or bv others under his direction or 
control, which relate to photoconductive 
compositions comprising from about 0.49 
to about 1.23 moles of 2, 4, 7-trinitro-9 
fluorenone ("TNF") per monomeric 
unit of a polymerized vinyl carbazole 
("PVK") compound. 

"Weigl is directed to testify with 
respect to any documents produced in 
accordance with the schedule of the 
subpoena duces tecum." 

The Testimony Of Weigl And Its Significance 

At the deposition on April 5, 1974, pursuant to the 
Court's Order requiring the witness Weigl to answer questions 
which he had previously refused to answer, Weigl admitted, as 
alleged by Shattuck et al., that he had in fact carried out work 
in 1963 coming within the subject matter of the interference 
count! (Transcript of Weigl testimony of April 5, 1974, pp.14-15, 

annexed hereto as Exhibit B.) 

The significance of this admission lies in the fact that 

. j 

Hoegl et al. (or their attorneys), although they knew of this 
earlier work by Weigl, nevertheless, stated under oath in their 
Preliminary Statement in this interference that they, Hoegl et al .j 

were the true inventors of the invention covered by the interfcr- i 

* 

ence count and that they made that invention in 1964. Moreover, | 


- 2 - 
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this early work of Weigl, constituting highly relevant prior art 
uniquely within the knowledge of Xerox, was not brought to the 
attention of the Patent Office as clearly required by the law. 

The significance of Xerox holding Hoegl et al. out as 
the inventors of the subject matter of the interference count is 
of critical importance, as noted below, because it enabled Xerox 
to institute this interference which they could not otherwise 
have done. 

It is submitted that Shattuck et al., as pointed out 
below in more detail, have established a prima facie showing that 
fraud has been perpetrated in connection with Ci) the filing of 
the Hoegl et al. Preliminary Statement, (ii) the filing of the 
Hoegl et al. patent application involved herein, and (iii) the 
withholding of material facts from the Patent Office so as to 
justify this Court in issuing the requested ORDER TO SHOW CAUSE 
WHY THE WITNESS WEIGL SHOULD NOT BE COMPELLED TO PRODUCE ALLEGEDLY 
PRIVILEGED DOCUMENTS. Such allegedly privileged documents were 
withheld at the Aprtil 5, 1974 deposition of Weigl and are iden¬ 
tified in Shattuck et al.'s Deposition Exhibit 26 annexed to 
said Order. ^ 

The Relevant Sequence Of Events 

Summarizing the relevant facts, some of which have 
already been set forth in the Shattuck et al. Motion Under Rule 
37 filed with this Court on or about March 4, 1974, the following 
sequence of events are particularly pertinent to the present 
motion: 

1. On January 6, 1966 Hoegl et al. filed a parent 
patent application relating to an electrophotographic plate and 
process. The invention described and claimed therein was direc¬ 
ted to a special type of "overcoat layer” which could be used 
with various asscrtedly old, prior art photoconductive compositions. 


o- 
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One of the many assertodly.old and "unuscable' (according to 
Hoegl et al.) photoconductive compositions referred to by Hoegl 
et al. was a PVK-TNF composition (ratio 1:1) which comes within 

the scope of this interference count. 

2. On December 16, 1969 the Shattuck et al. United 
States patent 3,484,237, which is involved in this interference, 
issued to IBM. This patent described and claimed a photoconduc¬ 
tive composition which is now the subject matter of this inter 
ference, namely; 

"An organic photoconductive composition comprising 
from about 0.49 to about 1.23 mols of 2,4,7-trinitro 
9-fluorenon'e per monomeric unit of a polymerized 
vinyl-carbazole compound." 

3. In April 1970 IBM commenced commercial production 
of IBM copier machines employing a specific photoconductive com¬ 
position coming within the terms of claim 1 in the Shattuck et 
al. patent. 

4. On January 21, 1971, after learning of the issuance 
of the Shattuck et al. patent (Weigl deposition p. 22, annexed 
hereto as Exhibit B) , and while the Hoegl et al. parent patent, 
application was still pending in the Patent Office, Hoegl et al. 
filed a "continuation-in-part" application (hereinafter "CIP 
application") wherein their original parent application was radi¬ 
cally altered so that instead of being directed to the special 
"overcoat layer," the CIP application was now directed to, and 
even claimed, the very same PVK-TNF composition (ratio 1:1) which 
Hoegl et al. had previously thought to be "unuseable in conven¬ 
tional imaging systems" and "undesirable" in regard to certain 
important properties. Thus, of all the innumerable photoconduc¬ 
tive compositions which Hoegl et al. had orignally disclosed in 
their parent application as being old and "unuseable," the CIP 
application was now entirely directed to just one photoconductive 
composition, namely, a PVK-TNF composition (ratio 1:1) which was 

now dcScribed as "new" and "acceptable." This composition, of 

,-4- 
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course, came within the scope of the claims of the Shattuck ct 
al. patent. The CIP application was accompanied by a declaration 
of inventorship (equivalent to an oath) wherein Hoegl et al. 
declared that they believed themselves to be (i) the "original" 
and (ii) the "first" inventors of a PVK- 1 TNF composition (ratio 
1:1) as the law required them to do! The purpose of the filing 
of the CIP application was, of course, to provoke an interference 
with the Shattuck et al. patent cn the grounds that the invention 
claimed therein was supposedly first made by Hoegl et al. 

5. On November 7, 1972, after the declaration of the 
present interference between the Shattuck et al. patent and the 
Hoegl et al. CIP application, Hoegl et al. swore that they made 
the invention set forth in the present interference count, that 
is, the invention defined by claim 1 of the Shattuck et al. paten 

The Hoegl Et Al. Preliminary Statement 
And CIP Application Are Tainted With Fraud 

We submit that a prima facie showing has been made that 
fraud has been perpetrated in connection with the filing of the 
Preliminary Statement, as well as the filing of the Hoegl et al. 

CIP application. Specifically: 

It has now been established that Hoegl et al. (or their 
attorneys as noted below) knew of Weigl's early work with TNF 
and PVK before the filing of the Hoegl et al. CIP application 
on January 21, 1971, and before the filing of the Hoegl et al. 
Preliminary Statement on or about November 7, 1972. A document 
attached to the Hoegl et al. Preliminary Statement, written by, 
inter alia , Hoegl et al. on November 25, 1964 states that the 
work which Hoegl et al. carried out in 1964 "show again what 
E. Lell and J. Weigl already have pointed out; namely, that TNF 
is the best CT sensitizer found so far for PVK" (Exhibit C 
annexed hereto comprises the relevant portion of the Hoegl et al. 
Preliminary Statement and attachment, specifically page 3 of 


such attachment). 


-5- 
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It has further been established that this work of Lell 
and Weigl involved PVK and TNF coming within the scope of the 
interference count (Weigl deposition, pp. 15-16, annexed hereto 
as Exhibit B). 

It has further been established that the Xerox patent 
attorneys were also aware of the earlier work of Lell and Weigl 
and that such attorneys must therefore have improperly caused 
the filing of the CIP application and the Preliminary Statement 
in the name of Hoegl et al. (Shattuck et al. Exhibit 26, annexed 
to the Order requested herein, was produced by Xerox during the 
Weigl deposition. This Exhibit 26 describes documents relating 
to the early work of Weigl which comes within the scope of the 
Weigl subpoena [and thus the interference count] and were sent to 
Mr. A. Mahassel, the Xerox Patent Manager, and Mr. J. J. Ralabate, 
a Xerox patent attorney. See pp. 45-46 of Weigl deposition 
annexed hereto as Exhibit B.) 

The Significance Of A False Assertion Of Inventorship 
In A CIP Application And A Preliminary Statement _ 

Without extensive discussion of the purposes of 
the Patent Laws and Patent Office Rules requiring sworn state¬ 
ments (or declarations) as to the proper inventorship on a 
CIP application (35 U.S.C. § 115)* and in a Preliminary 
Statement (Patent Office Rule 216),** suffice it to say that 
the requirmeent for such oaths is to prevent an attempt by 
a party, after seeing an invention patented (and even 
commercially used) by another, to improperly usurp that 
invention as its own. When Xerox filed the Hoegl et al. CIP 


* 35 U.S.C. § 115 provides that, "The applicant shall make oath 

that he believes himself to be the original and first inventor 
of the process, machine, manufacture, or composition of matter, 
or improvement thereof, for which ho solicts a patent ...” 


** Patent Cf 
meat must sta 
each count of 


fice Rule 216 provides 
te that the nartv made 
the interference ...” 


that, "The prelimir.nry state- 
the invention set forth by 


erencc .. 
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application there was no way under the Patent Laws in which Xerox 
could have even instituted this interference except by improperly 
holding out Hoegl et al. as the inventors of this subject matter. 
It was statutorily impermissible at that time to file a new 
application in the name of Weigl or anyone else.* 


The Allegedly Privileged documents 

The documents which Weigl refused to produce on the 

ground of attorney-client privilege are described in Shattuck 

et al. Deposition Exhibit 26 which was produced by Xerox and 

is annexed to the Order requested herein. Regarding Document 1 

referred to therein: 

J. Weigl, a non-lawyer, was Manager of 
Imaging Materials Department of the Applied 
Research Laboratory (Exhibit B, p. 7). 

A. Mahassel was Xerox Patent Manager in 
Rochester, an attorney but not a member of 
the New York Bar (Exhibit B, p. 46). 

A. G. Tweet, a non-lawyer, was Weigl's 
supervisor (Exhibit B, p. 46). 

W. W. Tyler, a non-lawyer, was Manager of 

the Xerox Research Laboratories (Exhibit B, p. 46). 

1 

D. L. Stockman, a non-lawyer, was a Research 
Manager concerned with photoconductors, 
generally (Exhibit B, p. 46). 

J. J. Ralabate was a Xerox patent attorney 
(Exhibit B, p. 46). 

Regarding Document 1(a): 

J. J. Mammino and J. Weigl referred to above 
were non-lawyers. 


* 35 U.S.C. § 102(b) provides that a person shall not be entitled 

to a patent if "the invention was patented ... in this or a 
foreign country ... more than one year prior to the date of 
application for patent in the United States ..." By the time the 
Hoegl et al. CIP application was filed on January 21, 1971, the 
Shattuck et al. U. S. patent had long since issued (December 16, 
1969) and the corresponding Shattuck et al. British and New 
Zealand patents had already been published and issued on August 7, 
1968, and June 13, 1967, respectively. 
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Regarding Document 1(b): 

Attorney-client privilege is not being 
asserted as to this document and it has 
been produced except for portions alleged 
by Hoegl et al. to be irrelevant. 

Regarding Document 1(c): 

J. Weigl, A. Mahassel, J. Mammino, have 
been identified above. 

J. Urbach, a non-lawyer, was a Research 
Manager, Xerox, P:.lo Alto Research Center 
(Exhibit B, p. 47). 

The Need For Discovery Of The 
Alleged Privileged Documents 

It should be noted that the privileged documents with¬ 
held by Weigl are dated in March and April 1970, just about the 
time IBM commenced commercial production of its IBM copier 
machines employing a specific PVK-TNF composition coming within 

the scope of the Shattuck et al. patent. 

Since these documents admittedly relate to the early 
work of Weigl coming within the scope of the interference count 
and since such work was admittedly done prior to the alleged 
invention date of Hoegl et al./it is considered extremely rele¬ 
vant to the issue of fraud to learn, for example, what possible 
basis the Xerox patent attorneys had for causing Hoegl et al. to 
declare that they, Hoegl et al., believed themselves to be the 
original and first inventors of PVK-TNF compositions (ratio 1:1) 
when any such alleged invention was apparently derived from the 
earlier work of Weigl. 

Did Xerox initially consider filing an application in 
Weigl*s name at that time? Did' Xerox attempt to attribute Weigl*s 
work to Hoegl et al. and then, failing to do so, improperly cause 
the filing of the Hoegl et al. CIP application and the Preliminary 
Statement in the name of Hoegl et al? Why did Xerox not advise 
the Patent Office of Weigl*s early work, as they should have done 
and thus permit the Patent Office to make its determination of 
whether Weigl’s work would be a statutory bar to the Hoegl et al. 
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CIP application?* All these questions are relevant to Xerox's 


intent , which is an important aspect regarding the issue of fraud., 
• The only way such very critical answers can properly be 

determined and the only way that all the facts regarding the 
intent of Xerox can be brought to the attention of the Patent 
Office is by the production of the documents herein requested. 


The Special Facts In This Case Justify The 
Production Of The Documents Requested Herein 

In connection with this interference, it is particularly 
significant that the alleged inventors, Hoegl and Barchietto, are 
not residents of the United States. They reside in Europe and 
are not subject to subpoena. IBM requested Xerox to produce 
these witnesses and offered to pay the expenses which they would 
incur in a trip to the United States. IBM also requested Xerox 
to enter into a stipulation under Patent Office Rule 284 (e) which 
would permit the taking of the testimony of Hoegl and Barchietto 
in Europe. Xerox refused both requests (Exhibit D). 

Moreover, the Patent Office has already held, as pre¬ 
viously pointed out in the Shattuck et al. Motion Under Rule 37, 

» 

that it "has no authority to order or force a person to testify 
in an interference proceeding," but that "Shattuck et al. can, 
however, call the persons involved as their own witnesses which 
apparently is what they intend to do." This is what Shattuck et 
al. are now doing and this is why Shattuck et al. require the 
assistance of this Court in obtaining the documents requested 

herein. The Patent Office, in x their December 20, 1970 decision, 

» 

also indicated that any evidence regarding fraud in connection 
with ex parte prosecution of the Hoegl et al. CIP patent applica¬ 
tion should be brought to the attention of the Commissioner of 

* 35 U.S.C. $ 102(g) provides that, "A person shall be entitled 

to a patent unless ... (f) he did not himself invent the subject 
matter sought to be patented, or (g) before the applicant's 
invention thereof the invention was made in this country by 
another who had not abandoned, suppressed, or concealed it ..." 

V 
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Patents by way of a Petition to the Commissioner Under Patent 

Office Rule 56 (Motion Under Rule 37, Exhibit 6 annexed thereto). 

Patent Office Rule 56 provides in part that: 

"Any application ... fraudulently filed or 
in connection with which fraud is practiced 
or att empted on the Patent Office, may be 
stricken from the files." (emphasis added) 

Accordingly, it is respectfully submitted that it is 

essential for Shattuck, et al. to have access to the documents 

requested herein and thus be able to present all the facts to 

the Patent Office regarding the issue of fraud. 

It should be further noted that the documents requested 

herein are extremely narrowly defined, namely, documents relating 

to work which was (i) admittedly carried out by persons other 

than Hoegl et al. and coming within the scope of the interference 

count, (ii) admittedly carried out prior to the date of invention 

which was sworn to by Hoegl et al., and (iii) admittedly known 

t.o Hoegl et al. (or their attorneys) prior to the time Hoegl et 

al. filed their CIP application and their Preliminary Statement. 

A further justification for ordering the production cf 

the allegedly privileged documents requested herein is the fact 

that, as stated above, Hoegl et al. made such a radical change 

in their patent application after learning of the issuance of the 

Shattuck et al. patent and after IBM began commercial production 

of their copier machines employing PVK and TNF. The radical 

change appearing in the Hoegl et al. CIP application had obviously 

been prompted by the issuance of the Shattuck et al. patent and by 1 

’ N 

IBM's commercial use of PVK-TNF compositions. It was clearly 
not the result of any recent work done by or invention made by 
Hoegl et al. since Hoegl et al. had completed all their work on 
PVK-TNF compositions back in 1966, nearly five years before 
Xerox filed the CIP application in their name (Exhibit B, pp.26-27) 
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In summary, therefore, this is a case where Xerox, aftef 
being spurred into activity by the issuance of the IBM patent, 
permitted Hoegl et al. to swear in a CIP application that they 
were the inventors of a photoconductive composition covered by 
that IBM patent (i) in spite of the fact that Hoegl et al. had 
previously described that very same composition as old, "unsuit¬ 
able," and "undesirable," and (ii) in spite of the fact that this 
very same composition was known by Xerox to have already been 
made by others prior to Hoegl et al., and (iii) in spite of the 
fact that Xerox failed to disclose to the Patent Office, as 
required by law, this highly significant prior art woTk of others. 

Then, during this interference, Xerox refused to 
produce the alleged inventors, Hoegl et al., for testimony; then 
refused to even permit the taking of such testimony in Europe 
under Patent Office Rule 284(e); then instructed all its employees 
and former employees to not answer any questions whatsoever on 
the issue of fraud; and then, after being ordered by this Court 
to provide Shattuck et al. with "unrestricted access" to evidence 
regarding the issue of fraud. Xerox ordered the witnesses not to 
produce the most relevant documents on the ground of attorney- 
client privilege. 

The Issue Of Fraud In Interference Proceedings Regarding 
The Hoegl Et Al. CIP Application And Preliminary Statement 

As stated by this Court in its Order of March 26, 1974 
compelling the witness Weigl to'testify and to produce documents, 
"fraud is ancillary to priority." (Exhibit A, p. 2). It is 
also clear that in connection with an interference proceeding a 
fraudulent CIP oath or Preliminary Statement is a serious issue 
relevant to such proceeding. Langer v, Kaufman , 46S F.2d 915 
(CCPA 1972). 


-11- 










A-22 


The Issue Of Fraud Regarding Hoegl Et A1's Failure To 
Advise The Patent Office Of Facts Regarding The 
Critical Prior Art Work Of Weigl ___ 

The extremely pertinent prior art work of Weigl, admit¬ 
tedly known to Xerox, and involving the very same PVK-TNF composi¬ 
tion (ratio 1:1) which Hoegl et al. asserted to be their invention 
was improperly withheld from the Patent Office. 

In Langer v. Kaufman , 465 F.2d S15, 920-1 (CCPA 1972), 
the Court referred back to its earlier decision in Norton v. 
Curtiss , 433 F.2d 779 (CCPA 1970), stating: 

"[W]e *** subscribe to the recognition of a 
relationship of trust between the Patent Office 
and those wishing to avail themselves of the 
governmental grants which that agency has been 
given authorityto issue. *** [The Pat ent Office ] 
must relv on applicants for manv of The lacTs - 
upon which its decisions are based . The highest 
standards of honesty and- candor on the part of 
applicants in presenting such facts to the 
office are thus necessary elements in > working 
patent system. We would go so far as to say they 
are essential . (emphasis added.) 

* * * * 

"[W]e *** repeat the words of the Supreme 
Court: 

"A patent by its very nature is affected 
with a public interest. *** The far reaching 
social and economic consequences of a patent, 
therefore, give the public a paramount 
interest in seeking that patent monopolies 
spring from backgrounds free from fraud or 
other inequitable conduct and that such 
monopolies are kept within their legitimate 
scope." 

The importance of the principle that relevant facts 

known to an applicant should be submitted to the Patent Office 

\ 

for consideration rather than being dismissed as nonrelevant in 
the opinion of applicant or its advisors is emphasized in 
Beckman Instruments Inc , v. Chemtronics Inc . , 428 F.2d 555 
(5 Cir. 1970). In that case Beckman and the inventor, Clark, 
knew about, but failed to disclose to the Patent Office, a prior 
art device invented by Stow which the Court found to completely 
anticipate the Clark invention. The Court stated the rationale 
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and measure of Beckman and Clark's duty to disclose facts to the 
Patent Office as follows: 

"Appellants' conduct must be examined against 
the standard of conduct required of an applicant 
before the Patent Office. The Patent Office does 
not have full research facilities of its own, 
and it has never been intended by Congress that it 
should. In exam ining patents, the Office relies 
heavily upon the nrior art references that are 
cited to it bv applicants . It is therefore 
evident that our patent system could not function 
successfully if applicants were allowed to 
approach the Patent Office as an arm's length 
adversary." (pp. 564-5) (emphasis added.) 

* * * 

"Appellants' only reply to these facts is 
that they did not consider Stow's work to be 
relevant prior art. This assertion, however, 
is rendered utterly incredible both by Beckman's 
conduct and by the obvious similarity of the 
Stow and Clark devices. Furthermore , the d eter¬ 
mination that the pr ior ar t did n ot render the - 
patent invalid should have been left to the 
Patent Office ra~ther than being decided prTvately 
by Beckman and Clark . Consequently, we conclucTe - 
that there was no excuse for appellants' failure 
to disclose Stow's work to the Patent Office, and 
this conclusion prevents us from considering 
Beckman's conduct as fulfilling an "uncompromi¬ 
sing duty" of good faith disclosure. We are 
constrained to hold the patent invalid on this 
ground also." (p. 566) (emphasis added) 


Prima Facie Evidence Of Fraud Vitiates 
The Asserted Attorney-Client Privilege 

It has long been the rule, not only in cases involving 

fraudulent procurement of a patent, but in any case involving 

a crime or fraud, that a claim of attorney-client privilege 

respecting a communication, relating to the furtherance or 

commission of such crime or fraud, is vitated or destroyed. 8 

\ 

Wigmore , Evidence , § 2298 (McNaughton Rev. 1961). In the case 
of Clark v. United States . 289 U.S. 1 (1933), Justice Cardozo 
summarized the rationale upon which the attorney-cliont privilege 
is pierced: 
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" ... There is a privilege protecting 
communications between attorney and client. 

The privilege takes flight if the relation 
is abused. A client who consults an attorney 
for advice that will serve him in the com¬ 
mission of fraud will have no help from the 
law. He must let the truth be told.... 

To drive the privilege away, there must be 
'something to give colour to the charge;', 
there must be ' prima facie evidence that it 
has some foundation in fact.' ... When that 
evidence is supplied, the seal of secrecy is 
broken_Nor does the loss of the privi¬ 

lege depend upon the showing of a conspiracy, 
upon proof that client and attorney are involved 
in equal guilt. The attorney may be innocent, 
and still the guilty client must let the truth 
come out ... (p. 15) 


Other cases which support this general proposition are: United 
States v. Bob, 106 F.2d 37, 40 (2 Cir. 1939); SEC v. Harris on, 

80 F.Supp. 226, 230 (D.C. 1948); United States v. Weinberg, 

226 F.2d 161, 172 (3 Cir. 1955), cert, den., 350 U.S. 933 
(1955). • ' 

The foregoing proposition that the attorney-client 
privilege disappears in the face of prima facie evidence of 
fraud has been held to apply to patent interference proceedings. 
In Ziegler v. Natta , 157 U.S.P.Q. 400 (S.D.N.Y. 1968) the 
District Court held, at page 400, as follows: 

"The documents, mostly lawyers' letters 
and opinions, are undoubtedly relevant to 
the issue of bona fides of the attribution 
of inventorship to Ziegler and Martin in 
plaintiff's application Serial No. 514,068 
in 1955, thereafter amended in 1958 to 
Ziegler, Martin, Breil and Holzkamp. Al¬ 
though we have some doubt as to whether or 
not they are privileged communications, we 
are satisfied that the defendant has offeree 
sufficient prima facie evidence seriously 
challenging the bona fides of the afore¬ 
mentioned amendment. We have been told that 
'the far-reaching social and economic con¬ 
sequences of a patent, therefore, give the 
public a paramount interest in seeing that 
the patent monopolies spring from backgrounds 
free from fraud or other inequitable conduct. 

* * ** Precision Instr ument Mfg. Co. v. 

Automotive Maintenance Mach. Co., 524 U.S. 806, 
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"Accordingly, whether the documents are 
privileged as confidential communications 
or as work products, these privileges dis¬ 
appear when otherwise a fraud would be 
committed on the public ... The documents, 
therefore, must be made available. 

The circumstances of this case clearly' demonstrate 
that should the documents sought to be withheld by the witness 
Weigl fall within the purview of the attorney-client relationship, 
they are nonetheless subject to an order requiring their produc¬ 
tion to movants. Shattuck et al. have clearly demonstrated herein 
prima facie evidence of fraud in connection with (i) the Hoegl 
et al. CIP oath, (ii) the Hoegl et al. Preliminary Statement, 
and (iii) the failure of Xerox to advise the Patent Office of 
highly relevant prior art uniquely within the knowledge of Xerox. 
Thus, any allegedly attorney-client documents pertaining to the 
very specific issue of Xerox's knowledge of Weigl's early work 
and how Xerox handled such knowledge in connection with the Hoegl 
et al. CIP application and Preliminary Statement should be 
produced in order that the truth with respect to these matters 
be brought out and presented to the Patent Office. 

CONCLUSION 

For all of the reasons stated above, and particularly 

by reason of the fact that the public interest is directly 

affected by the grant of a patent, the Court should grant 

Movants', Shattuck et al.'s, request for an order directing the 

witness h'eigl to produce the allegedly privileged documents 

identified in Shattuck et al.'s Exhibit 26 annexed to the Order 

to Show Cause, and to answer all questions relating to such 

documents. Respectfully submitted, 

Dated: WISER, SHAW, FREEMAN, VAN GRAAFEILAND, 

HARTER 6 SECRETS 

By ^ ___ 

7o0 Midtown Tower 
Rochester, New York 14604 
(716) 232-6500 
Attorneys for Movants 
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Of Counsel: 

Pennie 5 Edmonds 
Clyde C. Metzger 
Robert J. Kadel 
Sidney R. Bresnick 
330 Madison Avenue 
New York, New York 10017 

Joseph G. Walsh 

International Eusiness Machines Corporation 

Monterey 5 Cottle Roads 

San Jose, California 95114 
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UNITED.STATES DISTRICT CO 1 HIT 
WESTERN DISTRICT OP H-T.J YORK 


SHATTUCK, ET AL. # 


Movants 


- vs - 

EOEGL, ET AL., 

Respondents 


Patent Interference 
No. 90,047 

I 

\ ■ 


Winer, Shaw, Frcenan, VanGraafeiland, 
Hartor & Secrest 
700 Miato.n Tovar 
Roche3tor, N.Y. 14604 
Attorneys for movants . 

Pennio & Edmonds 
330 Madison Avenue 
Hew York, N.Y. 10017 

and • 

Joseph G. Wal3h 

¥■> International Business Machine Corp. 
San Jose, Calif. 95114 
(of counsel) 

Brumbaugh, Grvr-3, Donohue & Raymond 
30 Rockefeller Plaza 
New York, N.Y. 1C020 
by Francis J. Hone 

Paris, Raskoll & Levine 
Washington, D.C. 

and '' 

Anthony *f. Karnnbelaa 
Xerox Corporation 
Xerox Square 
Rochester. N.Y. 14644 

Attorneys for respondents 

" * > 

Harris, Beach & Wilcox 
2 State Street 
Rochester, N.Y. 14514 
by Elliott Horton 
(of counsel) 










A-28 


- 2 - 


Tho movants on March 6, 1974 filed a motion 
vdth fivo separately numbered paragraphs under hula 37, 
Federal Rules of Civil Prcccdure, for an order compelling 
the production of documents and answers to questions 
propounded under Rule 30, Federal Ruloa of Civil Procedure. 

The motion was argued orally on March 19, 

1974 and was submitted on written memoranda. 

This court has jurisdiction to determine tne 


motion under Title 35 U.S.C. Section 24. 

The documents and the testimony which the 
movants attempted to get through the deposition of 
Weigl have a direct hearing on the movants allegations 
of fraudulent misconduct on the part of i-.oegl, et al in 
filing their Preliminary Statement. The alleged fraud 
i 3 ancillary to priority of invention. If fraud should 
he established it could ho the basis for striding the 
Preliminary Statement. In that sense any testimony 
Weigl relating to the subject of Shattucb, et al. 3, claim 
0 f fraud is relevant to the interference proceeding. 

The movants havs a statutory right to the 


desired discovery through this court. This court has 
ancillary jurisdiction over discovery in the interference 
proceeding. Thi 3 court should exercise that jurisdiction 
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• • 3 •• 

• r • * 

to complement patent office jurisdiction in search 
for the truth. Patent Office rules of admissibility 
of evidence* do not govern discovery undor the Federal 
Rules of Civil Procedure in an interference proceeding. 

Thora is no ground for objection that the 
documents or ovidenco sought in the discovery will bo 
inadmissible at the trial, so long as the documents 
and testimony sought to bo elicited appear to bo 
reasonably calculated to lead to the discovery of 
evidence that would bo admissible. The movants are 
entitled to unrestricted access to sources of information 
bearing on the question of fraud. Weigl is not a party 
to the interference proceeding. Ea ha3 no standing to 
refuse to answer questions ashed at the deposition on 
the ground that they ara irrelevant to the interference 
proceeding. 

Weigl is directed to answer the questions 
which ha refused to answer on tha advice of counsel at 
the deposition on February 20, 1974, and which appear in 
the copy of the transcript submitted ao Exhibit 3 annexed 
to the affidavit of Clyde T. Metzger. 


v 
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Yfoigl is directed to appear at tho Office 
of V7ioor, Shaw, Freeman, VanCraafeiland, Ilarter & 

Scorest, 700 tlidtown Tover, Rochester, New York 14604, 
on April 5, 1974 at 10:00 A.Ii. to answer the questions 
previously asked him and to answer any further questions 
ho nay ha asked with respect to his work for Xerox 
Corporation in tho field of photoconductive compositions 
relating to possible fraud in connection with tho 
fj_ling of the Preliminary Statement in Interrerenca 
No. 98,047 and a 3 they relate to any further issues 

relevant to said interfaronca. . 

Weigl is directad to produce at said tine 
and place any documents in his possession, custody or 
control, within the scopa of Schedule A annexed to 
the subpoena ducc-3 teem served on him on or about 
February 11. 1974, and particularly such documents as 
laboratory reports, memoranda, correspondence, or notes 
relating to work done prior to August 1, 1964, either 
by Weigl or by Dr. 2. Lell. with when V.eigl worked at 
Xerox Corporation in 'Rochester, Now York, or by others 
under hie direction or control, - which relate to 
photoconduct!vo compositions comprising from about 0.^9 






A-31 


- 5 - 


to about 1.23 nol©3 of 2, 4, 7-trinitro-9 flourenone 
("TUP") per monomeric unit of a polymerizod vinyl- 
carbasole ("PVK”) compound. 

Wcigl is directed to testify with respect 
to any documents produced in accordance with the 
schedule of the subpoena duces tecum. 

Weigl is directed, if ached by the attorneys 
representing tho movants, to state the names of 
co—workers in the laboratory with him, and their 
addresses, if known to him, in relation to the work 
done prior to August 1, 1954. 

The application of the movant3 for expenses 
incurred in connection with this notion, including 
attorneys* fees, is denied. 


ALL 0? TE2 ASOV3 IS SO ORDERED. 

£L^4' P 


4 ' 'r 

* HAROLD P. BU2II3 
United States District Judge 


March g? 4 , 1974. 
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15 

16 

17 

18 

19 

20 

21 

22 

23 


A. 

DQ13 


DQ14 

A. 

DQ15 


A. 


DQ36 


"Yes, sir. 

Which of these people would be group leaders, at 
that time? 


MR. HONE: Do you mean, with 
group leaders? 

i 

MR. WALSH: With group leaders. 

• I 

To the best of my recollection. Dr. Lell who worked 
independently. Dr. Martel and Dr. Brynko. 

At that time, did those three report to you? 

Yes, sir. 

And, am I correct, I might have asked this, I am nofj 
certain, but at that time, was your title manager 
of Imaging Materials Department of the Applied Re¬ 
search Laboratory? 

To the best of my recollection, that was the title, 
at that time. .... 

You testified the last tine that during or shortly 
after 1962, the people at Xerox — "we" is the word 
used, initiated discussions leading toward a re¬ 
search project between Xerox and Eattelle, I will 
ask you, was any research agreement reached between 

Xerox and Eattell? 

MR. HONE: Now, to the extent 
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Dr. Jchr. W. Weigl 

i 

-3A- . 

i 

MR. WALSH: Do you have with. 

i 

you now the documents as to which you 
claim privilege? 

MR. HQKEs No. 

I 

I 

MR. WALSH: You did not bring 
then with you? 

MR. HONE: That is correct.. 

MR. WALSH: Do you have a 
list of the documents with the cates 
on which they were written and the 
addressees to whom they were sent and 
the person who sent them? 

MR. HONE: No, I haven't such 

i 

‘ a list. That could be obtained if j 
you feel it appropriate. I don't 
think it bears on the issue, but we 
could obtain them. 

MR. WALSH: Let the record 
show that there appears to be, I 
would guess, approximately fifty 
pages, maybe seventy or so, which 
have been handed to us. 

I will be more specific in my question, then. Fori 
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the year 1963, did you. Dr. Weigl, or anyone else 
in your group at Xerox work with compositions com¬ 
prising from about 0.49 to about 1.23 noles of 
2, 4, 7 trinitro-9 fluorenone per monomeric unit 
of a polymerized vinylcarbazole compound? To make 
certain everybody understands the question I will 
repeat it. In 1963 , Dr. Weigl, did you or any 
member of your group at Xerox work with an organic 
photo conductive composition comprising from about 

0.49 to about 1.23 moles of 2, 4, 7 trinitro-9 

fluorenone per monomeric unit of a polymerized 
vinylcarbazole compound? 

MR. HONE: When you say, 

"from 0.49 to about 1.23," you mean 
anything within that range, is that 
correct? 

MR. WALSH: That is correct. 
MR. HONE: Fine. 

Yes. - • 

Is that work the subject of the records which Mr. 
Hone just hancec to re? 

Completely ccvere that. 

Would you give us a brief summary of what is cover 


A. 

DQ34 
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DQU5 


A. 

C-QUo 


the call. 

At tho tine of the call, re -a r-' less of v;ho IniMafoc 
it, were you in ‘he United ?‘ates and was he in 
Switzerland? 

Yes, sir. 

Da you recall ‘he cireunstanner of ‘his ‘eleohone 
call? 

MS. HOI!?! Well, I ob;:-r;‘ on 
the ground that it calls for an irro- 
. • levant and possibly confidential sub¬ 

ject natter, but if Dr. Weigl can 
answer without -evealing any confiden-j 
tial subject natter other than dis¬ 
cussion of the subject natter of ‘hr 
count of this interference I will V? j 
glad to let him answer. 

I will try to the very best of ny ability to •'“con¬ 
struct this^ To the best of ny recollection, fco'h 
Hoerl and I were aware of the I.E.v. ! " ‘ 'n‘ 


on polyvinylcarbazole doped with 0.^9 ~ole 


I 


to nole ratios of T.'I.T. We were to-h of his 

I 

intention and we were trying to re‘.-a-* n •>:•• r.Inds 

I 

the origin-- ani bat’*-rovnl o' “ 'nw'-n. 
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D356 


A. 


DQ57 


j~hn V. w**igl 
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catlon to Xerox as ha understood <t.. , 
THE WITNESS: I aa sorry, 
question \/oulri you like me to answer? 
MR. WALSH: I will start 

again. 

. THE WITNESS: Please. 


You say that vrork under the sponsorship of Xerox in 
the field of T.N.F. and P.V.C. containing materials 
stopped. You seem to leave open the possibility 
that work under somebody else*s sponsorship might 
have been going on. I am asking you if work had 
been done under the sponsorship of Xerox, would it 
or vould it not have teen assigned to Xerox? 

To the best of my understanding, work sponsored by j 


Xerox was the product of it,, was the property of 

Xerox. __ 

And, after April, 1966, to the best of your know¬ 
ledge, and information, and, incidientally, if.I 

understood you correctly. Dr. Hoegl was sending you 

\ 

reoorts and keeoing you informed 01 his work so that 

* i 

. ... I 

if work had gone on you would have known abou - x., 1 
to the best of your knovrlecge, he did not work in 
this field of T.N.F. and P.V.C. after April, 1356, 
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7ohn W. Woigl 


A. 


A. 


DQ-59 


A. 


DQ60 


is that correct? 

Dr. Ilocgl's reports to Xerox would cover wor',; spon¬ 
sored by Xerox and it is correct that there was no 
Xerox sponsored work on polyvlnylcarbazole and T.N.S’. 
subsequent to termination of this project. 

And, that termination was April, 1966? 

That is correct, or very close to that tine. i 

"here were a few incidental, further reports to which 
you referred. When would they have terminated, in 


■ a month or two? 


I 


i 


MR. HONE: Dr. Weigl has al¬ 
ready answered. 

I believe by nid- 1966 . We have furnished you with 
all information relating to the count that appears 
in any reports that we were able to find from all 
relevant Battell-Geneva projects. There is only 
one relevant Geneva project so far as I know and yot 
have information for everything. 

I'd like to call your attention again to the tele- 

* \ 

phone call between you and Dr. Hoegl in late 1972. 
Am I correct, in concluding that during that tele¬ 
phone conversation the work done by Xerox in 1963 
and 1964, was discussed with Dr. Hoegl? 
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I 

i 

MR. WALSH: Whs.t is the basis 

! 

for that omission? 

MR. HUIIE: The other per“ions 
of that document are not relevant to 
the subject matter of che interference 
that is, the polyvinylcarbazole mix¬ 
tures in the proportions that are 
described in the count. 

MR. WALSH: You are aware, 
of course, that the court order says 
not only relevant materials, but any¬ 
thing reasonably calculated to lead 
to relevant mcterials. 

HR. HOIIE: That is correct. 

I understand that. 

MR. WALSH: Ycu still say it 
is not relevant and you will not pro¬ 
duce it? 

MR. HOIIE: That's right, it 
is not reasonably calculated to lead 
to relevant materials. 

Could I ask you. Dr. Weigl, to identify the recipient 

l 

document 1, A. Mahassel, cojld you identify him? 
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M. 


DQ90 


Certainly, patent manager in Rochester. 

J. Matrunino’ 

♦ 

He is one of the me nib e. 3 of my gr:n,p. 

That’s right. A,G. Tweet? 

I believe Dr. T'.-ect vas rry supervisor, at one time. 
W.W. Tyler? 

I believe he was manager of the research laboratory 
at tb'' time. 

D.L. Stockman? 

He was a research manager concerned with photocon¬ 
ductors generally, at the time. 

Were all these men in Xerox in the W ted states? 
Yes, sir. 

And, J.J. Ka lab ate X know as the Xerox patent 
attorney? 

That’s right. 

Do you knovj if Mr. Mahassel is a member of the New 
York Bar? 

I can’t answer that. 

Do you know if Mr. Ralatate is a member of the New 
York Ear? 

MR. KARAMBELAS: Mr. Mahass-'l 
is not a me mb --r of the New York Ear, 


?s. 



















Mr. Ralatate Is. 


DQ91 

A. 

DQ 92 

A. 

DQ93 
A. . 


DQ94 


| 

Document 1-B, 'he name, J.Y. Irbilis, could y- u ^ 

identify that person? 

Same person as G. Sclazry after her marriage. This 

* 

is her married name. 

She is a research worker in your group? 

She specifically was a research aid during 1964, *n 
my group. 

; 

And, the other name, J. Erbauch? 

J. Erhauch is a research manager. Xerox, Palo Alto 


research center who I felt might possibly be interest¬ 


ed. 

May I ask you, what is the basis for the privilege 
which you are alleging in reguia to these documents, 
specifically, document 1? 

MR. HONE: The basis, Mr. 

Walsh, is attorney-client conntunica- 
tion, more specifically, a comraurtica¬ 
tion in response to an attorney re¬ 
quest in connection with the legal 
activities of the attorney and, I 

t 

might add, that in addition to attorney- 

i 

client privilege which attaches to this. 
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IN TnF UNITiD STATES PATENT OFFICE 

i/VtflA 

Shattucl: ot al ) 

v. ) Interference No. 93,047 

Hoegl et al ) 

PRELIMINARY STATEMENT 

I, Helmut HOECL alone with Giacomo EAP.CIHETTO, declare that we arc 
parties in the above-identified interference; that wo made the invention 
set forth by the counts of the Interference; and that the invention set 
forth by the counts of the Interference was made by us as early as July, 
1964, in Geneva, Switzerland; that 

1) the invention was introduced into the United States as r'.lated 
to count 1 by written disclosure in a letter report No. 19, mailed 
August 24, 1954, and received in the United States on or about August 26, 

0 

1954, as evidenced by page J of said letter report attached hereto as 
Exhibit A, and as related to count 2 in letter report No. 21 mailed 
November 25, 1°54, and received in the United Sta .es on or about 
November 27, 19&4, as evidenced on pages 1 and 2 of said report attached 
hereto as Exhibit B. 

2 ) The dates of reduction to practice in the United States are on 
or about August 2o, 1934, as to count 1, and on or about November 27, 19- 
■as to count 2, the respective dates of reception for the v.Yittcn dcscript 
of the reductions to practice in Geneva, Switzerland, embraced in letter 
reports Nos. 19 and 21 respectively. 






A-42 


. , 11 mn- offered in 2) above arc not found to be rc- 

j) If the allocation., Oiicxcu / 

ductionl f preeUec or She responsive counis in *. ««*- *“«“ 

Uw. then the date after ceneeption of the invention -hen aetive exor- 

eiae of roaa.nahie dili=onec of redeem the invention to practiee hecan 

• - Auru-t 25 1964, and November 27, 1964, the reception 

was on or aoour Aucu-t «*o, 

dates of the respective letter reports Nos. 1? end 21. 

Ko declare further that all state,-onto *ad. herein of our own 

. „ Ard . hlt all statements made on information and be- 

knoulcdce arc true ar.d oiat, a . 

, A.-t-w +'iit these statements arc made 
lief are believed to be true; and furtner that 

with the knowledge that willful false statements and tne li^e 

arc punishable by fine or imprisonment, or both, under Section 

Title 18 of the United States Code and that such willful false «tato- 

. a* the application or patent issuing 

ments may Jeopardise tne vaxioi / 

i 

thereon. 


/f I. 




/ 


Date 


Helmut KOEGL 




r » 


oluUr. 


Giacomo DMiCHiiilTO 


Sworn before me at 
Geneva, Switzerland, 

Df{ 


this ~i 


day of 


November, 19 


C ytfivTi 6^r.PC 

1 
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THU cc'jav C? rJRLVJ.rdJC'AL ASF3S23 R;*LA5l*D 
50 sf.i 3 r.:cro-c? k r.ATi^:: a*:s iioamu? or* itxs 
' CILUlGIS C/JUIIIRO III CUCAIHG u&szhxals 

1 • Lo*t-r-.T;or.r»r* Vo» ?\ 


to ' • • • 

XEROX C0n?0?.A5IOX 
RcsosroU ti r::rj:.nccitin'; Ccr.tcr 


COO Pliill; 


.. o:>cl 


, T? o h rt •*; n r 
. .. Now Yo-i:, u'JA 


. V, * ’ ‘ 

Ci.iccr.o Sarcliicito, Jlclaut J'oc^l, 
Adolf Stoir.cr.^.n tad SssoNos 5nr. 












% 


% 


\ 


- 1 - 


Vuo v.orU w, aid «.= ccMe;"-'-! uateiy vi«. «.o Collwlos ?»»«« 

- or Mn-ly KMUiltiva r« l»7»s =•»* 

in tho U 7 and visible regions ci the sipcatrur.. 

- Continuation of nennurcncnts fljc-s'-csitisca TO levers* 
’ - Iluo roscer.cn lioasurvaenta on various TO illr.s». 

- 5 ivxr.olu-vir-o sc cr.ce nearercreate on pure PM --l^ 3 * 


vj ... r- w*•ft5 : T Y’-T 


Ad ccaiicr.ad in oar latest letter-report* ho. 20, uo havo prepa-wd 
double l&y«» of loth PM and ?. 4 . 7 -ivinitrofluorcac::s <«iy)vS» 
Lvcito 22 /,< rcoin binder)• Show doublo Ir.yern chovcd very rr-pua 
photo-induced r.ns r.lo.r darh decay. ?:a observed that a residual 
*^-5 5 * 85.34 on the plates, sr.4 that the sko*. of it depended • 
on the t'uiclrnaDD c'f the top l«eito 2C*4o r-mln li.yor. 


tfo eafio a nuntcr of eupcrisar.tn to reduce the tliclncsa of the 
incite top 1^ by tfao dip ccr.tinj iconic-,. Vc found that who 
solvent renevaa too svoa of the ’once cretin::, end that it is too 
difficult to prepare fill*.j cf Icoo than 10 ' ca thic.ineon* 


Fo- there, seasons, we rent used iho S laa discharge jSolyscris&tica 
process^ to overcoat stroryly doped TO layers of about 5 ...C/Z 
thiolaoos. Vo obtained vary satisfactory results with this tce!:sit;uo. 


Klthly doped TO Iryors that chav too fast * dark dicoharfo ary t.vua 

bo ow.rcer.tvd with a very thin insulstics -* 1 -* rt ‘ ich srCfilttCua vcsv 
' effectively the fesfc Cleoharao of the xhalowwfwcitvo lsyesi *»«*?«« 
these layers aro rot sufficiently thic!: to cause cicnific-.t 
residual eh'.—yes upon illu’.*st.«ce» 


$ 

Vo nr do enp-riuonts with tr:o typos of ley era: 


- TO * ?h? ( 1 : 1 , r.olr.r ratio C ;£•) and * 

- TO + ?-chlor.nr.il [pCt] ( 10 : 1 . t.olnr ratio lyil), 



T*\ "f J c-od'“ft. J. hol- acr £oi. ILI*/, Issue 114 (lC* 5 o), 

v / DCS w.i.k «• . .. * .. . \ 

. . .._.<> .. ..,.» j " J. v.lortrccl.r.r.* .*oo. JLli ( A »'V/» 

, r;..U *!«.«• 


» 









A-45 



Vfccjs jj v r«»tccj©ni::ctivo layers ;»t.ro overssated '•'ith n. joliT.tr.* 
obtained lsy clou dlsehnvc» rolyccrlsatioa 0 - r-c t'iy lr. c thr.e ry 1 ai u, 
(Another crpi&fncut v;ua nstlo oitU cthylsilicuto, bat tho results 
cith nothylssihacrylsto v.ore r.uch bettor, obviously o-ir.j to sv.cb 
Lett;*-.* insulr.tinc properbios*) 

Afccorption riid cricsiou spectra, or these ;»hoto ccndus tivo filns 
cere censured* 2oth tho - V’C/ihT raid PVSr/pSA lsyero nra stror-ly 
absorbent botocca *>50 ar.C CCD sye, uhsrc pure J*VS practically dr«v 
not absorb at ell* I'o fluorescence cr phosphorescence ras observe 
up to 7 C “ a jdo * 

Seri: end photo-induced discharjo characteristics rcro aoacurcd. 
As tho decay of tho voltr-co follows over a ride rani’a that aspect 
for ohnic behavior, v;o have used tho rcll-haora equations for 
eosdoacors to calculate tho data listed in tho follovrins tables: 










A-46 


- "J - 

Mi’i ? 


Layer» ?«*;: + r.CA (l--3), ovcroontod with cl*- 4iccUr;;o 
£oly ao r i s c.; l .v.c*. u! syl::eth.nsryii.io. Senpic /a* 5 I. 

Vhickr.sa:;: 7.5 ~ 10~ 4 '. . * • 


{ 

i 

i 

• 

Park (j>) | 

Lif;ht 

tjstri r v. ! y :7 r * n ;• ’ 

h . \ 

Frsct.r.bs© A 1 

f 

1 

' -5 i 
7o » 10 J j 

0.0 J 

'. 5 1 
7.2 :: 10 5 | 

0.55 

tj£ (cos©) 

10 (S 

1.7 x 10 -« 

' 5.5 •] 

5.5 rt 10 ” U ! 
• 

4.6 

4 * 10 * U 

■ 

6 V> 


4 n io*» 

, . 

3.7 * 1 C 5 

Cain 

_ 

i 

Cocci c 

0 .C 05 


S'- '. 




1*2 


1*5 - 10’ 


, n 4 


0.015 


Sfho so results thou acaiu. \:hnt 3. Loll end J. Sci*;L cl ready havo 

pointed out; nnuoly, that *11? in the.’cost Cf sensitise? found to Tar 

for ** v * - © • * , • • 

• • 

* • , ^ • 

'Co believe 


A <« l( A 

tho 

prccoon 

of 

ovorcon 

.tin-; 

orjrn: 

clou 

disc 


A T *4 M 
V-—n 

fllns 

'liras 

can 

to need 

to 

th to enhance the : 


of tho huso Icycra and act as protection a^ninai photc-chunicsi 
degradation. **.*;* 

• . : " , • 

v? \9** * ‘ . ; • 

• • ... .^v ..... » ••«. # 

\tO have continued r.h^-r-ticr. ; 
on tho series of ?V3 layers a 
of Silo blue A* 


emission, raid electrostatic 
r.siti sad \:ivh i;;cro:ssi:iy cov. 




•Tho so ssoc.sariiS.cnta arc concrhnt complicated by the feet that tho dyo 
is used ir. fora of its salt cilt sulfuric told* 1VK bains a base* 

tr.v.Vrh iv.V: r c.:e- it r.v.stn to .. i h.in at 1 ...h . 

L .«•. «*«mW *.••«*« w »••'«%• * 4 »*V »t k* j | V M *•••«*! « b«* lv>.*W| V**0 A» U J 1*^0 *^«* *• ^« 

l'cruod* raid ihorcfrtn tho leucehaso* when !• lie 31un A is added to W.* 
fhcroforo,. on ucnsltisiny 1'Vh viih Kilo LIuo A (or any other dye 
cetsiiis'.r), vro have* both the dyo cult ia.d tho leucohnso to c...i-d.‘—* d. 


* i • 


f 
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November 1, 1973 


Anthony Karambclas, Eeq. 

KalabatCi tiahasccl and Kondo 
Xerox Corporation 
Xerox Square 

Rochester, Now York 14603 _ __ _ _ 

Subject: Interference 98,047 
Dear Tony: 

I am writing to confirm rnd nako of record our telephono 
convcroation of this morning, in regard to tho suggestion in my 
lett r of October 16, 1973. 

The party Hocgl ct tl declined the offer of the party 
Shattuck ct al to nay tho ejzpcnses cf bringing Dro. Iloagl and 
Darchictto to the United States. The party Hoogi ut al also 
declined to enter inco a ctipuiution under^Kulo 2C*i te) so that 
tho testimony of Dr. Koegl er,d Dr. Darchietco could be token 
orally in Europe. 

Yours truly. 


JGH:mm 


Joseph G. Walsh 
Attorney for the P.rrty 
Shattuck ct al 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 

- -x 

SHATTUCK ET AL., ; ' 

Movants, : 

v. : Patent Interference 98,047 

HOEGL ET AL., ; 

Respondents. : 

....*.x 

AFFIDAVIT OF CLYDE C. METZGER 

STATE OF NEW YORK ) 

• 55 • 

COUNTY OF NEW YORK j 

CLYDE C. METZGER, being duly sworn, deposes and says: 

1. I am a member of the Bar of the State of New York, 
the Court of Appeals for the Second Circuit, and of the firm of 
Pennie § Edmonds, 330 Madison Avenue, New York, New York 10017, 
counsel for Movants, Meredith D: Shattuck and Ulo Vahtra 
("Shattuck et al."), in the above-captioned action. 

2. There is presently pending in the United States 
Patent Office a patent interference proceeding, No. 98,047, which 
was declared by the Patent Office on August 16, 1972 between 
Shattuck et al. and Hoegl et al. 

3. The real parties in interest are International 
Business Machines Corporation ("IBM"), assignees of Shattuck et 
al., and Xerox Corporation ("Xerox"), assignees of Hoegl et al. 

l 

4. This affidavit is made in support of Movants' 
Request For An Order To Show Cause Why The Witness Weigl Should 
Not Be Compelled To Produce Allegedly Privileged Documents. 

5. The party Shattuck et al. makes this request for 
an Order To Show Cause because its time for taking the testimony 
in this interference is presently set to expire on April 24, 1974 
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and although an extension has been applied for, it is not certain 
how much time will be granted by the Patent Office. In any event 
time is clearly of the essence in connection with Shattuck et 
al.'s diligent completion of testimony in the .interference. 

6. On information and belief, the following documents, 
annexed to the Memorandum submitted herewith in support of the 
above Request For Order are true and correct copies of the origi¬ 
nals thereof: 

Exhibit A - Court Order of March 26, 1974 

Compelling The Witness Weigl To 
Produce Documents And To Answer 
The Questions Propounded To Him. 

Exhibit B - Copies of Transcript Pages 7, 14, 

15, 26, 27, 45, and 46 from the 
deposition of John W. Weigl. 

Exhibit C - Relevant portions of the Hoegl 
et al. Preliminary Statement in 
this Interference No. 98,047. 

Exhibit D - Letter dated November 1, 1973 
from Joseph G. Walsh, Esq. , 
attorney for the party Shattuck 
et al. to Anthony Karambelas, 

Esq., attorney for the party 
Hoegl et al. 



Subscribed and sworn to before me 
this day of April 1974. 



QEC7KA S. LEVCMAS 
NOIA'-.Y P'J3L;:. of l.tw York 
No. 41 23' 3183 Queen. County 
Cut. • n Ntw tor< Co'.in'y 
T«..n ./arch 30. 1175 


• 2 - 
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ITEM No. 5 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


X 


SHATTUCK ET AL., s 

Movants, : 

v. : Patent Interference 98,047 

HOEGL ET AL., : 

Respondents. : 

- x 


MEMORANDUM OF HOEGL ET AL IN OPPOSITION TO THE 

SHATTUCK ET AL REQUEST FOR A SHOW CAUSE ORDER 

I. INTRODUCTION 

Shattuck et al seek an order for the production of 
three documents from the files of Dr. Weigl as to which Hoegl 
et al claim attorney-client privilege and attorney-work product. 
As shown herein, production of those documents should not be 
required because: 

(1) the documents being sought are privileged and 
also constitute attorney-work product; 

(2) Shattuck et al have not established any basis for 
a charge of fraud; 

(3) even if the documents were produced they could 
have no bearing whatsoever on Shattuck's charges of fraud; 

(4) Shattuck et al have already been provided with 
all of the factual information contained in the documents; 

(5) Shattuck's arguments regarding the content of 
the documents are based upon misstatements of the facts. 
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II. BACKGROUND 

At his deposition on February 20, 1974, Dr. John W. 

Weigl, a Xerox research scientist, was instructed not to answer 
certain questions or to produce certain documents from his files 
relating to activities other than those of the inventors, Hoegl 
and Barchietto, a party to this interference, regarding the 
subject matter of the interference count. These refusals to 
testify or produce documents were based upon the confidentiality 
of the information and the lack of relevance to the subject 
matter of the interference of any activities by Xerox employees 
which were unrelated to the invention of the subject matter by 
the inventors, Hoegl and Barchietto. No question of privilege 
was raised at that time because no privileged documents were 
known to exist in Dr. Weigl's files. 

On March 26, 1974, following briefing and oral argu¬ 
ment of a Motion Under Rule 37, this Court ruled that the 
asserted lack of relevance did not provide a basis for the 
refusals to produce and testify, and ordered Dr. Weigl to appear 
for his deposition on April 5, 1974, and answer the questions 
and produce the documents which had been withheld previously. 

Pursuant to this Court's Order, Dr. Weigl did appear 
on April 5, 1974 and produced from his files the contemporaneous 
records and documents relating to work done within the scope of 
the count. He also testified fully with respect to the content 
of those documents, not only on April 5, but also at the con¬ 
tinuation of his deposition on April 23, describing the work which 
was done at Xerox within the scope of the interference count 
as represented by the documents. 


» 


- 2 - 
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During the review of Dr. Weigl's files in response to 
this Court's Order, certain documents were found which were 
prepared by Dr. Weigl or under his supervision during March and 
April, 1970, pursuant to a request by Xerox attorneys in con¬ 
nection with the preparation for this interference. At the 
Weigl deposition of April 5, a claim of privilege and work 
product was made with respect to those documents and a list of 
the documents was prepared and given to counsel for Shattuck et 
al. Shattuck et al now seeks the production of those documents. 

III. THE EARLY EXPERIMENTAL WORK AT XEROX 

In late 1963 and early 1964, as described in Dr. 

Weigl's latest deposition. Xerox was seeking a transparent, self- 
supporting photoconductive insulator for use in the preparation 
of microfilm records. As one part of a larger study of many 
materials for use in that application, various mixtures of 
PVK and TNF were prepared and tested. On two occasions, once 
on October 29 & 30, 1963 and later on April 23 & 24, 1964, 
xerographic plates containing a range of PVK-TNF mixtures passing 
through the 1 to 1 proportion comprising the subject matter of 
this interference was prepared and tested by a research aide, 

Gail Salasny, under the direction of Mr. Joseph Mammino. The 
results of those experiments are summarized at pages 19 and 20 
of a report issued on August 15, 964 by Mr. Mammino and Miss 

Salasny (using her married name, Jvirblis) which has been marked 
as Shattuck et al Exhibit 46, a copy of which is attached hereto 
as Exhibit A. 

Contrary to the assertion at page 5 of the Shattuck cv: 
al memorandum in connection with this Show Cause Order, the early 
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Xerox experimental work with PVK and TNF is obviously not the 
Lell and Weigl work referred to in the document attached to the 
Hoegl et al Preliminary Statement. In fact. Dr. Lell was never 
involved in the preparation of any plates containing PVK and 
TNF in a 1 to 1 ratio. 

As described at pages 19 and 20 of Shattuck et al 
Exhibit 46, the results of the PVK-TNF experiments conducted at 
Xerox showed that: 

"As the concentration of TNF in PVK was 
increased up to 50 wt.% TNF, the color 
of the layers changed from light buff 
(at 2 wt.% TNF) to dark amber at 50 wt.% 

TNF." 

Such dark amber layers are unusable for applications requiring 
a transparent photoconductor. Consequently, the conclusion was 

expressed in that report that: 

"Optimum sensitization of PVK layers 
was achieved with 20 wt.% TNF." 

Dr. Weigl has pointed out that the PVK-TNF experiments 
by Mammino and Salasny, and particularly those involving the 1 
to 1 proportion, were not considered to be an invention by 
Mammino and Salasny, or by anyone els who was aware of them at 
that time, and that no patent application directed to that work 
was ever filed. . 

The law is clearly established that no event or 
activity can constitute an invention unless the participants 
recognize it as an invention. This rule was well summarized in 
the recent decision of Linger v. Kaufman, 465 F2d 915 (CCPA, 
1972), where it was asserted that the preparation of a 
particular form of the compound TiCl 3 , within the scope of the 
interference count, constituted an invention of the subject 

- 4 - 
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matter of the count. In holding that there was no invention 
because the material, even though prepared , was not recognized 
as an invention by the alleged inventor, 'the court stated (at 
919 and 920)s 


"We agree with the conclusion of 
the board and appellees' contention that 
Heard v. Burton,- 333 F.2d 239, 51 CCPA 
1502 (1964), is controlling. In Heard, 
this court held that conception and re¬ 
duction to practice could not be estab¬ 
lished nunc pro tunc. Although appellants 
in Heard had in fact prepared the new form 
of alumina catalyst involved in that case, 
there was no evidence of contemporaneous 
recognition that a new form has been dis¬ 
covered. Like the TiCl^ catalyst of the 
present appeal, the new 'eta' form of 
alumina catalyst was not known in the art 
until after the date to which the other 
party to the interference was entitled. 

The import of the court's holding is 
clear from the following: 

"(W]e sustain the board since we are 
not convinced Hear had such a 'defi¬ 
nite and permanent idea of the com¬ 
plete and operative invention' [cita¬ 
tion omitted] as to constitute concep¬ 
tion within the meaning of the patent 
law. * * * 


* * * * 

"We agree with appellees that this case 
is controlled by the precedents holding 
nunc pro tunc reduction to practice to be 
defective. As appellees say in their brief, 

' * * * 'in the present case it is the 
recognition and appreciation of the invention 
which was lacking to Dr. Heard prior to April 
23, 1952 [appellees' filing date], and which 
Heard attempts now to provide by his later 
tests and acts after that date.' 

* * * * 


"In the present case, while the inter¬ 
pretation of the X-ray diffraction patterns 
at trial does show that appellants did in 
fact prepare the gamma form, it is not evidence 
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"of appreciation at the time those^patterns 
were generated that any new form had been 
made. All the other evidence is to the 
contrary. We conclude that there was no 
conception by appellants at the alleged 
point in time." 

Since none of the individuals having knowledge of the 
PVK-TNF experiments conducted at Xerox in 1963 and 1964 even 
considered the plates made with 1 to 1 proportions to be useful, 
much less inventive, there was clearly no prior invention of 
that subject matter at Xerox and the work done by Mammino and 
Salasny could not possibly constitute prior art to Hoegl and 
Barchietto. There was, therefore, no "withholding of material 
facts from the Patent Office" as erroneously contended at page 
3 of the Shattuck et al memorandum. 

IV. THE DOCUMENTS IN QUESTION 

A. Description of the Documents 

Following issuance of the Shattuck et al patent 
involved in this interference, an investigation was conducted 
by Xerox attorneys to determine what action might be taken with 
respect to provoking an interference with that patent in order 
to challenge IBM's claim to the patented subject matter. As a 
part of that investigation. Dr. Weigl was requested by Xerox 
attorneys in March, 1970, to review any records of work relating 
to PVK-TNF mixtures and transmit information to the Xerox 
attorneys regarding that work for their consideration. Dr. 
Weigl, in turn, asked Mr. Mammino to prepare an appropriate 
summary of the PVK-TNF work referred to above and Mr. Mammino 
did so in the form of an "Invention Record" dated March 26, 1970 
(Document la in the list of privileged documents) which he 
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addressed to Dr. Weigl for transmittal to the attorneys who 
has requested it. In Dr. Weigl's deposition, he has described a 
Xerox "Invention Record" as a summary of activities which a 
research worker at Xerox wishes to call to the attention of Xerox 
attorneys to be considered for appropriate legal action. 

By a memorandum dated April 2, 1970 (Document 1 in 
the list of privileged documents). Dr. Weigl forwarded the 
Mammino "Invention Record" to Mr. Mahassel, one of the attorneys 
in the Xerox Patent Department who had requested the information 
from Dr. Weigl, and provided Mr. Mahassel with his comments 
which he believed would be helpful to the review and evaluation 
of that material by the Xerox attorneys. To provide the Xerox 
attorneys with all of the information at his disposal which 
might be helpful in their evaluation. Dr. Weigl, at the same 
time, submitted to Mr. Mahassel a memorandum providing informa¬ 
tion and comments about the work at Battelle in Geneva by Dr. 

Hoegl and Dr. Barchietto on heavily doped PVK (Document lc in 
the list of privileged documents). All of the recipients of 
these documents were either attorneys or Xerox managers having 
an interest in the matter, or supporting the investigation being 
conducted by the Xerox attorneys. 

B. The Documents Are Protected From Discovery 

. It is well established that communications submitted 
to an attorney for his use in connection with the prosecution of 
patent applications or interferences may be privileged as are 
the opinions or conclusions prepared by an attorney in connec¬ 
tion with such work. In Beckman Instruments , Inc. v. Technical 
Development Covp. t 172 U.S.P.Q. 642 (D.C. N.D. Ill., E. Div. 1972) , 
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for example, the court refused to hold that a draft patent ap¬ 
plication and related correspondence transmitted to an attorney 
by an inventor for use in connection with patent application 
work were not privileged. Similarly here, the Weigl memoranda, 
including the Mammino "Invention Record", are privileged com¬ 
munications and are not subject to discovery by Shattuck et al. 

Furthermore, any documents which are prepared by or 
at the request of an attorney for his use in connection with 
the preparation for, or the conduct of, a litigated matter 
constitute attorney-work product and are not subject to discovery 
if the factual information contained in those documents is 
otherwise available. Moreovc r, that rule applies to documents 
prepared in connection with an interference in the Patent Office, 
Sperry Rand Corp. V. International Business Machines , 159 U.S.P.Q. 
86 (D.C. Del. 1968), Natta et al v. Zletz et al, 163 U.S.P.A. 

675, (7 Cir. 1969), Natta et al V. E. I. du Pont de Nemours & 

Co., 161 U.S.P.Q. 389 (3 Cir. 1969). All of the original 
contemporaneous records referred to in these privileged memoranda 
which describe or relate to the subject matter of the count of 
this interference have already been produced to the party 
Shattuck et al in the interference. The privileged documents 
do refer to work with materials other than PVK and TNF, and also 
contain analyses of the information for the benefit of the 
attorneys, as well as speculation regarding possible attorney 
conclusions, but no factual information regarding any PVK-TNF 
work, which is not already in the possession of Shattuck et al, 
could be obtained from those documents. Consequently, they are 
immune from discovery. 

In addition, a party charging "fraud" on the Patent 
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Office must make out a prima facie case of fraud before defeating 
a claim of privilege or work product with respect to such docu¬ 
ments, Natta et al v. Zletz et al t supra. As pointed out herein, 
Shattuck et al has not made out any prima facie case of fraud. 

V. SHATTUCK ET AL HAVE NOT MADE OUT A 

PRIMA FACIE CASE, OR EVEN ESTABLISHED 
ANY FOUNDATION FOR A CHARGE OF FRAUD 

It is asserted by Shattuck et al (Memorandum, page 5) 

that "The Hoegl Et Al. Preliminary Statement and CIP Application 

Are Tainted With Fraud", and in that section of its Memorandum, 

Shattuck et al place the entire foundation for the Show Cause 

Order Request on the assertion that: 

"... a prima facie showing has been made 
that fraud has been perpetrated in connec¬ 
tion with the filing of the Preliminary 
Statement, as well as the filing of the 
Hoegl et al. CIP application." 

Those statements are demonstrably false. 

A. The Preliminary Statement 

In their Preliminary Statement, a copy of which is 
appended hereto as Exhibit B, Hoegl and Barchietto alleged only 
that "the invention set forth by the counts of the Interference 
was made by us as early as July, 1964* in Geneva, Switzerland". 
Nowhere do the inventors state that they were "the true inventors" 
as contended at page 2 of the Shattuck Memorandum. 

To establish a prime facie showing, or even provide a 
semblance of support for a charge of fraud with respect to the 
Preliminary Statement, there must be substantial evidence tending 
to show that Hoegl and Barchietto: 

(a) did not make the invention of the counts at all, 

and 
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(b) knew they did not make thrt invention when they 

signed the Preliminary Statement. 

There is no such evidence and Shattuck et al does not 
even assert there is any. Instead, Shattuck et al seek only to 
show knowledge by Hoegl and Barchietto of prior invention by 
another in support of the fraud claim with respect to the 
Preliminary Statement. But mere evidence of prior invention of 
the same subject matter by another, and even complete knowledge 
by Hoegl and Barchietto of such prior invention would be useless 
in attempting to establish fraud with respect to the Preliminary 
Statement since no allegation was made in that Statement that 
Hoegl and Barchietto believed themselves to the first inventors 
of the subject matter. 

In connection with the Preliminary Statement, Shattuck 
et al has not, and cannot , make out a prima facie case of fraud 
in the absence of evidence tending to show that Hoegl and 
Barchietto never made the invention at all (which has not even 
been suggested by Shattuck et al), and that they knew that they 
did not make the invention (which cannot be established through 
testimony or documents of others relating to other events than 
the making of the invention by Hoegl and Barchietto). 

Shattuck et al has utterly failed to provide foundation 

for this charge. 

B. The CIP Declaration 

In the Declaration filed by Hoegl and Barchietto in 
the CIP application, a copy of which is appended hereto as 
Exhibit C, they stated "We verily believe that we are the 
original, first and joint inventors of the invention (comprising 
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1 to 1 PVK-TNF)". A prima facie showing of fraud with respect 
to that statement must at ieast be accompanied by evidence that 

(a) there was work done prior to the actual invention 
date of Hoegl and Barchietto which legally constituted a prior 
invention of the same subject matter, and 

(b) Hoegl and Barchietto knew of the prior work as 
prior invention of the same subject matter when they signed the 
CIP Declaration. 

As pointed out above, the experimental work done at Xerox and 
described in the documents produced from the Weigl files did not 
and could not constitute an invention of the subject matter of 
the interference counts since the conclusion of the workers and 
others at the time was that the best proportion of TNF in 
PVK was 20% and not 50% or a 1 to 1 proportion (see Exhibit A 
hereto). The best that can be said for the work done at that 
time with a 1 to 1 mixture of PVK and TNF is that it constitutes 
an abandoned experiment since no patent application was ever 
filed claiming that that work constituted an invention. 

Because there was no prior invention of the subject 
matter, Hoegl and Barchietto could not have made an incorrect 
statement in their CIP Declaration. Therefore, Shattuck et al 
has also failed to' provide any foundation for this charge of 
fraud. 

Furthermore, even if there had been a prior invention 
of the same subject matter, an allegation of fraud could only be 
supported by a showing that Hoegl and Barchietto did not "verily 
believe" that they were the first inventors. Their state of 
mind at that time can only be shown by their own testimony or 
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contemporaneous documents and could not possibly be established 
by documents prepared at Xerox by others at an earlier date, 
i.e., the Weigl file documents as to which privilege is claimed. 

In Longer v. Kaufman, supra , a charge of fraud was 
based on the assertion that the oath in a continuing application, 
which seated: 

"This application discloses and claims only 
subject matter disclosed in their pending 
application, Serial No. 6G2,017...". 

was false. After noting that there were differences between the 

disclosures in the parent and continuing application, which were 

not material to the allowability of the claim, the Court stated 

(at p. 922): 

"For the reasons given, we at least 
doubt that the '082 oath is false, but 
in any event, we find no basis for con¬ 
cluding that appellees have exhibited 
any misconduct before the Patent Office." 

C. Shattuck Et A1 Have No Substantial Need Of The Documents 

With respect to the belief of Hoegl and Barchietto 

when they signed the CIP Declaration, the statements by Shattuck 

et al at page 9 of the Memorandum that Xerox (a) refused to 

produce Hoegl and Barchietto for their testimony in the United 

States and (b) refused to enter into a stipulation under Patent 

Office Rule 284 (e)- permitting the taking of testimony of Hoegl 

and Barchietto in Europe are misstatements. In response to IBM's 

request that Xerox produce the witnesses for their testimony in 

this country, IBM was advised that Xerox has no control over 

the inventors, Hoegl and Barchietto, and cannot compel them to 

appear in this country for the taking of their testimony. More 

over. Xerox pointed out to IBM in response to the second request, 

that no stipulation under Rule 284(e) is appropriate until a 

motion filed under Rule 284(a) has been granted and a schedule 
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set in accordance with Rule 284(c). IBM never filed any such 
motion. 

As has already been pointed out to Shattuck et al 
during the course of the Weigl deposition, the party Hoegl et al 
currently intends to take the testimony of Drs. Hoegl and 
Barchietto in connection with this interference and will serve 
the appropriate notice on the attorneys for Shattuck et al so 
that they can attend and cross-examine those witnesses. 

There is, therefore, no basis for any claim by Shattuck et al 
that they must obtain access to privileged and work product 
documents in order to obtain facts relating to the state of mind 
of Hoeg - ! and Barchietto at the time they signed the CIP 
Declaration. 

VI. THERE IS NO FRAUD OR IMPROPRIETY IN 

ADDING CLAIMS TO AN APPLICATION IN AN 

ATTEMPT TO DOMINATE THE KNOWN USE OF 

THE CLAIMED SUBJECT MATTER BY ANOTHER PARTY 

At page 4 of their Memorandum, and again at page 10, 
Shattuck et al imply that there is an impropriety in the filing 
of a second application by Hoegl et al and the assertion of 
claims therein which are intended to dominate the subject matter 
of the Shattuck et al patent which had issued prior to the 
filing of the second Hoegl et al application. The law, however, 
is to the contrary. It is well established that an applicant 
for patent may at any time during the prosecution of the appli¬ 
cation add new claims to the application which take the original 
filing date of the application as long as they are supported by 
the disclosure of the application. As pointed out in General 
Tire & Rubber Co. v. Jefferson Chemical Co., Inc., 363 F. Supp. 
871 (S.D.N.Y. 1973): 
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"The rules of the Patent Office provide 
for 'cancelling particular claims' and 
'presenting new claims' (Patent Office 
Rule 119). These claims, when allowed, 
take the original filing data of the ap¬ 
plication, ever where there has been an 
intervening picric use before the amend¬ 
ment has been made. See Coats Loaders 
& Stackers, Inc. v. Henderson, 233 F. 2d 
915, 924 (6th Cir. 1956); King-Seeley 
Thermos Co. v. Refrigerated Dispensers, 

Inc., 354 F. 2d 533, 539 (10th Cir. 1965). 

Moreover, the law seems settled in the 
absence of some countervailing showing not 
made here, that the effective date of the 
claims of the continuous applications are 
those of the original application." 

Accord: Bolt Associates Inc. v. Rix Industries , _F. Supp. 

_ (N.D. Cal. 1973), 178 U.S.P.A. 171, 173; Azoplate Corp. v. 

Silverlith Inc. , 367 F. Supp. 711, 731-732 (D. Del 1973), 180 

U.S.P.Q. 616, 631. Contrary to the assertion at page 6 of the 

Shattuck et al Memorandum, the very purpose of Rule 216 and the 

other Patent Office rules relating to interferences is to permit 

an applicant to amend his application so as to contest priority 

of invention with another applicant or patentee. Accordingly, 

Hoegl and Barchietto were fully authorized by law to file their 

CIP application for the purpose of contesting priority of 

invention of the count of this interference and the Patent Office 

has ruled that the original Hoegl and Barchietto application 

properly supports that count. 


VII. CONCLUSION 

For the reasons set forth above, the documents sought 
by Shattuck et al are privileged attorney communications and 
constitute attorney-work product. Moreover, Shattuck et al have 
not established a prima facie showing of fraud or even a 
semblance of support for the charge of fraud. Even if the 
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privileged documents were produced, they could not provide 
Shattuck et al with any further information with respect to the 
alleged basis for Shattuck et al's charge of fraud. Conse¬ 
quently, the Court should not require production Ol the 
privileged documents to Shattuck et al. 


Respectfully submitted. 


BRUMBAUGH, GRAVES, DONOHUE £> RAYMOND 


Dated: April 30, 1974 


By_ 






w? 


I'rancis J.J^one 
Attorneys for Hoegl et al 
30 Rockefeller Plaza 
New York, New York 10020 
(Tel. No. 212-489-3326) 


Of Counsel: 

Elliott Horton, Esq. 

Harris, Beach & Wilcox 
2 State Street 
Rochester, New York 14614 
Tel. (716) 232-4440 

Ronald B. Hildreth, Esq. 

Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 
New York, New York 10020 

Anthony W. Karambelas, Esq. 

Xerox Corporation 
Xerox Square 

Rochester, New York 14644 
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XEROX RESEARCH AND ENGINEERING DIVISION 

RESEARCH LABORATORIES REPORT NO. RL64-45 


DYE AND CHARGE TRANSFER SENSITIZATION 
OF SOME 

POLYMERIC ORGANIC PHOTOCONDUCTORS 

PROPERTY OF XEROX CORPORATION 

Project 532412 
(Program 53) 


by 

J. Mammlno and G. Jvirblis 
Imaging Materials Department 


August 15, 1964 


Property of 
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A. PVK Layers Sensitized with Varying Concentrations of 
Trinitrotluorenone 

Optimum concentration of TNF in PVK was determined. 
Sensitized layers of five to ten micron thickness were prepared 
on an aluminum substrate, dried, dark rested for 2A hours and 
electrometer evaluated as described. The data are summarized 
in Table III. 

Optimum sensitization of PVK layers was achieved with 
20 wt.% TNF. When the concentration of TNF in PVK was about 
10 wt.% or less, the. layers accepted positive corona charging 

more readily than negative charging. Above 20 wt.% TNF in PVK 

* 

the layers accepted negative charges better than positive charges. 
Charge acceptance of the layers was fairly constant up to about 
20 wt.% TNF in PVK. As the concentration of TNF was increased 
above this amount the charge acceptance of the layers decreased. 

As the concentration of TNF in PVK was increased up to 
50 wt.% TNF, the color of the layers changed from light buff (at 
2 wt.% TNF) to dark amber at 50 wt.% TNF. As the concentration 
of TNF increased above 50 wt.% the color of layers lightened, 
possibly because the layer crystallizes at about 60 wt.% TNF in 
PVK. 


XEROX 


19 
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TABLE 111. 


CONCENTRATION STUDY OF TNF IN PVK LAYERS 


Notebook Malarial 

Reference 


Formulation Initial 

Potential, 
V (volte) 
o 


Light dv/dt 
Dlacharga 
(volte/eat) 


Dark dv/dt 
Dlecharga 
(volta/aae) 


Reeldual 

Potential 

0 IS eae 

(volte ) 


Illumination Seneltlv 

(ft-candlte (vo{le/fca) 
9 1800* K) 


1124-82 

21 TNF 
881 rvx 
(2 •»> 

• O 

4 220 
-80 

227 

22.2 

10.7 

2.6 

• 

21 TNF 

8 SI FVK 

• « 

♦ ISO 

• 100 

287 

66.7 

11.4 

4.1 

1726-80 

101 TNF 
201 PVK 

Cenersl - lg 

PVK (Borden 

♦210 
• 210 

8.0 ' 
8.2 

1.8 

1.2 


(2 M) 

MP700-18) 

101 solution In 
benrenc wee 







added to the 






corresponding 

•mount of TNF 
(Ctstcrn) dissolv¬ 
ed l g/13 tni in 





12.2 

• • * 


8.2 

1.2 


22.2 
22.S 

0.0822 


14.0 

2.7 

28.0 

110 



wavelength for PVK. layers containing 20 wt.7. TNF; nighest quantum 
yield obtained was about 0.1 at \ - 4000 A. 
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IN THIS UNIT® STATES rATZNT OFFICE 

d/J'tflA 

Sliattuck ct al ) 

v. ) ’ * Interference No. 93,047 

Hoegl ct al ) 

. • • 

PiGLIKINAnY STATSCNT . . 

. 

I, Helmut HOZCL alone with Giacomo BAF.CIilZTTO, declare t!iat v/e arc 
parties in the above-identified interference; that v/e made the invention 
set forth by the counts of the'Interference; and that the invention set 
forth by the counts of the Interference v;as made by us as early as July, 

1964, in Geneva, Switzerland; that 

• • 

t . • • • * 

• • • 

1) the invention was introduced into the United States as rulatcd 
to count 1 by written disclosure in a letter report No. 19, mailed 
Aucust 24, 1954, and received in the United States on or about August 26, 

0 

1954, as evidenced oy page jj of said letter report attached hereto as 
Exhibit A, and as related to count 2 in letter report No. 21 mailed 
November 25, 1954, and received in the United States on or about 
November 27, 1954, as evidenced on paces 1 and 2 of said report attached 
hereto as Exhibit B. 

\ • • 

• 

. 2) The dates of reduction to practice in the United States are on 
or about Aucust 25, 19-54, as to count 1, and on or about November 27, 156 
•as to count 2, the respective dates of reception for the v.vittcn dcscript 

l 

of the reductions to practice in Ccncva, Switzerland, embraced in letter 
reports Nos. 19 and 21 respectively. 
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J). If the allocations offered in 2) above arc not fov:nd to be re- \ 
ductlons to practice of the respective counts in the United States unac? 
lav/, then the date after conception of the invention when active exer¬ 
cise of reasonable diligence 0 f reducing the invention to practice bec^n 

was on or about Aucust 2o, lSot, and November 27, 19^, the reception 

• • • • 

dates of the respective letter reports Nos. 19 and 21. 

• • 

* * 

'• V.’c declare further that all statements made herein of our own 
knowledge arc true ar.d that all statements made on information and oc- 
lief are believed to be true; and further that these statements are made 
with the knowledge that v/illful false statements and the li/te so made 
are punishable by fine or imprisonment, or both, under Section 100 a of 
Citlo 18 of the United States Code and that such willful false state¬ 
ments may Jeopardize the validity of the application or patent issuing 


thereon. 


*•7- / f ? 


mf-C 


Helmut KOEGL 






Giacomo DARCHIifTTO 


Sworn before me at 
Geneva, Sv;itzcrlar.d, 


... DU 


day of 


November, 1972 


■ 1 








, declare 
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— ■ - l.hXL.'.KAVlwT., iVW.lK. Or ATTORN iiY, ‘iTO*' ~ y r- 

. o v \r~- A —* 

->• ' - We ' -- —IIRLMIUL JJQI iwU. and . C 3 ACO,* K) HA P.C 111 pi"ip J“__ ■ 


that wc ? citizens.; of 


—GERMANY an d Italy._ n;v?c ti vel y 


'=Vr. 0 \ a<r\ ' . ' ,,, -■* 

--£—Gsaeva (fjyitzprl.aad)_amLflusto Arsiiio (It aly) 


residing at GRAilD-LAJCY/ 


; that we have 


read the foregoing specification and claims and v/a verily believe that wo are 

first and joint inventors of the invention in _ 

ELECTROPHOTOGRAPHIC PLATE - D/3451 


the origisal^ 


r'f 


_ • described ar.d 

/laimed in the foregoing specification; that this application in part disci: 
n-.d claims subject matter disclosed in our earlier filed pending applicatior 


SOS 

/ v 


Serial. No. 


519,081 


filed 


January 6, 19 66 


that, as to 


die subject matter of this application which is epoioon to said earlier 
ipplication, we do not know and do not believe that the .same was ever known 
>r used before our invention thereof, or patented or described in any print 
>ublication in any country before our invention thereof, or more than one - 
'ear prior to said earlier application; or in public use or on sale in (he 
inited States more than one year prior to said earlier application; tk .i! 

•aid common subject matter was not patented before the date of said earlier 
application in any country foreign to the United States, on an application 
iled by us or our legal representatives or assigns more than twelve months 
>cfore said earlier application; that , as to the subject matter of this 
pplication which is not common to said earlier application, we do not knew 
nd do not believe that the same was ever known or used before our inventio: 
hereof, or patented or described in any printed publication in any country 
efore our invention thereof or more than one year prior to this applicatior 
r in public use or on sale in the United States more than one year'prior 
o this application; that said subject matter was not patented in any 
ountry foreign to the United States on an application filed by us or our 1 
epresentatives or assigns more than twelve months before this application; 
hat no application for patent on the non-common subject matter of this 
nvention has been filed by us or our legal representatives or assigns in 
ny country foreign to the United States more "than twelve months before 
hist application,, except as follows: 




rd 


egal - 


/ru 

vV. 


: t- . 


nd. that the earliest application for patent on this invention that has 
een v filed by us or our legal representatives or assigns in any country 
oreign to the United States, and a claim for the priority of which is 
ade under 35 U.S.C. 119, is as follows: 


■V *i 


And we hereby appoint James J. Ralabate,- Registration No. 19,211; 

Lbert Manassel Registration No. 19,064 ;.Peter H. Kondo Recistrat ion No. 

■ 78 • and Registration No. , all 

£%ro:< Corporation, Xerox Square, Rochester, Now York, 14603 


a prosecute 


ffice connected the: 
alabate. 


;is application 


ransact all business in 


ev/ith. All correspondence is to be held 


Oil! 

the 
w i; ‘ 


lornsvs 


.. 1 Ju."* JS w 


Wherefore we prav that Letters Patent be Granted. 


for 


l nvctier. 


* discovery described and claimed in the foregoing specification a:w 


id wo he robv 


s u b s c r: b n ov.r 


• f .to spoon l.O.Jtl. 


sclaraticn, power of attorney, a*vl this petition. 


el a ’ -, 
c: a i r.s , 
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ITEM No. 6 


UNITED STATES CP AMERICA 
IN THE DISTRICT COURT OP THE UNITED STATES 
FOR THE WESTERN DISTRICT OP NEW YORK 


SliATTUCK, et &1, ) 

) 

Movanta, ) 

) 

- VS - ) 

) 

HOEOL, ct al, ) 

) 

Respondent». ) 

) 

. _ . . . _) 


Transcript of proceedings had in tha above-entitled 
cause of action, before the HON., HAROLD P. BURKE , United States 
District Judge in the United States District Court. Rochester, 
New York, on Tuesday. April 30. 1974. 


APPEARANCES: 

MESSRS. WISER, SHAW, FREEMAN, V&nORAAPEILAND, HARTER 
and SECREST, ESQ3. 

(By William H. Helferich III, Esq.) 

700 Nidtown Tower 
Rochester, New York 146C4 

MESSRS, PENNIE, EDMONDS, MORTON, TAYLOR AND ADAMS, ESQS, 
(By Robert J« Kadel, Esq.) 

330 Madison Avenue 
New York, New York 10017 

JOSEPH G. WALSH, ESQ. 

International Business Machines Corporation 
Monterey A Cottle Roads 
San Jose, California 95114 

Appearing on behalf of the Movants. 


Patent Interference 
No. 98,047 
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APFEARANCES: (Continuing) 

MESSRS. BRUMBAUGH 8 GRAVES, DONOHUE AMD RAYMOND, ESQSo 
(By Praneis S„ Hone, Esq.) 

30 Rockefeller Plata 
New York, Hew York 10020 

MESSRS. HARRIS, BEACH AND WILCOX, ESQS. 

(By Elliott Horton, Esq.) 

2 Str<te Street 
Rochester, Hew York 1*1614 

MESSRS. PARIS, HASKELL AND LEVINE 
(By Boris Haskell, Esq.) 

1232 Pennsylvania Building 
Washington, D.C. 20004 


_ and — 

ANTHONY V.. KARAMBEI.AS, ESQ. 

Xeroz Corporation 
Xerox Square 

Rochester, New York 14604 

Appearing on behalf of the Respondents. 
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Rochester, New York 
Tuesday , April 30, 1S7* 

10:00 o'clock A,M. 

MU. WALSH: Your Honor, I an Joseph 
Walsh, appearing for the Party Chattuek, 
et al, which Is to say IBM, the real 
party in Interest. 

With the Court's permission I will 
hand you a supplemental memorandum In 
support of our motion Tor an order to 
show cause. The supplemental memorandum 
was made necessary by additional facte 
elicited during depositions taken on 
Wednesday of last week, the day after I 
handed your Honor the original request 
for an order to show cause• 

First of all, your Honor„ I want to 
thank you for again rearranging your 
schedule to hear us. 

THE COURT: All right. 

MR. WALSH: Also, I t/iah to thank 
your Honor for the original order 
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compelling testimony. We have now 
uncovered a large number of additional 
facts which I submit clearly supports 
the present request for an additional order* 
In brief, your Honor, we havo now proved 
conclusively that on May 5, 196^ Joseph 
Maramlno, a research man working under the, 
direction of Dr. Weigl Xerox here in 
Rochester, n.«de the invention which is 
the subject of the count of this inter¬ 
ference. Specifically in May of 196 1 ! 

Mr. ?4&j&mino made a composition containing 
equal weights of the chemicals TH? and 
PVK. With that composition he made an 
electrophotographic plate. With that 
electrophogoraphlc plate he made Xerox 
copies. These copies were legible. 

Copies of those copies arc in the 
memorandum. All of this work was known 
to the Xerox Vatent Department. It was 
dlscussod in memoranda written in 1970. 

Mr. Mammino submitted a request that 
his invention be considered for filing a 
patent application in 1970. A draft of 
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& proposed patent application was prepared,. 
A revised draft of & patent application 
was prepared but the application was not 
filed. Instead, with full knowledge of 
Mr. Maxnmlno's prior work which they nevetj 
called to the attention of the Patent 
Office and about which the Patent Office 
would never had known had it not been forj 
your Honor 0 8 order and they proceeded to 
change drastically the apparent applica¬ 


tion of Hoegl and Barchietto. Their 
filing of the Continuation-In-Part appli¬ 
cation was done with knowledge on the 
part of the Xerox attorneys, the prior 
work of Mr. Mammino in Dr. Weighs group. 

It is possible that by a logical 
deduction we can prove that at the time 
they signed this preliminary statement 
In November of 1972, Dr. Hoegl and Dr. 
Barchietto also must have known of this 
work. Some of the additional documents 


being wheeled under the alleged claim of 
privilege by the Party Hoegl et al includ 
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on Exhibit 27 Document No. 3 and 
These are letters written respectively 
by Hoefel and Barchiettc and these letters 
were vn-ltten on September 1$, 1972. And 
those documents specifically refer to 
work done by K&nntlno in the United States 
before the alleged conception date that 
they swore to in their Preliminary State¬ 
ment . 

\j. 3 submit j your Honor* that we have 
proved a prlma facia case of fraud on the 
Patent 0fries and for this reason the 
attorney-client privilege, if it does in 
fact exist, and we don*t admit it existed 
in regard to many of these documents, 
should be stricken* Specifically we ask 
only for a very narrowly defined range 
of documents. We ask only for documents 
written before the date of the Preliminary 
Statement which was November, 1972 and 
not only must the documents be written 
before that date but they must refer 
specifically to work done in the United 
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States before August 1„ 196 , l u the alleged 
conception date.. 

These documents by the very meeting 
of these two requirement* must be extreme}* 
ly pertinent, extremely relevant„ extreme¬ 
ly probative. We frankly feel they must 
well be dispositive cf this entire inter¬ 
ference. I feal that these remarks B 
together with the two memoranda »;e have 
submitted, fairly present our case. If 
you have any questions I will be pleased : 
to try to answer then. 

THE COURT: All right. 

MR. HOKEs If your Honor please, I 


am Francis Hon*„ and I represent the 
Party ifoegl, et &1 In this Interference. 
With leave of the Court I should like to 
hand up & memorandum by Hocgl In opposition 


to the original memorandum cf Shattuck. 

Just five minutes ego I received a 
copy of the Supplemental. Memorandum of 
Shattuek which raises irsueo which weran*i; 


before the Court in the first memorandum 
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filed by Shattuck £ and with your Honor's 
permission I should like to file a 
response to this, 

THE COURT: Row long, would that 

talcs? 

MR* HONE: I would hope tc gee it 
before your Honor by Friday. 

THE COURT: All right. 

MR. HONE: Thank you very much, 
your Honor. 

THE COURT: Are we all right with 
the Patent Office? 

MR. WALSH: We hope so s sir, but 
we can’t be sure. The present date for 
us to complete our testimony in view of 
a second extension expires on Hay 15th. 

THE COURT: That is plenty of time. 

MR. WALSH: Thank you, your Honor. 

MR. HONE; If your honor please 9 I 
will address my remarks to the issue 
raised in the first Shattuck memorandum 
and in opposition thereto. 

This attempt by Shattuck to obtain 








privileged and work product documents 
frost the files of Dr. Welgl goes far 
beyond the discovery which we oubmit 
.is appropriate or necessary to Shattuck 
in this Interference, 

The last tine we were hers., your 
Honor, the issue befcz-e the Court v;a 3 
whether documents relating to work done 
at Xerox, not by a party to this Inter¬ 
ference but by somebody else, were 
relevant to the issue of this Interferen 
and in response to Shattuck‘s motion the 
Court ordered Dr. Weigl to appear to 
answer questions and produce documents 
relating tc this work done in connection 
with the subject matter of the Inter¬ 
ference. 

Pursuant to that order Dr. Welgl 
did appear and testified and he has 
testified twice now v:lth respect to work 
done at Xerox in connection with the 
subject matter of the Interference. 

He also produced copies of all of the 
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documents a the original contettportn&ous 
documents relating to that *ork. Those 
documents refer fcc work dons in 1953 bud 
1964 at Xerox, and th« Exhibit A to the 
memorandum 1 have handed tv your Honor 
this morning sunauax-izee the rebels cf 
that work. That is the dosur.ent dated 
In August, 1954. 

During the review of Or, Weigl's 
files to check the documents, It waa 
discovered that there were coamunioatIons 
by Dr. Wei si transmitted to attorneys 
in response to requests by then fer 
information relating to ouch work. This 
issue was not one before the Court the 
la 3 fc time we were here and during Dr. 
Velgl H s deposition we Identified che 
documents that constituted attorney 
communications and claimed privilege and 
work product fer thou. 

The documents in question, your 
Honor, were prepared by Dr„ Wcigl and 
by his assistant, 1-ir, MamaS no at th* 








A-83 


10 

I 

request of Xerox attorneys, In order to 
prepare them for the possibility of an 

I 

I 

Interference in connection with chat 

I 

subject matter* They are directed to it I 
and were transmitted to attorneys in 
connection with this investigation and 

» 

were used Ly them in connection with the 

I 

preparation for the Interfersnee* 

i 

The documents in question refer to 

! 

and describe the very work as to 

which Dr* l/sigl has testified extensively 
in his deposition sad which ia described 
in the origins I conternporaneous records 
produced to Shatfcuck,, et al» They also 
include reference to other work not with- 

S’ 

in the scops of this Interference and 
Include commentaries and speculative 
conclusions by Dr* tfeig? 4 , prepared at the 
request of the attorneys and for the 
benefit c f the attorneys to assist them* 
Mott important^ your Honor, those 
doeumente do not contain any factual 
information relating to work done in 
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connection with the subject matter of 
this Interference which Is not described 
in or contained In the original contempo¬ 
raneous documents which have already been 
produced to Shattuck at al» 

There Is nothing that Shattuck could 
learn from those documents with respect 
to the facts of the work done at Xorox 
in connection with the subject matter of 
thl3 Interference, Now Shattuck seeks to 
justify the demand fer privilege and work 
products by charges of Traud. and charges 
that have no basis in fact and as to which 
Shattuck cannot even make any foundation;, 
nuch less mkc out a prlma facie case, 
Shattuck charges first, that Hoegl 
and Darchletto deliberately made false 
statements in the Preliminary Statement 
that they submitted to the Patent Of£ Ice 
in connection with this Interference, 

The Preliminary Statement, your Honor„ 
is appended as Exhibit B to the mswerandUa 


I have handed up this morning. 
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Mow all that was alleged by Hoegl 
and Qarchletto In that PreUrinary 
Statement Is that they made the Invention 
In Geneva,, Switzerland on os* before July* 
196*11 » They said nothing about what ia 
the first invention., Cont-ex'y to the 
allegation of Shattuck. In ShattucK's 
memorandum they did not say they wore 
the true invenfcore ncr did they say they 
were the first inventors. Tc provide a 
foundation fur a charge cf fraud which is 
a very serious charge with respect to the 
PreliPilnary State:r^nt Shattuck should 
have substantial evidence tending co 
show that Hoegl and Barehletto did not 
id fact make the invention); &*ul second, 
that they knsw at the time they signed 
their freliainary StateMisrt tl-at they 
did not in fact- mike the invention. 
Whether thw invention tso s^ide by ccine— 
body else or whether they kr.ow the 
invention had been xirLQG by somebody el^s 
before or alter their date of invention 
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i 

i 

i 

I 

j 

at the tine they signed the Preliminary 

t 

t 

Statement Is irrelevant to the iesus of 
fraud with* respect to the Preliminary 
Statement because no such allegation is 
in the Preliminary Statement. 

Shat tuck does not ever, assert that 
It had such evidence of prior invention 
or knowledge — I*k sorry — of non— 

i 

invention by Hoegi efc al cr knowledge 
of such non-invention. Instead, Shattuck 
I* seeking to getting access to these 
Xerox documents prepared for md brans— • 
mitted to attorneys which could not 
possibly support either of those statements«, 
That Is, nothing in the documents preparedj 
at Xerox in 1970, six years after the 

i 

events, ever referred to in the documents 
could provide any basis for a charge by 
Shattuck that Hoegl and Borchtetto did 
not make the invention when they aaid fche| 
did In 196** cr that they knew they did not 
make it when they signed the Preliminary 
Statement in 1972. Shattuck, therefore. 
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hae run t made out a prlma facie case vlth 
respect to alleged fraud with respect, to 
the Preliminary Statement„ 

Shattuck also charges that llocgl end 
Barchletto made knowingly false statements 
in the declaration that they filed in the 
Patent Office in December c 1970 in connec¬ 
tion with the Centinuaticn**In-Part patent 
application involved in fchic Interference. 

In that declaration Hoegl and Barehietto 

*• 

stated they believed themselves to be the 
original first and joint Inventors of the 
subject natter of that application which 
included a claim dominant to the subject 
matter of the Shattuck patent. To show 
fraud with respect to that statement it 
must be established that first Hoegl unu 
Barchletto were net in fact the original 
rirst and Joint inventors of the subject 
matter they claimed. And second, that 
they did net believe themselves to be 
such at the time ir.ey signed that state¬ 
ment. 
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The evidence that ve hnve corcpletely 
failed to show any prior invention of 
the subject tcattur by others either here 
or at Xerox or anywhere elsej and it also 
faildto show any knowledge by Hoegl and 
Barchiatto of any such prior invention. 

Now as Is described in the it^noraii- 
duiu I have handed up this morning 3 your 
Honor* there was no prior invention of 
the subject natter at Xerox for the 
simple reason that those who did the 
work involved and that constituted a 
series of tests running through a range 
of proportions of PVK and YNF* including 
a specimen that had u one-to-one propor¬ 
tion. Those who did that work completely 
failed to recognize any advantage whut- 
sooveT 1 in the one-to-one proportion wnlch 
is the subject matter of the counts of 

this Interference, 

The statement made In the report 
on that work which is appended as Exhibit 
* la that the Lett formulation of PVK 
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and INF rfas tsi&nly parts TWF to eighty 
parts PVK, end not fifty or one-ttro-cos 
as Is rsqutr-ed by tne subject autter of 
this Interference, 

Now the la-/ Is well settled, your 
Honor, that there can be no invention 
resulting frcai the preparation of a 
material unless it Ij recognised by those 
who prepared it cy were aware of it at the 
time it 5a prepared that that subject 
matter constitutes an invention. And 
Langor against Kaufman, the very case 
cited by Shattuck at al — 

THE COURT: Well, that is all 
covered in your aeiaorttr\du73 # I suppose ^ 

HR. HONE: It is, your Honor, 

THE COURT: I haven't got Much 
time to spend on the lay/ here because 
you knew I have Interrupted a casv* to 
hear this. 

HR, HONE: i'.a sorry, your Honor. 
That point la covered in the Memorandum 
and we establish in the netoorandux that 


i 


p—— as 
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there could bo no prior* Invention or 
prior art with respect tc this work at 
Xerox and therefore it is Impossible Tor 
Uoegl and iiarchietto to have made & mis¬ 
statement in their Continuation-in-Fart 
oath or to hava known that they made 
knowingly faleu statements at that tine. 

Furthermore* 1 submit 3 your Honor a , 
the documents prepared at Xerox in April, 
1970, eculd not in any way constitute 
evidence of the state of mind of Uoegl 
and Barehietto when they prepared the 

declaration in December* 1970 o The only j 

! 

evidence of that could come from their 
own testimony or from contemporaneous 

j 

documents prepared by them. Consequently B 

j 

there is no basis whatsoever for this 
charge of fraud by Shattuck. 

Shattuck also has not shewn any 
substantial need of those documents as 
is required pursuant to Rule 2o(b), in 
order to obtain access to work product 
documents. On the contrary, Shattuck 
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I 

i 

haa all the basic factual information 
relating to the work done at Xerox which 
ie referred to la these documents. There 
is no reason why Shactuck needs acceh3 to 
these documents,. 

And finally., Shattuck cent anas that 
there ia some impropriety in asserting 
claims ty Hoegi at u.l which intended 

I 

to dominate the subject matter ol° the 
issued Shat tuck, patent. On the contrary a 
the very purpose ef the Patent Office 
rules relating to interferences is to 

i 

permit applicants to amend their appli¬ 
cations so as to contest the claims of 
ethers with respect to subject matter 

i 

they believe they have indented. There 
is nothing fraudulent or improper m 
the addition of the Shactuek cl&iraw or 
claims dominating the Shattuck claims to 
Ho«gl et al application and 5fcottuck*a 
attempt to make it appear improper is 
groundless. The Patent Office, ar.d in 
fact the Commissioner of Patents has 
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ruled that Hoegl ia entitled to make 
these claims. 

In conclusion, therefore, your 
Honor, Shattuck*s request for access to 
these documents must be denied for the 
following reasons: First, they are 
privileged and work product documents.. 
Second, Shattuck has not shown any 
foundation for its charge of fraud with 
respect to this cubjcct roatter,, Third, 
Shattuck has all of the factual informa¬ 
tion contained in the documents and 
therefore cannot show any need for access 
pursuant to Rule 26(b), And Fourth, even 
if Shattuck had the docuiuents they could 
not be used to support the Shattuck 
fraud charges. I submit, your Honor, 
that Shattuck.-s request should be denied, 

<s» 

Thank you. 

MR. WALSH: four Honor, if I i-ay 
have a few orief minutcc in rebuttal? 

THE COURTi All right. 

MR. WALSH: Mr. Hone alleges that 
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there vs.s no recognition on the part of 
Mammino of the value of his work. I 
submit this is clearly erroneous 0 The 
nan submitted a request for a patent 
application to the Patent Department. 

Two drafts of such an application were 
prepared,. Those drafts are part of the 
documents we soak to obtain* Obviously, 
they are very, very pertinent, v-ry 
informative* 

On one point., I might almost agree 
with Mr. Hone* We really donH need 
them because I think we have already 
proved fraud. But obviously we tan 
never have too much proof, so to have 
even more proof, I request these documentls* 

In Exhibit 27 handed to your Honor 
today you will see a list of documents 
which they allege aro privileged. I 
call your particular attention again to 
Item NO. 3 and memoranda written on 
September 14, 1972, or.® by Hoegl, one 
by Uarchietto. These documents specifi- 
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I 

| 

I 

colly refer* to the prior uork of Mammino, 
otherwise they wouldn't have been listed 

I 

thereo That was a .list of documents which 

• , i 

do refer to that work. Obviously if the 
men write memoranda referring to the work 

i 

they mast have known about it. These 

I 

memoranda were written before they signed 
their Preliminary Statement. They were 
written before they signed their substitute 
declaration in Marche 1973. That March, 
1973 supplemental declaration specifically 

I 

said they are the first inventor. 

Mr. Hone seems to be baaing soxae 
defense on tho fact that the specific 
words "first inventor” aren*t in the 
Preliminary Statement. For whatever 
comfort he can get from it, let him have 
it but they are in the substitute declare-* 
tion which was signed. 

I also further submit, your Honor, 
that the fraud here was committed oy 
the Xerox Patent Department. With 
knowledge of their work on which the men 
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had requested a patont application to 
be filed on which they had made two 
drafts of an application, with knowledge 
of all that work done before, the work 
in Switzerland, they allowed these state 
ments to be slimed by the people in 
Switzerland and never called It to the 
attention of the Patent Office. 

I submit that the public interest 
demands a full disclosure of thls t The 
only way to have the full disclosure is 
for your Honor to order production of 
these allegedly privileged documents. 

Thank you, your Honor. 

THE COURT: Are you going to have 
your brief by Friday? 

MR. HOME: Yes, I will. 

THE COURT: I will dispose of it 
promptly. 

MR. HONE: Thank you very much. 

MR. WALSH: Thank you very much, 
your Honor. 

THE COURT: Friday will be the 3rd 
of May and that will give uie plenty of 
tlmt.. That is all. 
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CERTIFICATE 

I B A. Jake Jacobson s Official Reporter for the 
United States District Court for the Western District of New 
York appointed pursuant to the provlsiono of Title 28, United 
States Code 0 Section 753!, do hereby certify that the foregoing 
Is a full, true and correct transcript of the proceedings had 
In the within-entitled and numbered cause on the date herein¬ 
before set forth; and I do further certify that the foregoing 
transcript has been prepared under my supervision 0 


A. Jake Jacobson 


Dated: May 1, 197^ 
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ITEM No. 7 

IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 


Movants, 


HOEGL ET AL., 


Respondents. 


Patent Interference 98,047 


MEMORANDUM IN SUPPORT OF MOVANTS' REOUEST 

Introduction 

Subsequent to the Court's Show Cause Order dated April 

23, 1974 in the above-captioned case, Shattuck et al., on April 

24, 1974, took the further deposition of the witness Weigl and 

also the deposition of Anthony W. Kararabelas, Xerox's in-house 
patent counsel. 

During these further depositions, highly significant 
additional evidence was elicited which (a) strongly confirms the 
prima facie evidence of fraud set forth in Shattuck et al.'s 
original Memorandum filed on April 23, 1974, and (b) strongly 
confirms the necessity for Shattuck et al. to have access to the 
allegedly privileged documents withheld by the witness Weigl. 

The Prior Art Work Of 
Dr. Weigl's Group _ 

In regard to the equal weight PVK-TNF composition which 
Hoegl et al. swore thejr invented, 1 and which they declared 
th emselves to be the first and original inventors of, 2 it now 

C°?fshJt?ick P n 1 *? i ^ ry ? t * te " c 2 t * P*- 1 ' annexed as Exhibit 
Court on ^ril'zj? i 9 74 6 Me "' oran ' lu "' »ith this 

annexed t heretQ I as^Exhibit^E? flineS 1 ’ 10) and Clai " 5 U. 
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appears that prima facie evidence now exists that these oaths were 
not correct and that the Xerox patent attorneys were aware of this 
evidence when the Hoegl et al. CIP Declaration and Preliminary 

Statement were filed. Specifically. 

fil This very same composition was previously 
made fc’th. inited sLtes by members of Dr. l's 

group, i.e., Mr. J. Mammino and/or others in 1963 

on up through May 1964. 3 

(ii) Legible photocopies had actually been 
produced during that time from photoconductiye plates 
employing that equal weight PVK-TNF composition. 

riii■) Mr. Mammino prepared an Invention Record 
on March 26, 1970 covering that composition and 
submitted it to Dr. Weigl, who in turn submitted it 
to the Xerox Patent Department. 

fivl The Xerox Patent Department thereafter 
prepared a draft patent application and a revised 
draft application thereon (but never f.led it as 
discussed hereinafter). 

(v) The Mammino work in 1963 through May 1964 
was prior to the earliest date of "invention" alleged 
by Hoegl et al. in their Preliminary Statement. 

fvil This early Mammino work was not abandoned, 
sunoressed or concealed as far as Xerox is concerned 

since as late as 1970 , as noted ;above • Sent 

an Invention Record on that work and the Xerox Patent 
Department even drafted a patent application and a 
revised patent application thereon. 

fviil Thus in regard to the equal weight PVk ThF 
composition, the’Mammino work is prior to, and apparently 
a complete anticipation of, Hoegl e a 

Allegedly Privileged Documents 

Wit hheld By The Witness Karambelas 

During the deposition on April 24, 1974 of Xerox's 

in-house patent attorney, Anthony W. Karambelas, an extensive 

list of allegedly privileged documents was produced,’ all relating 
- -- \ 

3 .Weigl deposition, annexed hereto as Exhibit F, pgs . 74 - 77,80-82. 

<• Weigl deposition, annexed hereto as Exhibit F, pgs.109 112. 

» Shattuck et al. Exhibit 26 (Items 1 and la) annexed to the 
Show Cause Order herein dated April Z3, iy/4. 

6 Karambelas deposition, annexed hereto as Exhibit G, pgs.97,98. 

7 See Footnote 1 above. j 

« *c u s r <5 102(f) and (g) are set forth in the footnote at page 
9 oflhSitSck et il.'s original Memorandum filed April 23 , 197.. 

3 Shattuck et al. Exhibit 27, annexed hereto as Exhibit H. 
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to the work of Weigl's group prior to August 1 , 1964. 1 0 This 
list of documents itself (correspondence between Weigl and the 
«erox patent attorneys, draft applications on Mammino's work, 
Xerox Patent Department affidavits, and documents relating to 
Mammino's work, correspondence with Hoegl and Barchietto, etc.) 
further establishes that the Xerox patent attorneys were well 
aware of the early work of Weigl's group and considered it as 
being obviously highly relevant prior art in regard to any asser¬ 
tion of inventorship by Hoegl et al. Yet, the Xerox Patent De¬ 
partment still permitted the filing of the Hoegl et al. CIP De¬ 
claration and Preliminary Statement Oath. Moreover, Hoegl et al. 
themselves, having full knowledge of the prior work of Weigl's 
group on the exact same composition, 11 swore that they invented, 
and were the first and original inventors of, that composition. 

The Significance Of The Allegedly Privileged 
Documents Withheld By Weigl In View Of The 
Additional Evidence Referred To Above _ 

The three documents withheld by Dr. Weigl, 12 one dated 

March 26, 1970 and two dated April 2, 1970, are particularly 

significant since they were all generated within two weeks after 

IBM representatives informed Xerox (on March 20, 1970) of the 

PVK-TNF composition used in the IBM copier machines which were tc 

be put on commercial sale the following month, April 19 70. 1 3 

It is believed the documents requested herein may firmly 

establish that Dr. Weigl and the Xerox attorneys, in April 1970, 

concluded that the work of Dr. Weigl's group was not abandoned, 

suppressed, or concealed, and that therefore a patent application 

should be drafted in connection with that work (which was in fact 

done). 14 It would then, of course, be improper to permit the 

_ i 

10 Karambelas deposition, annexed hereto as Exhibit G, pgs.97-98.’ 

i 

11 Shattuck et al. Exhibit 27, annexed hereto as Exhibit H, Items 
3 and 4. 

12 Items 1, la, and lc of Shattuck et al. Exhibit 26, annexed to : 
the Show Cause Order herein. 

13 Karambelas deposition, annexed hereto as Exhibit G, pg.106. 

14 Karambelas deposition, annexed hereto as Exhibit G, pgs >7-99. 
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subsequent filing of the Hoegl et al. CIP Declaration and Prelimi¬ 
nary Statement Oath. 

For example, the documents withheld on the grounds of 
privilege may very well show that the actual reason for not filing 
the draft application was, not because Weigl's work was abandoned, 
suppressed, or concealed by Xerox, but because the Shattuck et al. 
United States and corresponding foreign patents had long since 
issued and Xerox was thereby statutorily barred from filing a new 
application in the name of Mammino or anyone else in Weigl s 
group. (See footnote 7 of original Shattuck et al. Memorandum.) 

It is respectfully submitted that the highly pertinent 
facts regarding the prior art work of Dr. Weigl's group, and 
Xerox's reasons for permitting the filing of the Hoegl et al. CIP 
Declaration and Preliminary Statement Oath in spite of that ear¬ 
lier work, are facts and reasons which Xerox in any event should 
have presented to the Patent Office so that the Patent Office 
could properly assess the Hoegl et al. CIP application against 
the prevailing statutory criteria, namely 35 U.S.C. § 102(f) 
and (g). 15 

In Monsanto Company v. Rohm 5 Haas Company , 456 F2d 59^. 
(3 Cir. 1972), cert . denied , 407 U.S. 934 (1972), for example, 
Monsanto had not disclosed all the relevant facts to the Patent 
Office regarding the invention claimed in their patent applica¬ 
tion. The Court stated therein at page 600: 

"Under these circumstances, it was impossible 
for the Patent Office fairly to assess Monsanto s 
application against the prevailing statutory 
criteria. Thus, Monsanto's failure to disclose 
amounted to misrepresentation transgressing 
equitable standards of conduct owed the public 
by the applicant in return for its monopoly. 


15 ^5 U S C § 102 provides that, "A person shall be entitled 

to a*patent unless ... (f) he did not himself invent the 

subject matter sought to be patented, or (g) before the ap¬ 
plicant's invention thereof the invention was made in this 
country by another who had not abandoned, suppressed, or 
concealed it ..." 

~ 4 - 
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CONCLUSION 

The Hoegl et al. CIP Declaration and Preliminary State¬ 
ment Oath appear to be obviously inconsistent with the earlier 
work of Weigl's group relating to the exact same composition. 

The only way all the relevant facts on the issue of fraud can be 
brought to the attention of the Patent Office is by Shattuck et 
al. having unrestricted access to sources of information, inclu¬ 
ding allegedly privileged documents, which relate to this admit¬ 
tedly pertinent prior art work of Dr. Weigl’s group. This is 
particularly so since all the facts regarding this prior art work,! 
and Xerox’s reasons for permitting the filing of the Hoegl et al. 
CIP Declaration and Preliminary Statement Oath in spite of that 
earlier work, are facts and reasons which Xerox should have, by 
law, voluntarily disclosed to the Patent Office in any event. 

They are also, obviously, critical to the issue of fraud in this 
interference. 

Date ^ : Respectfully submitted, 

WISER, SHAW, FREEMAN, VAN GRAAFEILAND, 
HARTER § SECREST 


OF COUNSEL: 




lidtown Tower 


Rochester, New York 14604 
(716) 232-6500 


Attorneys for Movants 


Pennie § Edmonds 
Clyde C. Metzger 
Robert J. Kadel 
Sidney R. Bresnick 
330 Madison Avenue 
New York, New York 10017 


Joseph G. Walsh 

International Business Machines Corporation 
Monterey & Cottle Roads 
San Jo3e, California 95114 
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I: 


. • 1 . ORiGJN/VL CLAIMS OF HOEGL ET AL, 

. " ‘ 1 Ci^-APPLIC’ATIJDN' SERIAL' NO. 108,548, 

«■ ' FILED-* JANUARY' ’21^" 1971*’. 


iWHAT IS CLAIMED IS; 


. +* . * , 


'■r . 


1 r-x 

• • • 


i; , * *■ • • • • 

1. An'organic photoconductive composition cotmrij,,,,, 

• • . • * * # 

* * •- 

’• about'one part by weight of 2 f 4,7-trinitro-9-fluorenonc p« r one 
■ ;part by weight of polyvinylcarbazole. • # '■ \ ■ 

'■ 2. An electrophotographic process comprising the 

’"•I. '..’. - 


\steps of: 


.-. . . • . ? 

» • *• i 


i: 



forming an electrostatic image on .a photoconductive 

. *■ • • ■. ♦ •' >_ J 

} • . «r % • - ^ , . 

element comprising . about one part by weight 
" -\ ~ 4 •; . 

• Of 2,4,7-trinitro-9-fluorenone per one part 
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—. - , i'Oi'.'iilv (ir VOTOKyii'/i ANL> v r% , j-• *p rrri . _ 

1 aO V U~"* wr V 

:.V • -Wc, -IFJjiUX.JJQi^li-_aiLcl rjAC() MO n AP.r|ij^ym ■ . v '* v 


- !«' 


that wc arc citizens of 


, declare 


*V ;o> 

r f Rai 


_rt.T. ;■>?<• t i. vc ly_ 

-^-/ residing at graud-lancy/ 

■JauatQ-Arsiaio_f It aly) ___' 


- 1 --—-.-:_____; that we hava 

C » e f^ !"^ e ^ ole 9°i n g specification and claims and v/e verily believe that v/e are 

* 1/ *. . V, . . . ; . 

the origisal^ first and joint inventors of the invention in 

• -■ ‘ELECTROPHOTOGRAPHIC PLATE - D/3451 _describad and 

claimedin the foregoing specification; that this aoolication in oart disci' 
ind claims subject matter disclosed in our earlier filed pending application,. 


* 

• r *. r 

Serial No. 


519,081 


filed January 6. 1966 


that, as to 


die subject matter of this application which is cpnmon to said earlier ■ / ■' 
application, we do not know and do not believe that the .same was ever known 
ir used before our invention thereof, or patented or described in any orintsd 
>ublication in any country before our invention thereof, or more than one 
'ear prior* to said earlier application; or in public use or on sale in the 
inited States more than one year prior to said earlier apolicatio.n; that 
•aid common subject matter was not patented before the date of said earlier 
implication in any country foreign to the United States, on an aoolicatio- 
rled by us or our legal representatives or assigns more than twelve months 
cfore sard earlier application; that , as to the subject matter of this 
^plication which is not common to said earlier application, we do not knew 
nd do not believe that the same was ever known or used before our invention 
hereof, or patented or described in any printed publication in any countrv 
efore our invention thereof or more than’one year prior to this application, - 
in public use or on sale in the United States more than one year prior 
^ fhfs application; that said subject natter was not patented in any 
ountry foreign to the United States on an application filed by us or our Isgal 
epresentatives or assigns more than twelve months before this application; 
hat no application for patent on the non-common subject matter of this 
nvention has been filed by us or our legal representatives or assigns in 
ny country foreign to the United States more than twelve months before 
his;application, except as follows: 

~ 

• ** . * * . ' • , 

nd- that the earliest application for patent on this invention that has 
eenyfiled by us or our legal representatives or assigns in anv country 
oreign to the United States, and a claim for the priority of which is* 
ade under 35 U.S.C. 119, is as follows: 

* / U • ^ ' 

’N* , And we hereby appoint James J. Ralabate,- Registration No. 19,211; 

Lbert Mahassel Registration No. 19,064 ; . Peter ll. Hondo Recistration :.'o. 

^ ; and Registration No. , all 

L-'lCe ro:< Corporation, Xerox Square, Rochester, New York, 14G03 our attornavr- 
3 prosecute this application and to transact all business in the Patent 
Slice connected therewith. All correspondence is to be held with Jar.-s J. 
alabate. 

Wherefore we pray that Letters Patent be granted us for Lite invention 
discovery described and claimed in the foregoing specification ar.n cln - , 
id we hereby subscribe our name: to the fore joiny” specification and. clai :s, 
:claration, power of attorney, and this petition. 
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j ;>» t'Htt- luvScrsigned petitioners declare further l£-C< all statements made /*. ' 

*rcin of .their ovm knowKtdjc arc true and that a] 1 iftatenants made on ' . , ■ 

nt'ormation and belief are believed to be true; and further that' these 
tatementc were.made wi th the knowledge that willful false statements and 'V, 
iyj like so made are punishable by fine or imprisonment/ or both, under t. ! \ 1 

ection 1001 of Title 10 of the United r>tn*os Code and such willful false 
tatements may jeopard!xe the validity of tlie application or any patent 
ssuing thereon. 
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Post Office Address 


- tt,_: - -- <, 

25, chem. des Palettes, 1212 GRAMD-IAIJCY/GEHEVA (Switzerland) 
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,r Date 

Jit- A> f /jp? 
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• ». ‘ 

' f ' /Inventor 

JA <v ^i 

— -— 

*t \ 

First Name 

Middle Initial / 

Last Name 

.< < 

1 Post Office Address via 

Macchiavelli 15. BUSTO AHSIZIO 

(Italy) *’ 

.t 

v* •• Date 

He/. 29. /9&> 
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Dr. John Welgie 


on these pages or a subsequent r ,_y or 
report reflecting this work. 


MR. HONE: 


Well, why don : 70a arWt r‘ie 


questions one at a'time? 

DQ244. All right, when did you first see these pages. 

Dr. Weigle? 

A. I.don’t believe I recall, but certainly it was, at 

the very latest, at the time of the review of the 
notebook In 1967* &nd I might possibly have reviewed 
them during 1963 or 1964. Well, these in 1964. 

DQ245. These pages, do they or do they not all bear the 
notation "Project number 532412"? 

A. Yes. 

DQ246. I'll call your attention to the next group of 
three pages stapled together entitled, "Xerox 
Research and Engineering Division Research 
Laboratories Report Number RL64-45". Later down 
in the page it bears the notation, 'Project Number 
532412". 

A. ■ All right, sir. 

DQ247. There are two names on it; j. Kammino and 

G. Jvirblis, am I correct? I believe you pre¬ 
viously testified that Jvirblis is the married 


L 
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Dr. John Welgle 


1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 


13 

14 

15 

16 

17 

18 

19 

20 

21 

22 


A. Yes, sir. . . 

DQI 36 . Was this work represented on Shattuck, et al 


DQ137. 



DQ133. 

A. 


Exhibit '*28" the result of her idea? 

MR. HONE: I object. Sane objection 

as before. Dr. Walsh can't know— Dr. 
Welgle can't know that, what was in Hiss 
Salasny's nind at the tine. 

MR. WALSH: Let him answer whether or 

not he knew. 

MR. HONE: Let him answer a 3 to whether 

or not he had any understanding with respect 
to that question. 

All right. I will ask you that question. Do you 
have any understanding as to whether or not this 
work was the idea of Miss Salasny? 

I believe it was the idea, probably, of Mr. 
Mamraino, who wa3 her supervisor, and was charged 
with work in the area of organic photoconductor3. 
What was Miss Salasny's position at the tine? 
Research Aide; Mr. Mansnino's assistant under his 


supervision. 

DQ139. Is it correct to classify her as a laboratory 


23 


technician? 
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-75 

__ Dr. John Weigle 

A. Yes, that would be quite right. 

DQl4o. I will then again call your attention to the 

writing which says, "10 Micron Film of one to one 
PVK:TNF", and ask you to explain what those 
abbreviations mean. 

A. Certainly. 

MR. HONE: I object to the question as 

calling for a conclusion by Dr. Weigle. 

MR. WALSH: Dr. Weigle Is an expert In 

this field, well capable of drawing this 
simple conclusion. 

MR. HONE: Dr. Weigle has not been 

called as an expert; he has been called as 
a fact witness. If you want to elicit facts, 
please do so, but dpn't call on him as an 
expert to Interpret notebook records. If 
you asked Dr. Weigle If he had any under¬ 
standing at the time of this entry as to 
what the meaning of that entry was, please 
do so, but don't ask him to interpret it. 

MR. WALSH: I will ask Dr. Weigle what 

those symbols mean. 

MR. HONE: I object and instruct him 






A-108 


Dr. John Weigle 


not to answer. You are here to elicit facts 
from Dr. Weigle, not expert opinion. 


MR. WALSH: 


is a fact. 


MR. HONS: 


The meaning of those symbols 


His understanding of what 


they meant on this notebook page at the 
time they were entered and at the time he 
saw them might be a fact; his interpretation 
of what they mean is not, it's opinion. 


MR. WALSH: 


His understanding is really 


very secondary and irrelevant. The impor¬ 
tant point is what is the meaning. I will 
ask him again. 

DQl4l. Dr. Weigle, I will split the question up. When 
the expression, "one to one” is used, what is 
meant ? 


MR. HONE: 


MR. WALSH: 


page. 


MR. HONE: 


MR. WALSH: 


MR. HOMS: 


Used by whom, Mr. Walsh? 

Used by I-IiS3 Salasny on this 


As of 1963? 

What was meant at that time. 

• . I 

I will let Dr. Weigle answer 


as to what his understanding was. If you 








will turn to Exhibit "29". 


DQ142. 

A. 

DQ143. 


A. 

DQ144. 

A. 

DQ145. 

A. 

DQ146. 

A. 


It was, I believe, attached, and it refers directly 
to the sane work. Well, you will see that it is 
substantially "one to one" by weight of trlnitro- 
fluorenone— PVK. 

No, no, please. Spell it out. 

MR. HONE: It says "PVK". 

It says "FVK". 

I want the record to show very clearly that the 
"TNP" does, in fact, mean trinitrofluorenons and 
"PVK" doe 3 . In fact, mean poly-n-vlnylcarbazole, 
so I'll ask you again. Dr. Welgle, what was your 
understanding as to the meanings of these abbre¬ 
viations? 

Very clearly that which is factually Stated on 
Exhibit "29", "0.5475 grams of TN? and O .55 grans 
of PVK". 

And what Is "TNP"? 

247 trlnltro ( 9 ) fluorenone. 

And what Is "PVK"? 

Poly-n-vinylcarbazole. ... 

Is that a polymlzed vinylcarbazole compound? 

Yes, sir. 
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John. .KaLsle_ 


DQ153. 

A. 


DQ15 1 *. 


A. 


DQ155. 


It, we will produce It. 

THE WITNESS: The original notebook will 

show it. I am sorry, it ran off the end 
of the page. 

Does Iliss Salasny still work for Xerox? 

Miss Salasny's married name is Jvirblis, and she, 
again, works for Xerox after some years of not 
having worked for Xerox. 

In calling your attention specifically to the 
material containing equal lielghts of PVK and TNF, 
the one rone by weight, do you know whose sugges¬ 
tion it was to use that specific composition? 

I can only speculate. Thinking back, I am quite 
sure that it was not mine and I can tell you why, 
if necessary. 

MR. HONE: You are not required to 

speculate. Dr. Ueigle. 

THE WITNESS: Am I permitted? 

MR. WALSH: I have no objections. 

THE WITNESS: I believe it was probably 

Mr. Mammino's. 

Could you explain the basis for your belief that 
It wa3 Mr. Mammino's suggestion? 
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' _Dr. John Vi>1 <ri 

A. Yes. 

DQ156. Would you, please? •• 

A. The prime objective of this project was directed 

to novel compositions of great mechanical strength, 
based upon materials other than PVK, and sufflcientl 
transparent to be useful as a Xerographic microfilm 
for direct projection, and our prime objectives, 
then, were to fabricate— to Innovate and to 
fabricate materials which were mechanically strong, 
self-supporting and useful for transparency pro¬ 
jections. These materials were really outside the 
prime objectives of the project. 

MR. H02TE: When you say "these materials", 

what do you mean. Dr. Weigle? 

THE WITNESS: The materials which fall— 

I'm sorry, the materials in the general 
range of one to one by weight PVK to TNF 
compositions, and similar compositions which 
vie are discussing here today, were somewhat 
outside the 3cope of the project and of Its 
main objectives, and therefore, of relatively 
casual Interest to us at that time. 

DQ157. This doesn't connect it, at least I don't see how 
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—1- Dr. John Itelglfi 

it connects it to Mr. Maamino. 

A. Mr. MaaurJ.no, as project leader, was free to take 

reasonable excursions as his interest dictated 
and as a research nan and research product leader 
would be expected to. • 

DQ153. But this work was done under your supervision, 
is that correct? 

A. That is correct. 

DQ159. Who else would have knowledge oi this work at this 
tine? Specifically, was there any internediate 
leader or manager between Mr. Mammino and you? 

A. There was none. 

DQ160. Would other group leaders have knowledge of it? 

MR. H0N2: What do ycu mean by "other 

• group leaders"? Outside Dr. Uelgle's group? 
MR. WALSH: Well, all right, outside of 

Dr. Weigle's group, yes. 

A. At the time, as best I can recall, this wa 3 a 

very brief excursion and one which we did not take 
very seriously, and I don't know whether it was 
v/idely discussed. 

DQ161. Would, for example. Dr. Martel have had knowledge 


23 


of this? 









(li/hereupon, the Reporter narked for identification 

Shat tuck, et al Exhibit "45'') 

DQ233. Turning to the first page of Exhibit "35", you 
will note that apparently it is a continuation 
of page 91, which is the prior page here. On the 
botton of this page, on the left hand side, it 
has "5Q/50 m/TN?" from 5-5-64. What is the 
significance of that notation. Dr. Welgle? 

MR. HOME: As you understood it at the 

time. 

DQ234. As you understood it at the time, and if you 

understand it differently now, please let us know. 

A. I.believe that it means that it is equal weight 

proportions of PVX and TNF, and the coating as 
those described previously—probably identical to 
them. 

DQ235. And the upper portions of this, are these actual 
pictures made using that photoconductive composi¬ 
tion? 

A* In the original notebook, they are actual pictures 

made from a test target in an enlarger at a series 
of exposures, constant light bulb setting, constan 
current setting, variable aperature and time. 
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DQ 236 . 

A. 

DQ257. 

A. 

DQ 238 . 


A. 

DQ239. 

A. 


-110 

___ Dr. John Welele 

The apertures have been noted as "F" stops. 

The tines are noted In seconds. What this whole 
series does as a group Is to provide an Idea of 
the photosensitivity of this, particular combina¬ 
tion of materials or this— 

The other notations on this page refer to other 
varying ratios of PVK and TNF, Is that correct, 
on the right hand side? 

Yes. They actually fall outside of the count. 
The date of thi 3 page is May 5, 196^ Is that 
correct? 

Yes, sir. 

In sunnary, therefore, Shattuck, et al Exhibit 
" 35 " chows a legible electrographic copy of a 
document copied using as a photoconductor a 
composition consisting of equal weights of poly- 
vinylcarbazole and trinitrofluorenone, is that 
correct? 

That’s correct. 

The symbol on the extreme left hand side Is a 
negative sign with a circle around it. What is 
the significance of that? 

I don't know for sure. 








1 

DQ240. 

Shattuck, et al Exhibit "36'', the next page, once 

2 


again the lower left hand corner shows equal 

3 


weights of PVK and TNF. I'll ask you, is the 

4 


image on the top of the page a Xerographic copy 

5 


prepared using that composition a3 the photo¬ 

6 


conductor? 

7 

A. 

Yes, as I said before, this whole series is a 

8 


series of images made quite clearly with the one 

9 


to one by weight PVK:TNF plate, and it was done 

10 


in an attempt to find the optimal exposure. 

11 

DQ24l. 

The important work— the important fact I am 

12 


jtrying to get at. Dr. Weigle, is that these are 

13 


actual legible copies made using this composition 

14 


as a photoconductor, is that correct?* - 

15 

A. 

I can read them. •. * 

16 

DQ242. 

And this work was done on May 5, 1964, is that 

17 


correct? 

18 

A. 

Yes, sir. 

19 

DQ243. 

All right. Do you recall when you first saw this 

20 


work? 

21 


MR. HONE: Do you mean the work recorded 

22 

• 

on these pages? 

23 

1 

MR. WALSH: No, either the work recorded 

I 
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DQ255 

A 

DQ256 


A 

DQ257 

A 

DQ253 

A 

DQ259 

A 

DQ260 


ANTHONY W. KARAM3ELA3 97 

MR. HONE: I will answer for him. No, 
he did not, and I, as his attorney, did not. 

MR. WALSH: I will ask him to answer the 
question. 

Did you bring the documents? 

No, I did not. 

I'll call your attention to document 8. It says 
"revised application draft, PVK/TNF." Did this 
document specifically concern a patent application 
relating to work done in the United States prior to 
August 1, 1964? 

Ye3, I believe it did. 

This was the work done by people in Weigle's group? 
Yes, I believe so. 

Is that statement also true in regard to document 2, 
"Draft Patent Application, FVK:TN? M ? 

Yes, I believe so. 

Ware these applications ever filed? 

No, they were not. 

Why not? 

MR, HCNE: Objection. The reasons why or 
why not applications were filed are privileged 
and calls for an attomey'3 conclusions, calls 
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ANTHONY W. KARAMBELAS 98 



rw».i. 









A-118 


ANTHONY W. KARAMBELAd 106 


Zealand or tha ona from Great Britain or the one 
from any other foreign country you night care to 

name? 

I chink tha first tine that I became aware of those 
is when I received papers frcxa you and you listed 
the foreign counterparts. I believe that was the 
first tine I was aware of them. 

1279 In connection with your becoming aware of the 

composition of the IBM photoconductor I'd like to 

refresh your memory again. 

MR. BONE: If he's aware of it. 

MR. WaLSH: I'd like to attempt again to 
- refresh his memory — not your memory, Mr. Hone, 
Itis. 

DQ280 I'U tell you that on March 20, 1970, representatives 
of ISM informed representatives of Xerox what the 
composition of the proposed IBM photoconductor x«?uld 
be in tha copier which wa3 put on commercial sale 
the following month, April, 1970. I will aslc ycu 
again, did you or did you not, very shortly — say 
within three months of that date, know tha conpo- 

i 

sition of the IBM photocopier — the photoconductiva 
cccoo3iticn in tha copier? 
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List of Privileged or Work Product Documents in the 
Xerox Files Relating to Interference No. 98,047' Between 
Hoegl et al and Shattuck et al in the United States 
Patent Office Which Were Prepared on or Before November 7, 
1972 and Which Relate to-Work done in Connection With the 
Subject Hatter of the Interference Prior to August 1, 1964: 


-Originator Recipient/Distributees Date Subject 


J. Weigl A. Mahassel ; -J. Mammino 4/2/70 S Battelle Work 

. .on Heavily 

Doped PVK. 

Patent Department - • - Draft Patent 

Application 

PVK/TNF. 

H. Hoegl A. W. Karambelas 9/14/72 Meeting attended 

• t_ « - - 


by .A. w. Karambelas 
H. Hoegl, . 

G. Barchietto, 

B. Dousse, M. Vimic 

G. Barchietto A. W. Karambelas 9/14/72 Meeting attended 

by A. W. Karambelas 

H. Koegl> 

G. Barchietto, 

B. Dousse, M. Vimic 

Capsule history 
. of interactions 
with H. Hoegl 
(Aug'62-Sept'64) 

Invention proposal: 
High Speed Organic 
Photoconductor 
. Coatings. 

Transmittal 
of information and 
documents. 

Revised Application 
Draft PVK/TNF 

Handwritten notes 
(lOpages) re: 
PVK/TNF work 

Patent Department - - Correlation between 

. Mammino work and 

Fig. 2 of IBM Paten- 


J. Weigl 

A. W. Karambelas 

9/5/72 

J. Mammino . 

' r ' \fr 

J. Weigl 

3/26/70 

Peter H. Kondo 

Francis J.. Hone - 
A. A. Mahassel 

4/10/70 

• 

J. J. Ralabate 

- 


Patent Department 
Patent Department 



P. H. Kondo 

Patent Department 
Patent Department 


Draft of "Request 
for Interference." 

Draft Affidavit. 

• • 

Typed and hnndwritt 
notes and questions 
re: PVK-TNF work 
(2 pages). 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 

-x 


SHATTUCK ET AL. , 

Movants, 


v. 


HOEGL ET AL., 

Respondents. 


Patent. Interference 98,047 


.. 

SUPPLEMENTAL AFFIDAVIT OF CLYDE C. METZGER 

STATE OF NEW YORK ) 

: ss. : 

COUNTY OF NEW YORK ) 

CLYDE C. METZGER, being duly sworn, deposes and says: 

1. I am a member of the Bar of the State of New York, 
the Court of Appeals for the Second Circuit, and of the firm of 
Pennie 5 Edmonds, 330 Madison Avenue, New York, New York 10017, 
counsel for Movants, Meredith D. Shattuck and Ulo \ahcra 
("Shattuck et al."), in the above-captioned action. 

2. On information and belief, the following documents 

annexed to the Supplemental Memorandum submitted herewith are 

true and correct copies of the originals thereof: 

Exhibit E - Pennie 5 Edmonds file copy of Hoegl et al. 

CIP Declaration and Claims (application 
Serial No. 108,S48, filed January 21, 1971).; 

Exhibit F * Weigl deposition, April 24, 1974, pages 
74-77, 80-82, and 109-112. 

Exhibit G - Karambelas deposition, April 14, 1974, 
pages 97,'98, and 106. 

Exhibit H - Shattuck et al. Exhibit 27. 



Subscribed and sworn to before 


me this 29th day of April 1974 



Nji.v.r i' vr. ?. ' u •' 

No. •»» :: c unty 

C.:* 1 . . •** if:* 

- ,. 0 - - 3 -> 
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ITEM No. 8 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 

- x 


SHATTUCK ET AL., 

Movants, 

V. 

HOEGL ET AL., 

Respondents. 


Patent Interference 98,047 


X 


SUPPLEMENTAL MEMORANDUM OF HOEGL ET AL IN 
OPPOSITION TO THE SHATTUCK ET AL REQUEST 
FOR PRIVILEGED AND WORK PRODUCT DOCUMENTS 


I. INTRODUCTION 

During the April 30 argument on this matter before the 
Court, Shattuck et al submitted a supplemental memorandum and 
presented oral statements containing erroneous factual presump¬ 
tions and assertions, and including unsupported arguments 
in an attempt to obtain access to the privileged and work product 
documents identified in the files of Dr. Weigl. By leave of 
Court, Hoegl et al submit this supplemental memorandum to set 
the factual record straight and to refute the further arguments 
presented by Shattuck et al. 

II. FACTUAL CHRONOLOGY OF PERTINENT EVENTS 
A. The Activities of Hoegl and Barchietto 

July, 1964 - PVK/TNF (1:1) plates (not overcoated) 
were prepared and found to have substantial absorption indicating 
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significant photoconductivity (Letter-Report No. 19, Exhibit D 
hereto). 

October, 1964 - PVK/TNF (1:1) plates were tested and 
found to be useful photoconductors with or without overcoating 
(Letter-Report No. 21, Exhibit E hereto). 

March, 1965 - The utility of PVK/TNF (1:1) plates 
with and without overcoating was described and illustrated 
(Comprehensive Progress Report .No. 6, Exhibit F hereto). 

January 6, 1966 - Hoegl et al filed its original 
patent application describing PVK-TNF 1:1 plates both with and 
without overcoating. 

January 21, 1971 - Hoegl et al filed the CIP applica¬ 
tion involved in this interference, including a Declaration 
(Exhibit C to the original Hoegl et al Memorandum herein), 
stating that they believed themselves to be the original and 
first inventors of a photoconductor comprising PVK-TNF (1:1). 

August 16, 1972 - The Patent Office declared this 
interference with two counts and accorded Hoegl et al the 
benefit of the January 6, 1966 application as to both counts 
(Exhibit G hereto). 

November 7, 1972 - Hoegl and Barchietto signed the 
Preliminary Statement in this interference asserting that they 
had made the PVK-TNF 1:1 invention in July, 1964 (Exhibit B to 

the original Hoegl et al Memorandum). 

December 18, 1972 - Shattuck et al filed a motion to 
deny Hoegl et al the benefit of the January 6, 1966 application 
(Exhibit H hereto). 


- 2 - 




July 20, 1973 - The Patent Office Interference Examiner 
denied the motion of Shattuck et al with respect to Count 1 
(the present interference count) and granted that motion with 
respect to Count 2 (Decision on Motions, Exhibit I hereto). 

August 9, 1973 - Shattuck et al filed a petition to 
the Commissioner of Patents charging abuse of discretion by the 
Examiner and seeking a reversal of the Examiner's denial of the 
Shattuck et al motion with respect to Count 1 (Exhibit J hereto). 

September 28, 1973 - The Commissioner of Patents 
denied the Shattuck et al petition (Exhibit K hereto). 

B. Activities of Weigl's Group at Xerox 

October 29-30, 1963 - At the direction of Mammino, 
Salasny prepared a 1:1 solution of PVK/TNF which was spread on 
a plate and tested. Comparison with selenium showed a poor 
response (Salasny notebook records, Exhibit L hereto). 

April 23-24, 1964 -At the direction of Mammino, 

Salasny prepared a series of plates containing various PVK/TNF 
ratios from 90/10 to 30/70. Comparison with selenium showed a 
poor response (Salasny notebook records. Exhibit M. hereto). 

May 5, 1964 - Images were made from PVK/TNF plates 
including 1:1 plates to determine optimum exposure (Salasny 
notebook records, Exhibit N hereto). 

August 15, 1964 - Mammino and Salasny issued a repovt 
on PVK/TNF plates and concluded that the optimum concentration 
of TNF was 20% (Exhibit A to the original Hoegl et al Memorandum). 

March 26, 1970 - Pursuant to a prior request by 


Xerox attorneys that Dr. Weigl-review records relating to 
PVK/TNF work and transmit information to tr.em for consideration 
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as to whether any action might be taken to provoke an inter¬ 
ference, Ilammino prepared a summary of the 1963 and 1964 
PVK/TNF activities in the form of an "Invention Record 
(Privileged document la) (Weigl deposition, page 125, Exhibit O 

hereto). 

April 2, 1970 - Pursuant to the request of the Xerox 
attorneys for information, Dr. Weigl submitted two memoranda, 
one transmitting and commenting on the Mammino "Invention Record 
(Privileged document 1) and the other commenting on the Battelle 
Geneva work of Hoegl and Barchietto (Privileged document 1c) . 

III. the legal effect of the factual record 

A. T he Xerox Work Was Not An Invention 

Considering first the experiments conducted in Dr. 

Weigl's group at Xerox, the failure of Mammino and Salasny and 
others at Xerox to recognize any invention in the PVK/TNF 1:1 
formulation in 1963 and 1964 shows an utter lack of conception 
of the invention and deprives tho.e involved of any right to 
claim those experiments as evidence of invention. This aspect 
is fully discussed in the original Hoegl et al Memorandum filed 
on this matter. 

Shattuck et al argue, however, that the preparation of 
an "Invention Record" by Mammino in 1970 and the preparation of a 
draft application relating to that work indicates that Xerox 
attorneys believed the early work to represent an invention of 
the subject matter of this interference. As Dr. Weigl has testi¬ 
fied, however, (pp. 126-127 of the Weigl transcript, Exhibit P 
hereto), an "Invention Record" at Xerox is not a request for a 
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patent application and such documents are prepared and submitted 
to Xerox attorneys for their consideration regardless of the 
patentability or legal effect of the work described. The draft 
application which is not here in issue, but is referred to in the 
Shattuck et al memorandum (liems 2 and 8 in the List of Privileged 
and Work Product Documents from the Xerox Patent Department files. 
Exhibit H to the Shattuck et al Supplemental Memorandum) was 
drafted before any determination had been made by the Xerox 
attorneys as to the legal effect of the work done at Xerox. 

Contrary to the assertions in the Shattuck et al 
memorandum, therefore, neither the "Invention Record", nor the 
draft application has any significance with respect to whether 
Xerox attorneys considered the prior work to be an "invention". 

In fact, after the draft application had been prepared, the con¬ 
clusion was reached that the prior work did not constitute an 
invention of the subject matter and no further work was done in 
connection with the preparation of a patent application. 

V 

Even if a patent application had been filed in 1970, 
however, it could not have been based on work done in 1963 or 
1964 and, therefore, could not have supported the view that that 
work represented an invention. It is well established that an 
unexplained delay of many years between experimental work and the 
filing of a patent application directed to that work is evidence 
that the original work was merely an abandoned experiment and the 
applicant cannot rely upon that work as the basis for his inven¬ 
tion. For example, in Gyromat Corp. v. 11. G. Fi3cher & Co. t 167 
USPQ 326 (N.D. Ill. E. Div. 1970), the court held that experiments 
conducted six years before the filing of a patent application 
cannot be considered a reduction to practice of the invention, but 
constitute cnly an abandoned experiment, stating (page 333): 
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"During the four-year period after the 
1953 experiments nothing of consequence 
was done to commercially pursue the 
alleged invention. Six years passed 
before any application for a patent was 
filed by Mr. Walberg (the 'grandparent' 
application No. 827 f 587, filed July 16, 

1959). And an application sufficiently 
broad in scope to include the 'Attachment 
B' gun structure (the 'parent' application 
No. 211,036) was not filed until July 19, 

1962, some nine years after the alleged 
reduction to practice. There is some 
evidence that for a time after the 1953 
experiments it would not have been financially 
practicable for Mr. Walberg to commercially 
produce his alleged invention. That fact 
would not, however, explain his failure to 
seek the protection of a patent. It has 
been held that one's failure to file an 
application covering the invention in issue 
for a number of years after the last experi¬ 
ments raises a strong presumption that the 
results of those experiments were not con¬ 
sidered satisfactory, and is therefore evi¬ 
dence against the finding of a reduction 
to practice. Birmingham v. Randall, 171 
F. 2d 957, 960, 80 USPQ 371, 373 (CCPA 1948). 
Accord, Conner v. Joris, supra, 241 F.2d at 
951, 113 USPQ at 61-62." 


Similarly, in affirming a holding by the Board of 
Patent Interferences that certain experiments conducted long 
before the filing of an application were not evidence of prior 
invention, the Court of Customs and Patent Appeals stated: 
Breen v. Richmond, 366 F.2d 482, at 486-487 (CCPA 1966): 

"In reviewing the testimony and 
exhibits we have been concerned not only 
with the burden of the appellants as junior 
party to prove their case by a preponderance 
of the evidence, but also with appellants' 
delay of over six years, after the allegedly 
successful reduction to practice, in filing 
the application here in issue. There are 
substantial reasons of sound public policy 
why such a delay is a factor to be considered 
in a case such as the present and we think 
the board properly took note of this conduct 
and the lack of any explanation therefor." 
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Clearly, even if the experiments of Mammino and Salasny 
in 1963 and 1964 were held to show an understanding of the 
invention by then at that time, the early experiments by them 
could not be relied upon as evidence of any prior invention or 
prior art activity, but could only be considered as abandoned 
experiments. Because no application relating to that work was, 
in fact, filed, there is no possible basis for any assertion of 
prior art activity at Xerox in connection with this subject. 

B. Hoegl and Barchietto Are Entitled to Claim 
PVK/TNF (1;1) As Their Invention _ 

Because there was no invention or other prior art 
activity involved in the work at Xerox, Hoegl and Barchietto 
whether or not they knew of that work were entitled to assert in 
their Preliminary Statement that they had made the PVK/TNF (1:1) 
invention in 1964, and to state in the Declaration for their CIP 
application that they believed themselves to be the original and 
first inventors of that subject matter. 

Shattuck's assertion at pages 2-3 of the Supplemental 
Memorandum, based upon the List of Privileged and Work Product 
Documents in the files of the Xerox Patent Department which are 
n °t here in issue, that Hoegl and Barchietto did know about the 
prior work at Xerojc constitutes an erroneous interpretation of 
the document identification in that list (Exhibit H to the 
Shattuck et al Supplemental Memorandum). The description of . 
List of Privileged and Work Product Documents in the Xerox Patent 
Department files belies the Shattuck et al interpretation sin', 
it shows that the documents are not limited to work done in Dr. 
Weigl's group, or at Xerox, but include the work dore ny Hoegl and 
Barchietto in Switzerland. The schedule of documents attached to 
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the subpoenas served on Xerox attorneys by Shattuck et al, which 
ultimately led to the identification of the privileged and work 
product documents in the Xerox Patent Department files, also 
contradicts the assertion by Shattuck et al that those documents 
are restricted to work done at Xerox, since the schedule is not 
so limited (Exhibit Q hereto, the Shattuck et al Deposition 
Notice, includes a copy of the schedule). 

In view of this, Hoegl and Barchietto are legally 
entitled to claim the subject matter as their invention and could 
not have made any fraudulent statement in their Preliminary 
Statement or the CIP Declaration. 

IV. SHATTUCK ET AL HAVE NOT ESTABLISHED 
SUBSTANTIAL NEED OF THE PRIVILEGED 
AND WORK PRODUCT DOCUMENTS _ 

Shattuck et al do not challenge the assertion of 

privilege and work product with respect to the documents here 

in issue which were prepared by or on behalf of the attorneys 

for Hoegl et al, or their representatives, in anticipation of, 

and in preparation for, this interference.* Instead, Shattuck et 

al merely contend that disclosure of the privileged and work 

product documents is required because the documents may contain 

relevant factual information. 

Rule 26(b)(3) of the Federal Rules of Civil Procedure 

relating to discovery, provides: 

"Subject to the provisions of sub¬ 
divisions (b) (4) of this rule, a party 

may obtain discovery of documents and 
tangible things otherwise discoverable 
under subdivision (b) (1) of this rule 

and prepared in anticipation of litigation 
or for trial by or for another party or by 


f The only persons who received copies of these documents, other « 
than attorneys for Xerox, are certain research managers who are 
nor::.illy consulted by Xerox attorneys for technical advico in 
connection with their determination of the legal effect of 
Xerox research activities. 
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or for that other party's representative 
(including his attorney, consultant, surety, 
indemnitor, insurer, or agent) only upon a 
showing that the party seeking discovery has 
substantial need of the materials in the 
preparation of his case and that he is unable 
without undue hardship to obtain the sub- 
stantial equivalent of the materials by other 
means . l! (Emphasis added) 


At the oral argument relating to this request, it 
was pointed out on behalf of Hoegl et al that these documents 
are not required by Shattuck et al because Shattuck et al now 
has all of the factual information relating to work done at 
Xerox regarding the subject matter of this interference which 
is contained in these documents. In response, counsel for 
Shattuck et al acknowledged that there is no substantial need 
for the documents, stating that Shattuck et al believes it now 
has all of the evidence necessary to support its charges. 

In the circumstances. Rule 26(b)(3) clearly precludes 
production of these documents to Shattuck et al. 

V. CONCLUSION 


The documents in the Weigl files, as to which claims 


of privilege and attorney-work product have been made, could not 
support the Shattuck et al fraud charges and are not needed by 
Shattuck et al. The request for access to these documents should^ 
therefore, be denied. 


Dated: May 3, 1974 


Respectfully, 1 

BRUMBAUGH, GRAVES, DONOHUE £. RAYMOND 

By _ 

/Francis Jy Hone 
Attorneys for Respondents 
30 Rockefeller Plaza 
New York, New York 10020 
(212) 469-3326 
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Of Counsel: 

Elliott Horton, Esq. 

Harris, Beach & Wilcox 
2 State Street 
Rochester, New York 14614 
Tel. (716) 232-4440 

Ronald B. Hildreth 

Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 
New York, New York 10020 

Anthony W. Karambelas, Esq. 

Xerox Corporation 
Xerox Square 

Rochester, New York 14644 
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CERTIFICATE OF SERVICE 


I hereby certify that a copy of the foregoing Supple¬ 


mental Memorandum of Hoegl Et A1 In Opposition To The Shattuck 


Et A1 Request For Privileged and Work Product Documents, 


together with exhibits, was served this day by mailing a copy 


thereof, postage prepaid, to Robert J. Kadel, Esq., Pennie & 


Edmonds, 330 Madison Avenue, New York, New York 10017, and to 


Joseph G. Walsh, Esq., International Business Machines 


Corporation, Monterey & Cottle Roads, San Jose, California 


95114. 


Dated: May 3, 1974 


M, 


Franci^/J. Hone 
Attorii^y for the party 
Hoegl et al 
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£or 'ohmic hchr.vioa’j v/o have need tfco T/oll-lcnov.n c^uationa for 
ccndcacoro to calculate the data listed in tho ’do 1 loving tailor;: 


p,-V> i 


' . Layer*. ?Vit •:• t'h'7 (l;l), ovorcuutcd v/ith ylov discharge 
polymerised roovhylnethucrylatco Saayio ho. 50 » 
„« ■ 

Yhiokncaa: 7«0 ;: 10 *? cn 0 
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In ii.’jlc i below, rcnulvS are £ivcn of fluorescencci »•:.aour.*::-■'.its 

01 i'/;L r..:;.r.-«lcs sor.uiiisc.l both with Cj? and dye ncnrjiii.ier,, for 

ccnpe.rir.o:*.., results lire Given for the sulfuto of kilo kluu A ana 
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Its ICUCObe.SOo . 
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oa i! LM, (j.rr^/.-i) .» 0,025, 

a «, . . 
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c) Conclusions 

The dV/dt ~V relationship measured for three pure PVK plates 

charged positively is°shown in Fig. 9 and charged negatively in Fig. 10. 

This has also been measured for two thick (35n) plates of pure 
PVK, where the same behavior was observed (see Fig. 11). From these 
measurements, we conclude that the theory of Li & Regensburger is not 
' applicable to pure PVK. 


C. Double layer PVK films by glow discharge ov ercoating 

a) Generaljremarks^ 

The sensitivity of photoconductive organic materials (of conduct¬ 
ivities lower than lO -14 Ohm’ 1 cm' 1 ) generally is very low in the visible 
region. Doping with suitable materials allows the absorption to be ex¬ 
tended into the visible region. As has been outlined in our latest CPR, 
addition of sensitizers on the surface of PVK also results in an increase 
of sensitivity of these layers. 

In following up the above-mentioned observations, we have made 
experiments to overcoat PVK layers with other layers containing CT 
sensitizers, especially with TNF 1:1 by weight in Lucite 2046 resin 
binder. Dark brown films are obtained which show strong optical ab¬ 
sorption from about 300 up to 800 nm. We have prepared these films 
in varying thicknesses. In the dark, they discharged extremely slowly, 
but on exposure to light very rapidly. Yet we observed that there 
remained a residual charge even on prolonged illumination, the amount 
of which depended on the thickness of the Lucite layer. We were not 
able to reduce the thickness of the top layer by conventional coating 
.techniques so markedly that the residual charges were negligible. 
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• • 

We therefore made an experiment with the so-called high- 

( 2 ) 

frequency, or glow-discharge, polymerization technique . 

i • 

b) Sample jprepar at ion 

Two different base layers were used : 

1) PVK + TNF. 1:1 by weight, i. e. molar ratio 6:5. and 

2) PVK + pCA, 10:1 by weight, molar ratio 15:1. 

For PVK + TNF, a 12 % solution was prepared in a 1 ;1 (v/v) 
solvent mixture of toluene and tetrahydrofurane. Layers were made of 
4 to 8p thickness according to the dip coating technique. 

From the composition PVK + p-chloranil, a 7 % solution in the 
above solvent was used for coating; thickness : 5 to 8p . 

PVK used was thermally polymerized monomer, see CPR 4. 

The glow-discharge polymerization was performed under the 
following conditions j 

(a) Polymethylmethacrylate overcoating : 

Monomer : methyl methacrylate (purum), stabilized with 
1 % hydroquinone, from Fluka A. G. , Buchs, 
Switzerland. 

Discharge ; 15 mn at 300 kHz. 

Current intensity : 30 mA, peak to peak. 

Starting pressure : 2.8 x 10' 1 mmHg 

Electrode distance : 70 mm 

2 

Electrode surface : 145 cm . • 

2 

Sample area treated simultaneously : 50 cm . 
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(b) Polymcthylacrylate overcoating : 

Monomer : methyl acrylate, 99. 5 % of Fluka. 

Discharge : 1 0 mn at 300 kHz. 

Current intensity : 50 mA. 

Pressure : 3. 5 x 10 * mmllg. 

(c) Poly- n-butyl-methacrylate overcoating : 

Monomer : n-butyl methacrylate, pract. grade, Fluka. 

Discharge : 10 mn at 300 kHz. 

Current int. : 60 mA. 

-1 

Pressure : 3 x 10 mmllg. 

(d) Poly-ethyl-silicate overcoating : 

Monomer : ethyl silicate, pract., Fluka. 

Other conditions as under (c). 

After glow discharge, the layers showed a slight opalescence owing 
to the presence of a thin film, the thickness of which could not be measured 
exactly with a Leitz Lichtschnittmikroskop (probably about 0. 5 p ). 

c) Optical measurements^ 

The absorption spectra of the above-mentioned films before and 
after glow discharge coating have been measured in the 350 to 850 nm 
region (see Figs 12 and 1 3). As can be seen, the optical absorption of 
the original PVK + dopant films is practically not affected by the above 
treatment; only ethyl-silicate seems to form surface compounds with 
the base layer. 

% 

The spectrum of the composition PVK + TNF (see Fig. 1 2) 
extends broadly in the visible range from 350 to 650 nm with an intense 
CT band at 417 nm (e = 2760), in which region neither PVK nor TNF 
absorbs significantly. 


T 







The spectrum of the PVK + pCA 10:1 (see Fig. 1 3) compositions 
is also situated in the region from 350 - BOO nm, but the absorption is 
much weaker (less pCA, owing to lack of solubility), and the CT band 
is at 5G7 nm (c = 320). 

No fluorescence has been observed in cither case from 350 to 
700 nm, nor any thermolumincscence of PVK + TNF, both of which 
are completely quenched. 

d) E’_cctrost_atic jind_qiia_ntiun_yield_measurements 

Photo-induced discharge measurements showed that the dark dis¬ 
charge of the layers is weaker when the doped PVK layers are over¬ 
coated with thin insulating layers (see Figs 14 and 15) where ' 

PMMA 3 poly-methylmethacrylate 

PES 3 poly-ethylsilicate 

PBMA 3 poly-N-butyl-methacrylate and 
PMA 3 poly-methacrylate. 

The measured effective quantum yields for PVK + TNF (1:1) and 
PVK + pCA (10:1) (both overcoated with PMMA) are given in Tables 5a 
and 5b. Fig. 16 shows them plotted as a function of wavelength. 

e) Conclusion_ 

These measurements on PVK + TNF (1:1) + PMMA gave us the 
highest quantum yield values up to about 7 %. In Fig. 16 we have also 
plotted, for comparison, the effective quantum yield values for selenium 
as given in the work .of Rcgensburgor^* As can be seen, they are still 
well below those of Se up to about 550 nm, but at longer wavelength 
they arc higher. 
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Thc<ase referred to above has been forwarded to the Board of Patent Interferences because 
it is adjudged to interfere with other cases hereafter specified. The question of priority will 
be determined in conformity with the Rules of Practice. The interference will be identified as 


98,0*17 


By direction of the Commissioner of patents and as required by Public Law No. 87-831 (76 
Star. 958), approved October 15, 1962, notice is hereby given the parties of the requirement of 

that law for filing in the Patent Office a copy of any agreement "in connection with or in con¬ 

templation of the termination of the interference.” 

The attention of all parties is directed to the fact that this interference is declared under the 
Rules of Practice as amended effective July 1, 1965, and as further amended effective September 
2, 1969- The amendments appeared in the following publications: 

Federal Register of May 14, 1965 (30 FR 6644) and of August 2, 1969 
(34 FR 12629-32); Patent,Trademark and Copyright '.’.'cokly Reports for 
May 24, 1965 at page IV; The Official Gazette for May 25, 1965 and 
June-1, 1965 (Complete copy) 814 OG SI, and 815 OG SI, and in the 
Patents leaflet for June 15, 1965, 315 OG SI, and The Official Gazette 
for September 2, .1969, S66 O.G. 1. 

The preliminary statements (Rules 215 et seq.) must be filed and opposing parties notified of its 
filing by OCT i * . •• .’.• •• •. " 


(It should be filed in a sealed envelope bearing the name of the party 
filing it and the number of the interference.) 


The preliminary statements must be served on each opposing j...rty from whom a notice of filing 
a preliminary.statement has been received by 

i'3'f 2 * :>? • • 

If you expect to obtain the benefit of a prior application filed in this or any other country you 
m ust file a motion under iu.ie 2TT (a) M) iTiiTi ns you haw- tici'iTTiccorJeTrsuein'encfif in’tliTs 


notice. Rule 


Motions under Rule 231 must be filed 


‘ ,~\Stfl* 

led by ■_ 1 


The interference involves your 1’. lJjMI, pl’jl •:i~. .'IJici J 

identified above and: 
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Serial Ho. 100,5*10 m£m 

• . • • 

Patentees: ' • 

Meredith D. Shattuck and Ulo Vahtra 

Addresses: 2002 Mayfield Avenue, San Jose, Calif. 95130 

1643 Hex’d, San Jose, California 95125 

Pat. No. 3,494,237 Granted Dec. 16, 1969 

Ser. No. 556,932 filed June 13, 1966 • • 

For: ORGANIC PNCTCCONDUCTIVE COMPOSITIONS AND THEIR USE IN 
ELECTROPHOTOGRAPHIC PRCCiiSSES 


Assicnee: 


IBM Corp., Armonk M. Y., a corp. of New York 


Attorneys: 


lianifin and Clark and Edward VI. Brown 
Patent Operations, IBM Corp 
Monterey ana Cottle Road3 
San Jose, Calif. 95114 


The relation of the counts cf the interference to 
the claims of the respective parties is as follows: 

COUNTS Shattuck ct al . Hoc^l ct al. 

After termination of this interference, this 
application will be held subject to further examination 
ur •’cr Rule 266. 



Claims 1-10 will be held subject to rejection as 
unpatentable over the issue in the event of an award of 
priority adverse to applicant. 


Counts compared 
/dam 


si? v’* r? 


patent 


Interference Examiner 
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IN THE UNITED STATES PATENT Of! ICE 
BEFORE THE BOARD OF PATENT INTERFERENCES , 

SIIATTUCK ET AL ) 

) ‘ 

v. ) Interference No. 98,047 

) 

HOEGL ET AL ) 

NOTION UNDER RULE 231(a) (4) TO 
DENY IIOEGL ET AL THE BENEFIT OF 
EARLIER APPLICATION SERIAL NO. 519,081 

The party Shattuck et al hereby moves to set aside tn c 
fit of the parent application Serial No. 519,081, filed Janua. 
1966, accorded to the party Hoegl et al in the Notice of 
Declaration of Interference. The ground for this motion 
Hoegl et al is not entitled to rely upon such parent applica.... 
because of their failure to comply with uie provisions cf 25 
U.S.C. § 120. 

Shattuck et al, accordingly, further move to dissolve r.- 
interference as to both Counts I and II (all the Counts) on *.r. 
qround that, since Hoegl et al are not entitled to rely uoon 
their parent application Serial No. 519,081, the Shattuck e* al 
British patent No. 1,122,458, published August 7, 1968, wh^c 
corresponds to Shattuck et al patent No. 3,484,237 in this */. 
ference, is a statutory bar under 35 U.S.C. § 102 (b' ( to the 
currently pending Hoeql et al application Serial No. 108,548 
filed on January 21, 1971, which application is at present 
involved in this interference. A copy of the Shattuck et ^ 
British patent No. 1,122,458 is attached. 

The Subject Matter Of This Interference 

This interference is between the Shattuck et al Unite, 
patent No. 3,484,237 and the Hoegl et al application Seri. 
108,548. The two Counts in the interference are: 
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Count 

1 


2 


S hattuck ot nl •_ .. 

Claim 1. An organic photo- 
concluct ivo composition com- 
prising from about 1.49 to 
about 1.23 roles of 2,4,7,- 
trinitro-9-fluorcnonc per 
monomeric unit of a poly- 
merited vinylcarbazole 
compound. 

Claim 5 . An electrophoto¬ 
graphic process comprising 
the steps of: 

forming an electrostatic 
image on a photoconduc- 
tive element comprising 
from about 0.49 to about 
1.23 moles of 2,4,7-tri- 
nitro-9-fluorenone per 
monomeric unit of a poly 
merized vinylcarbazole 
compound, and 
developing the electro¬ 
static image. 


Ilocgl et nl 

Claim 3. An orqanic photo- 
conductive composition com¬ 
prising one part by weight 
of 2 ,4,7-trinitro-9-fluor¬ 
enone per one Dart bv weight 
of polyvinylcarbazole. 


Claim 4. An electrophoto¬ 
graphic process comprising 
the steps of: 

forming an electrostatic 
image on a ohotoconduc- 
tive element comprising 
one part by weight of 
2,4,7-trinitro-9-fluor¬ 
enone per one part by 
weight of polyvinyl 
carbazole, and 

developing the electro¬ 
static image. 


The Hoegl et al Parent Application Serial 
No. 519,081 Does Not Support The Counts 

It is submitted that the Hoegl et al parent application 
Serial No. 519,081 does not support the Counts. On the contrary, 
it discloses and teaches that the organic photoconductive composi¬ 
tion of the counts (i) is merely one of many "unuseable" polymer- 
Lewis Acid combinations, and (ii) is useful as a photoconductive 
composition onlv in combination with an overcoating comprising a 
layer of an insulating organic polymer. The Counts are not 
directed to this combination and do not require the overcoat. 

It i.j therefore submitted that their parent application cannot 
support any claim not limited to the presence of such an 
overcoat. 

Referring specifically to the Hoegl et al parent application 
Serial No. 519,081, that application at page 2, lino 23, to 
page 4, line 2, discusses the prior art photoconductive composi¬ 
tions and how these compositions arc "unuseable", particularly 
when high proportions of Lewis acid are employed: 


- 2 - 
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"Many different photoconductive insulatino materials 
arc* known for \ir .o in o 1 on!~i-opjiofoaranhi c nlakos . * * * it 
HhV~ rccontiy" “bcciflbuntt" ~uwit ~the electrical photosensitivity 
of various inherently photoconductive orqanic materials 
can be increased by doping them v/ith Lewis Acids, thereby 
forming charge-transfer complexes. Still more recently, 
it has been found that certain r.onnhotoconductivo orqanic 
polymers form highly photosensitive charge-transfer 
complexes when cooed v/ith Lcv/is Acids. Examples of photo- 
conductive charge-transfer complexes produced by mixing 
two nor.photoconductive materials are further described 
in detail in cocer.ding applications, Scr. No. 426,409 
and 426,401, both filed Jan. 18, 1965, and now U. S. Pat. 

Nos. 3,403,133 and 3,408,131 respectively. * * * Where 
a hiqh proportion of Lewis Acid is used, the plate will 
be highlv photosensitive. Ilov/evcr, such a plate would 
have such a high rate of discharge in the dark as to be 
unuscablo in cor.vcnti^ . .al imaging systems . Even where 
the proportion of Lev/is Acid is lower, the dark decay 
may be so rapid as to require that the plate be charged, 
aged and developed in very rapid succession to produce 
useful images. It is necessary in conventional imaging 
that a plate hold a high electrostatic charge in the 
dark v/ith little leakage and then quickly dissipate the 
charge when exposed to light." (emphasis added) 

At page 5, lines 13-17, Hoegl et al, after discussing all 

the objects of the invention, point out the gist, or essence, of 

their invention: 

"The foregoing objects and others are accomplished 
in accordance v/ith this invention, fundamentally, by 
providing an electrophotographic plate which comprises 
a photoconductive layer comprising a polymer and a Lewis 
Acid and a thin coating on said layer of an insulating 
organic material. * * *" 

And at page 7, lines 2-11, Hoegl et al disclose the innumer¬ 
able conventional prior art photoconductive compositions which 
can be overcoated according to the invention: 

"Any suitable organic polymer may be mixed with a 
Lewis Acid to form the photoconductive charge transfer 
complex to bo ovorcoatcd forming the plate of this invention. 
Polyvinylcarbazolc, formaldehyde polymers, polycarbonates, 
polystyrenes, epoxy rosins, phenoxy rosins, polyurethanes 
and mixtures and copolymers thereof, have been found to 
produce especially desirable results and, therefore, arc 
preferred. Any other suitable polymer may be used where 
desired. 

"Any suitable Lev/is Acid may be utilized with the 
above-mentioned polymers * * * " 


3 
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'In order to illustrate a typical "unuscablc” Drior art con¬ 
ventional photoconductivc composition v/hcrcin a high proportion 
of Lewis Acid is used,* Ilocgl ct al set forth in their Examples 
I and IX a photoconductivc composition comprising cgual parts hv 
weight of a polymer (polyvinylcarbazole) and a Lewis Acid (tri- 
nitrofluorenone) . This "unuseable" prior art composition is then 
compared with the remaining Examples which do employ the Hoegl 
et al alleged invention, that is, the overcoat layer, which must 
be applied to any of the prior art photoconductive polymer-Lewis 
Acid compositions referred to in the application. 

It is therefore evident from the entire specification and 
from the prior art referred to in column 1 that Hoegl et al regarded 
polyvinylcarbazole and trinitrofluorenone to be typical prior art 
examples of a polymer and a Lewis Acid that could be used in 
combination with their overcoat. It is also evident that Hoegl 
et al did not consider the use of equal parts by weight of 
polymer to Lewis Acid to constitute invention. For example, 
column 13, lines 45-50, of patent No. 3,408,183 (referred to at 
page 3, line 19 of the application by its Serial No. 426,409,) 


states that: 

"While a useful photoconductor will result from 
mixtures comprising from about 1 to about 100 parts of 
resin for each one part Lewis Acid, for optimum 
sensitivitv and reuseability it is .preferred that from 
about 1 to about 5 parts of resin be mixed with eacn 
one part Lewis Acid." 

The fact that Hoegl et al was required to alter their 
specification so radically when they filed the present continua¬ 
tion- in-part application Serial No. 108,548 is evidence that the 
parent application was grossly deficient. For instance, the 
parent application discloses that the composition of Examples I 


* Hoegl ot al have asserted that their Examples I and IX do 
indeed employ a hi eh proportion of Lewis Acid. Sec page 2 ot 
their amendment tiled January 26, 1972 in the Hoegl. ct al 
Applifut.inn Serial No. 100,543 involved in this interference. 
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and IX, using a high proportion of Lewis Acid, is "unuscable in 
conventional imaging systems" without the overcoat (page 3, 
line 27) and the dark discharge properties "undesirable" (page 14, 
lines 15-16). The continuation-in-part application, at paqes 
6 and 7, now describes the same composition as "acceptable." 

A side-by-side comparison of certain portions of the Hoeql 
et al parent application, and the present continuation-in-part 
application, highlights some of the changes that were apparently 
deemed necessary to provide a "full,clear, concise, and exact" 
disclosure. 


Hoeql et al Parent Appln. 

page 5, lines 13-19 

"The foregoing objects and 
others are accomplished in ac¬ 
cordance with this invention, 
fundamentally, by providing an 
electrophotographic plate which 
comprises a photoconductive 
layer comprising a polymer and 
a Lewis Acid and a thin coat¬ 
ing on said layer of an insula- 
tinq organic material. The 
coating may be formed as dis¬ 
crete, small, closely spaced 
dots, so as to produce a 
plate capable of copying broad, 
solid image areas." 

page 8, lines 27-29 

"The effect and advantages 
of the thin overcoating on a 
photoconductive layer may 
further be understood by 
reference to the drawing 
wherein:" 

page 10, lines 24-26 

"As can be seen from FIG. 1, 
the dark discharge of the un- 
overcoatcd photoconductive 
charge transfer layer is 
relatively rapid." 


Hoeql et al C-I-P 

page 4, next to last paragraph 

"The foreqoing objects and 
others are generally accomplished 
by providing an electrophoto¬ 
graphic plate which comprises a 
photoconductive layer comprising 
about one part by weight of 
2,4,7-trinitro-9-fluorenene per 
about one part by weight of 
polyvinylcarbazole." 


page 5, second paragraph 

"The effect and advantages 
of the photoconductive layer 
of this invention may further 
be understood by reference to 
the drawing, wherein:" 


bottom of page 6 

"As can be seen from Fig. 1, 
the slope of dark discharge 
curve of the unovcrcoatcd 
photoconductive charge transfer 
layer is relatively shallow and 
an acceptable charge is retained 
by the plate even after 60 
seconds." 


- r >- 
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r -,r:n 1 4 . linos 14-16 

"As c.m bo scon Cron FIG. 3, 
this uncoc.torl plate hop excel¬ 
lent light discharge chnroc- 
tcristics but unccsiraolc high 
dark discharge. 


pane 7, end of firr.t parnnranh 

"As can be seen from FIG. 2T, 
this uncoatcd plate has excel¬ 
lent light discharge charnc- 
tcristics, particularly within 
the first 10 seconds after 
charging." 


35 U.S.C. § 120 sets forth the statutory requirements which 
,„ u st be met in order for an applicant to be entitled to the 
benefit of the filing cate of an carlior-filed United States 

application. This statute provides that: 

"15 U.S.C. 120. Benefit of earl ier filing data J_n 
the United States. 

An application for «tent for .an^nvention^disclosed 

in the manner oroviced t -..e - ir :-^ inn sly 

scctjonj^ or cnio ciwle in • sa _ e inventor shall have 

the* 2 sane Sleeps ^such invention,^as though filed 
on the date of the prior application, 

(emphasis added) 

The first paragraph of 35 U.S.C. § 112 states. 

"35 U.S.C. 112. Specification . 

The specification shall contain a written description 
of^eTnSention^and of the and 

making ana using it, in sue - ' skilled in the art 

exact terms as to enable 1 - uhich it is most nearly 
to which it pertains, or with which it t 

connected, to make and use same ' and shall s,at 

forth the best mode contemplated by whe invent 
carrying out his invention. 

The requirement of 35 U.S.C. § 112 is applicable, of course, 
whether an applicant socks to roly on an earlier application for 

interference nurposos, antedating a prior art reference, etc. 

*- -.1 1 T] S P 0. 276 (CCPA, 1972) , 

Fields ct ai v- Conover et al , 172 U.s.P.y. 

In re Smith , 173 U.S.P.O- 679 (CCPA, 1972). , 

It is to bo noted that the Court of Customs and Patent Appeals 

has laid down stringent requirements as to the disclosure re¬ 
quired by the first paragraph of 35 U.S.C. 5 112 and has stated 
that the recent cases rhavc significantly tightened up on the 
application of tl.o description requirement of the first para- 
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graph of 35 U.S.C. 112, 


In rc Arklov ot al , 172 U.S.P.Q. 


524, 527 (CCPA, 1972). In In ro Smit h, 173 U.S.P.Q. 679 (CCPA, 

1972), the Court hold at page 633: 

"In rc Rissc, suora, relied upon by appellant, involved, 
inter alia, the ‘cucstior. of 'support' for a claimed 
subgenus in the disclosure of a parent application. 

The"court did not sneak in terns ot the description 
retirement of § 112, and it is since Rissc that this 
court has focused on the express language of che statute. 
The recent cases suegest a nore stringent requirement 
for a description of the claimed invention than may 
• nave been previously applied in cases wherein the issue 
was. framed in terns of 'support' for clamed subject 
matter. 


* * * 


"From this passage emerqes the rule relied uoon bv 
appellant to the effect that the disclosure o. a genus 
and a species of a subgenus is a sufficient description 
of the subgenus. We do not now feel that such a rule 
is consonant with either the letter or spirit of the 
description requirement of § 112." 

The "tightened" requirements have, of course, been applied in 

interferences. Fields et al v. Conover_e t_al , 170 U.S.P.Q. 276 

(CCPA, 1972). 

It is also to be noted that in order for Hoegl et al to 
rely upon their parent application, that parent application must 
satisfy the requirements of the first paragraph of 35 U.S.C. 

§ 112 in regard to the invention now defined bv th e Counts. As 

stated in In re Smith , supra, at page 682: 

"The principle question involved is whether or not 
appellant 1 is entitled under 35 U.S.C. 120 to the benefit 
of the filing date of his 1947 application for the 
subject matter nroscr.tlv claimed. To comply with g 1 , 

the prior application must satisfy 'the disclosure 
requirements of the first paragraph of § 112 Wlth 

respect to the subject matter now claimed. (cases 
cited)" (emphasis in text) 

in the case of Fields ct al v. C onover et_.al, 172 U.S.P.Q. 

276 (CCPA, 1972), the Court stated at page 280: 

•<* * * if Conover is allowed to copv Fields' claims 
morel’' because the application is sufficient to teach 
how to make and use the subject matter thereof 
indistinctly and ambiguously in the general direction 


- 7 - 



A-160 

of th.it subloot mttcr, the socially valuable incentive 
to further research and development provided bv the 
opportunity to obtain subservient patents will be con¬ 
siderably diminished." 

It scorns clear that, oven though there nay be language in the 
Hocgl ct al parent application which could be construed as reading 
on the Counts, the parent application does not even point 
"indistinctly and ambiguously" in the general direction of the 
invention defined by the Counts and such a disclosure does not 
satisfy 35 U.S.C. § 112. 

See also Larsen Products Coro, v. Perfect Paint Products, Inc. 
128 U.S.P.Q. 326 (D. Maryland, 1961) wherein the Court, in an 
infringement action, denied the patentee the benefit of his 
earlier-filed application because the continuation-in-part applica¬ 
tion differed substantially from the earlier-filed application. 

The Court stated at paqe 337: 

"For the purposes we are now considering, however, 
the important point is not that the 1552 application 
was inaccurate, but that in this resoect the 1952 
application is so different from the 1954 statement 
and Claims that it did not disclose in 'full, clear, 
concise and exact terms' the invention claimed by 
claims 4 to 8 of the patent in suit." 

It is a fundamental rule in the patent laws that a patent 


disclosure must be road as a whole in determining whether there 
has been compliance with 35 U.S.C. § 112. In In re Long , 151 
U.S.P.Q. 640 (CCPA, 1966), the Court noted, after discussing the 
requirements of 35 U.S.C. § 112, that: 

« * * * we emphasize that the specification as a 
whole must be considered in determining its sufficiency 
and that such consideration must necessarily depend on 
the facts of each case." 


Relevant also is Mali v. Tavlor , 141 U.S.P.Q. 821 (CCPA, 
1964), wherein the Court of Customs and Patent Appeals stated that 


considered the precedents cited by appellant 
Wo find in the Dracger opinion what we consider 
the ):cv to determining whether a disclosure supports a 


"We have 

•k k 

h(.:v i-w .. — — ——---—— -- — ■ 

claim for interference purposes - the hoy which appel¬ 
lant himself recognizes - viz., door, the disclosure 
teach i ho gist of the invent.ion defined by the 
cln'iiuY" (V>T"(oiapaa":!?; i'n text) 


3 
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Hoegl ct al contend that the "unuscablc" composition of 
Examples I and IX discloses and teaches the art the invention 
defined by the present Counts. It is submitted that they do not. 
Certainly this written description of the "unuseable" composition 
cannot possibly constitute a written description of "the invention'] 
as required bv the first paragraph of 35 U.S.C. | 112. 

Hoegl et al cannot, of course, rely on the new matter set 
forth in their C-I-P application wherein for the first time they 
recognized and appreciated that the composition set forth in the 
Counts actually could produce a useful photoconductive plate not 
in combination with their overcoat . 

This recognition and appreciation of the invention defined 
by the Counts undoubtedly occurred as a result of the issuance of 
the present Shattuck et al patent No. 3,484,237 on December 16, 

1969 and/or the publication of the corresponding Shattuck et al 
British patent No. 1,122,458 published August 7, 1968 and New 
Zealand patent No. 149,083 issued on June 13, 1967. Claims 
directed to the invention of the Counts were not even attempted 
to be introduced into the parent application until their "Supple¬ 
mental Amendment After Examiner's Answer" was filed in the Patent 
Office on August 6, 1970. 

It may be noted that the Canadian Patent Office has refused 
to allow the addition of claims similar to the Counts of the 
present interference to a Canadian patent application corresponding 
to Hoegl et al's parent application. The Canadian Examiner held 
that "even if the claims arc patentable they cannot be added to 
the claims already existing in this application since they are 
directed to different subject matters which arc set out to solve 
entirely different problems." Although this finding in a forcicn 
jurisdiction has no legal effect in the United States, it is the 
unbiased opinion of a patent examiner in a patent system similar 
to that of the United States and it docs indicate that such a 
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m . r .,on r.killed in the art does-not interpret the invention sot for'; 
• / *- * 
in the Counts of the present interference as relating to the j 

invention set forth in the Hoegl et al original application. 

ij It is submitted that Hoegl et al never aoprcciatcd, nor 

! recognised, and never would have presented claims to the composi- 

tion of Examples I and IX, had it not been for the issuance of 

|1 the Shat tuck et al patent involved in this interference and/or v-..c 

j! 

!j corresponding Shat-tuck et al British or New Zealand patents, ror 

!l reasons. such as these, the Court of Customs and Patent Appeals is 

’■particularly reluctant to permit an applicant to copy claims from 

i-a oatent and "all doubts must be resolved against the copier." 
j, -— 

[ Drcvfus ar.d Harrison v. Sternau , 149 U.S.P.Q. 63 (CCPA, 1966); 
ij jcoson v. Coleman and MacCracken , 136 U.S.P.Q. 647 (CCPA, 1963) ; 

1; Rainer et'al v. Ur.aer et al, 142 U.S.P.Q. 23 (CCPA, 1964). 


pince Hoecfl et al Are Not Entitled to The 
j.Benefit Of Their Parent Application The 
Counts Are Unpatentable To Hoen l et al- 

ij The Shattuck et al British patent No. 1,122,458 (which 

! ! corresponds to the Shattuck et al patent No. 3,484,237 in this 

j! interference) is a statutory bar under 35 U.S.C. § 102(b) to the 

J!currently pending Hoegl et al application Serial No. 108,548, 

flfiled January 21, 1971 (which application is presently involved 

Ij 

jin this interference). 

j Accordingly, the interference should be dissolved under 

Rule 231(a)(1) as to both Counts 1 and II (all the Counts) on 

'the ground that, since Hoegl et al are not entitled to rely 

'upon their parent application, the Counts arc unpatentable to 
i 

!thcm under 35 U.S.C. g 102(b). 
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conclusion 

It is respectfully submitted that Ilocgl et al should be 
denied the benefit of parent application Serial No...519,081 and 
the interference should be dissolved under Rule 231(a)(1) on 
the ground that the Counts are unpatentable to Hoegl et al. 

Respectfully submitted, 


J GV7: rrm 


Joseph G.7 Walsh (Reg. No. 18,178) 
Attorney* for the Party 
Shattuck et al 


TTTl 
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IN Tir' 
E'E POKE 


united 
T ire cc: 


i’.'l A7ES PATE I IT OFFICE 

rv.isniorruR of patents 


Shattuck et al. 

v. 


Hoegl et al. 


Interference No. 98,047 


-PETITION TO THE CCMFISSIOirER 
The party Shattuck et al. respectfully petitions the 
Honorable Commissioner of Patents to exercise his suoervisory 
authority pursuant to Rule 244(d) and rectify the manifest abuse 
of discretion by the Primary Examiner in his Decision on Motions, 


dated July 20, 1973, in denying the motion of the party Shattuck 
et al. to deny the benefit of a parent aoplication to the party 
Hoegl et al. as to both counts of this interference. 

The portion of the Primary Examiner's decision 
complained of reads as follows: 

. "The motion by the party Shattuck et al to 

set aside the benefit of the parent application 
Serial No. 519 , 081 , accorded to the party Hoegl et al. 
is DENIE D as to count 1 and is GRANTED as to count 2. 

It is considered that the subject composition and 
utility thereof are supported in Examples XII and 
XIII of that parent application. However, as to 
count 2 , the subject process is not described in 
parent application Serial No. 519 , 081 ." 

The party Shattuck et al. complains of only that part 
of the decision which denies the Shattuck et al. motion with 


regard to Count 1. That decision of the Primary Examiner is 
submitted to be a manifest abuse of discretion for the following 
reasons: 


Copy attached 
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1. The decision is inconsistent since there 
is no nirc support jn Hoegl et al. earlier 
application, Scr. No. 519>0£l for Count 1 
than for Count 2 (v.'hic'n the Examiner richt- 
fully fovmd unsupported and unpatentable over 
the British counterpart patent [No. 1,122,458] 
of the Shattuck et al.-patent in interference.) 

2. Examples XII and XIII of the Hoegl et al. 
earlier application do not support Count 1 and 
not even Hoegl et al. in its brief ever contended 
that they do. Hoegl et al. relied on Examples 
I and IX. 

5. The Hoegl et al. earlier application fails to 
support either of Counts 1 and 2. 


Introduction and Background 
This interference is between the Shattuck et al. 

United States patent No. 3,484,257 and the Hoegl et al. applica¬ 
tion Serial No. 108,548. The two Counts originally in the 
interference are: 

Count Shattuck et al. Hoegl et al. 

Claim 3 » An organic photo- 
conducuive composition com¬ 
prising one part by weight 
of 2,4,7-trinitro-9-fluor- 
enone per one part by weight 
of polyvinylcarbazole. 


? Claim 5. An electronhoto- C laim 4. An electrophoto- 
grapruc process comprising graphic process comprising 

the steps of: the steps of: 

forming an electrostatic forming an electrostatic 

image on a ohotoconduc- image on a nhotoconcluc- 

tive clement comprising tive element comprising 

from about 0.4') to about one part by weight of 
1.23 moles of 2,4,7-tri- ?,4,7-trinitro-‘)-fluor- 

ni tvo- f, -fl urrer.onc ononc rcr one part by 

monomeric unit of n poly- weight of polyvitiyl- 
irerised vinyl carl azole carbazolc, end 

compound, and 

developin'* the electro- developing the electro¬ 
static image. static image. 


1 Claim 1 . An organic photo- 
conducfive composition com¬ 
prising from, about 0.4 q to 
about 1.25 ‘moles of 2,4,7,- 
trinitro-9-fluorenone per 
monomeric unit of a poly¬ 
merized vinylcarbazole 
compound. 
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As in apparent, the only difference between the two 

counts is that Count 2 defines an electrophotographic process of 

utilizing the photoconductive composition of Count 1. The process 

of Count 2 comprises forming an electrostatic image on the 

photoconductive composition of Count 1 and developing that 

electrostatic image. The Primary Examiner correctly found that 

Count 2 v:as unsupported by the Hoegl'et al. earlier application. 

He dissolved the interference with regard to Count 2 as being 

unpatentable over Shattuck et al. British patent 1,122,458., 

published August 7, 1968, which corresponds to the Shattuck et al. 

patent in this interference, because of the statutory bar under 

35 U.S.C. §102(b).. It is submitted that it v;as abuse of 

discretion, lov/ever, not to have reached the sane conclusion 

with regard to Count 1. Consequently, Shattuck et al. brings this 

petition seeking the exercise of the Honorable Commissioner's 

supervisory authority pursuant to Rule 244(d). 

The Hoegl^et al. Earlier Application, Serial 
‘H o. 519,Obi, Poes Hot Sunnort The Counts _ 

It is submitted that the Hoegl et al. parent application 
Serial No. 519,08l, now patent No. 3,607,258, does not support 
either of the Counts. On the contrary, it discloses and teaches 
that the organic photoconductive composition of the counts (i) is 
merely one of many "unuseable" polymer-Lewis Acid combinations, 
and (ii) is useful as a photoconductive composition onl y in 
combination with an overcoating comprising a layer of an insulatin- 
organic polymer. The counts are not directed to this combination 
and do not require the overcoat. It is therefore submitted that 
their parent application cannot support any claim not limited to 
the presence of such an overcoat. 


Referring specifically to the Hoegl ct al. earlier appli¬ 
cation, Serin?. No. r >10,08l, that application at pa go 2, line 23, 
l.o r---n 4, line 2. 'iir.cunr.rs he nrior art nhol.ocnmlutjvo 
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compositions and how these compositions are "unuscablc, 
particularly when high proportions of Lewis acid arc employed: 

f 

"’•'any different photoconductive insulating materials^ 
orn Vnm's' fu- use in c' octrnnh nto^ r aeMc n? ater. . * * # It 

has~reco:T7ry aeon :ouhU that Cite eieetrlcITL pr.otosens.oxviw/ 
of various inherently photoconductivc organic materials 
can be increased by doping them with Lewis Acids, thereby 
forninr char.~e-trar.sfer complexes. Still more recently, 
it has been found that certain nonphotoconductive organic 
polymers himhlv photosensitive charge-transfer 

co-piexcs when dooed with Lewis Acids. Examples of photo- 
conductive charge-transfer complexes produced by mixing 
two nonphotocor.ductive rr.ateric.ls are further described 
in detail in copending applications, Ser. No. 4?6,409 
and 4?6,401, both filed Jan. l8, 19 6 5> and now U. S. Pat. 
Nos. 3,408,185 and 3,4o8,l8l respectively. * * * Where 
a high proportion of Lewis Acid is used, the plate will 
be highlv Photosensitive. However, such a plate would 
have such a high rate of discharge in the dark as to be 
unuseaole i n conventional imaging systems . Sven where 
"the proportion 3T Lev;is Acid is lov;er, the dark decay 
tray-be so rapid as to recuire that the plate be .charged, 
aged and develooed in very rapid succession to produce 
useful irames. "it is necessary in conventional imaging 
that a plate hold a high electrostatic charge in the 
dark with little leakage and then quickly dissipate the 
charge when exposed to light." (emphasis added) 

At page lines 13-17> Hoegl et al., after discussing 
all the objects of the invention, point out the gist, or essence. 


of their invention: 

• • "The foregoing objects and others are accomplished 

in accordance with this invention, fundamentally, by 
providing an electrophotographic plate which comprises 
• a photoconductive layer comprising a polymer and a Lewis 
Acid and a thin coating on said layer of an insulating 
organic material. * * *" 

And at page 7, lines P-11, Hoegl et al. disclose the 
innumerable conventional prior art photoconductive composition... 
which can be overcoated according to the invention: 


"Any suitable organic polymer may be mixed with a 
Lewis Acid to form the nhotoconductivc charge transfer 
complex to be overccatcd forming the plate of this 
invention. Polyvinylcrrrazolc, formaldehyde polymers, 
polycarbonates, polystvrur.ee, CDoxy resins, phenoxy 
resins, polyurethanes ar.cl mixtures and copolymers thereof, 
have been found to pro fuse especially desirable results 
and, therefore, arc preferred. Any other suitable polymer 
may be used where desired. 


"Any suitable Lev:is 
above-ment j oned polymer:: 


Acid may be utilized with the 

■X •< -K 11 
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In order to illustrate a typical "unuseable" prior art 
conventional p.. .oconductive composition wherein a high proportion 
of Lcv:ic Acid is used, Hoegl et al. set forth in their Examples 
j. I and IX a photoconductive composition comprising equal parts 'ey 
j: weight of a polymer (polyvinylcarbazole) and a Lewis Acid (tri¬ 
ll nitrofluorenone)*. This "unuseable" prior art composition is then 
compared with the remaining- Examples-which do employ the Hoegl 
et al. aliened invention, that is, the overcoat layer, which must 
be applied to any of the prior art photoconductive polymer-Lewis 
Acid compositions referred to in the application. 

It is therefore evident from the entire specification 
‘ and from the prior art referred to in column 1 of the resulting 
Hoegl et al patent No. 3,607,258, that Hoegl et al. regarded 
polyvinylcarbazole and trinitrofluorenone to be typical prior art 
examples of a polymer and a Lewis Acid that could be used in 
combination with‘their overcoat. It is also evident that Hoegl 
et al. did not consider the use of equal parts by weight of 
polymer to Lewis Acid to constitute their invention. For example, 

: : column 13, lines 45-50, of patent No. 3,4o8,l83 (referred to at 
|i page 3, line 19 of the application by its Serial No. 426,409), 

!• states that: 

"While a useful photoconductor will result from 
mixtures comprising from about 1 to about 100 parts of 
resin for each one oart Lewis Acid, for optimum 
sensitivity and reusability it is preferred that from 
about 1 to about 5 parts of resin be mixed with each 
one part Lewis Acid." 

The fact that Hoegl et al. was required to alter their 
specification so radically when they filed the present continuation- 
in-part application Serial No. 108,543 is evidence that the 

1 

parent application was grossly deficient. For instance, the 
parent application discloses that the composition of Examples I 

1UU-*I rely on Examples I and IX and not • II and XIII, relied 
upon by the Examiner. 
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and IX, using a high proportion of Lewis Acid, is "unuceablc in 
conventional imaging systems" without the overcoat (pane 3, 
line ?7) and the dark discharge properties "undesirable" (rage 1^, 
lines 15-16). The continuation-in-part application, at paces 
6 and 7, now describes the same composition as "acceptable." , 

A side-by-side comparison of certain portions of the Hoeg 
et al. earlier application, and the present continuation-in-part 
application, highlights some of the changes that were apparently 
deeded necessary to provide a "full, clear, concise, and exact" • 


disclosure. 


Hoegl et al. Parent Aopln. 

pace 5, lines i3-19 . 

"The foregoing objects and 
others are accomplished in ac¬ 
cordance with this invention, 
fundamentally, by providing an 
electrophotographic plate which 
comprises a photoconductive 
layer comprising a polymer and 
a Lewis Acid and a thin coating 
.on said layer of an insulating 
organic material. The coating 
may be formed as discrete, small 
closely spaced dots, so as to 
produce a plate capable of copy¬ 
ing broad, solid image areas. 1 

pace 8, lines 27-29 

"The effect and advantages 
of the thin overcoating on a 
photoconductive layer may 
further be understood by 
reference to the drawing 
wherein:" 

page 10, lines 2h-?6 

"As can be seen from FIG. 1, 
the dark discharge of the un- 
over c oat ed pi i ot o c ond uc t i vc 
charge transfer layer is 
relatively rapid." 


Hoegl et al. C-I-P 

page 4, next to last raranrarh 

"The foregoing objects and 
others are generally accom¬ 
plished by providing an electro¬ 
photographic plate which com¬ 
prises a photoconductive layer 
comprising about one part by 
weight of 2,^,7-trinitro-9- 
fluorenone per about one part 
by weight of polyvinylcarbazolc. 


page second paragraph 

"The effect and advantages 
of the photoconductive layer 
of this invention may further 
be understood by reference to 
the drawing, wherein:" 


bottom of pa^e 6 

"As can be seen from Fig. 1, 
the slope of dark discharge 
curve of the unovercoatcd 
photoconductive charge transfer 
layer is relatively shallow and 
an acceptable charge is re;.nine 
by the plo.tc even after 60 
seconds." 


6 








A-171 


TV*> j. 1 ', 1 3 V' r : S ' il — 1 A 


pare 7, end of f:?vr.t. n,irf'v. :>li 


"As can be seep. fro:*. I'. j$, 
this uncoatcd elate has excel¬ 
lent li-ht discharge chnre.c- 
teristics but undesirable high 
dark discharrc." 


"As can be seen from FIG. 2, 
this uncoated elate has excel¬ 
lent light discharrc charac¬ 
teristics, particularly within 
the first lb seconds after 
charging." 


In its brief in opposition to the Shattuck et al. 
motion, Hocgl et al. never relied upon Examples XII and XIII, 
but relied upon Examples I and IX, of their earlier application, 
as supporting the counts. The Examiner has, on his own initiative, 
improperly concluded that as to Count 1, the "subject composition 
and utility thereof are supported in Examples XII and XiEof that 
parent application." However, examination of these examples 
reveals that both are directed to the overcoated plate having the 
continuous insulating film (Example XII) or spaced dot pattern of 
insulating polymer (Example XIII) which characterizes the earlier 
Hoegl et al. application. This is so manifestly clear that there 
can be no room for argument about the point. Thus no matter 
^vhat utility can be said to be shown for these examples, the,- show 
no utility for the subject matter of neither of the original 
counts, and especially not for Count 1. Just as clearly they 
do not disclose the subject matter of Count 1. The Examiner 
manifestly abused discretion 'in holding otherwise. 


Hoegl et al. Have Not Complied With 
35 U.S.C. §120 or 35 U.S.C. §112 


35 U.S.C. §120 sets forth the statutory requirements 
which must be met in order for an applicant to be entitled to the 
benefit of the filing date of an earlier-filed United States 
application. This statute provides that: 


"35 U.S.C. 120. r encfit of earlier filina date in 
the United Str.tosT ~~ ~ ’ 


An application for patent for an invention disclosed 

i_n the .nuer nrovVcd iv- the first of 

1 * *_; of V;..;; . i:: ] .: ;.i> : o' i O'lsl y 

T. ; Tcd' T.\ ;'.'7o United States by tiiC Inventor shall 

have tin: same effect, or: to such invent.! r though 

filer’ an i date of 1} -o prior nnn'icatlon. * * * " 

’ 

v . 7 
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yj U.3.C. 5112, first paragraph requires that: 



"The specification shall contain a written 
description of the invention, ••• to ... use the 
san-.c, and shall ::ci A ortn v:fc best n ode contem¬ 
plated by the inventor of carrying ouo his inven¬ 
tion." (E-phasic added) 

Thus to be entitled to a filing date the specification must 
disclose: 


(1) the invention , and . 

(2) how to use the same, and 

* (3) the best mode contemplated by the inventor 

' ~~ ' $ 

of carrying out his invention . 

It is not enough that the specification teach how to make the 
subject matter. Hoegl et al. have premised their case on the 
myoptic argument that because they may have complied v.'ith another 
requirement of the first paragraph of Section 112, they have com¬ 
plied with the statute] Fulfixling possibly one out of four 
requirements of the statute is not compliance. They have complied 
v:ith none of the three requirements set forth above. 


1. The Earlier Hoegl et al. Application 
Does !!ot Disclose "The Invention" 


While the earlier Hoegl et al. application may disclose 
how to make the subject ratter of the counts, it does not disclose 
the invention. Examples I and IX cannot constitute a disclosure 


of the invention defined by the- counts when the specification as a 
whole says that these examples are "unusable in conventional 
imaging systems" (page 3> line 27). Examples XII, XIII and tne 
other remaining examples deal only with the ovcrcoated compositions 
The specification never gets around to describing an imaging 
system or any other system, conventional or otherwise, that would 
be useful or workable with the mixtures of the two examples. The 
only thing that llvcgl ct al. teach is that an essential mrUcn lo- 
overcoat layer a.rpl ica ove r the mixtures of Examples I and j.., 
nlvht make suitable photosondwetors. This is not the invention 





A-173 


Hoegl ct al. at page 2 of their opposition to the 
original Shat tuck et al. motion sought to gloss over the clear 
inadequacies of their earlier application with s.uch self-serving, 
contradictory assertions that the co-positions of the Examples 
I and IX are "preferably employed" with an overcoating, when 
clearly no suggestion whatever appears in the earlier specification 
that the compositions of the two examples could be used without the 
overcoating. 

At pace 3 of their opposition to the Shattuck et al. 

• * 

motion, Hoegl et al. sought to sugar coat the lack of supporting 
disclosure in their earlier application by suggestions that because 
of "rather" rapid dark decay, "it would therefore be best to take 
special measures in view of that property." But nowhere is any 
special measure recommended other than to produce a different 
product. ITowhere is it shown that the compositions of the two 
unsatisfactory examples can be made to work by themselves. 

It is consistent with the facts recited above to 
speculate that the party Hoegl et al. probably always charged their 
plates positively. (The Hoegl et al. application is completely 
silent in regard to the sign of the charge.) As shown in Fig. 3 
of the drawings of Shattuck et al. patent, it is whon negative 
charges are employed that useful electrophotographic plates are 
obtained with equal weights of TITF and PVC without resorting to 
an insulating overcoat. The party Hoegl et al. fails to disclose 
this teaching. 

?. The Earlier Hoegl ct al. Armlication 
Fails to Disclose A Utility For The 
Invention of Count 1 _ 

The earlier Hoegl application fails to comply with the 
requirement that it disclose a utility for the invention. The 
invention hero bein'*, that defined by the counts of the interference, 
llocml ct a), must disclose a esc for that invention. Hoegl ct al 


9 
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Because or the high rate of discharge in the dark attributed to 
the compositions of Examples I and IX of the earlier application, 
they v:ere said to be "unusable in conventional imagine systems." 
Hoe-1 et al. teach no system of inn-in- or otherwise with which . 
the mixtures of the two examples can be used. Yet., it is well 
known that to be useful it is essential that the photoconductor 
hold the electrostatic charge in the-, dark with very little leakage, 
but provide rapid discharge where portions of the photoconductor 
are exposed to light. Clearly, Hoegl et al. taught that the 

products of the two examples could not be used. 

As to any usefulness, it was necessary for Hoegl et al. 
to produce a new product, namely the combination of Lewis acid and 
certain polymers with the particular overlay. This was usefulness 
of a different product, not the product of the invention defined 

by the counts. 

3. The Earlier Hoegl et al. Application 
Fails to Disclose The Best Mode 
Contemplated For Carrying Out The 
Tnvpr.fdan Of The Counts___ 


The Hoegl et al. earlier application not only fails to 
disclose the best node contemplated for carrying out the Invention 
of the counts of the interference, but it fails to disclose an/ 
mode. Indeed, the Hoegl et al. earlier application teaches one 
not even to try to use the products of the present invention, but 
to cast then aside'and produce a different product having the 

particular overlay coating of the application. 

The entire thrust of the earlier Hoegl et al. application 

is that only an overrated product has any use. Hoe-1 et al. 
rather eloquently and forthrightly summarized the very limited 
aspects of their invention at page 2 of the appeal brief filed on 
October 17, 19^9 in their earlier application, >->cr. No. 519» 0, -‘l- 


10 
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"The invention 
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Since Hoegl et al. taught the art that the products of 


Examples I and IX are "unusable," "unacceptable" or "ineffective," 
they are not in a good position to suggest now that they have 


complied vith the best mode requirements of Section 11? for those 

* 

examples. 

Hoegl et al. Now Seek A Patent 
Dealinr Tith An Invention Entirely 
Different From. That Disclosed In 
Their Earlier Application 


Hoegl et al., by the present interference, seek to contest 
priority to an electrophotographic plate made from an equal 
v/eight mixture of PVC and TI;F. The Hoegl et al. earlier appli¬ 
cation taught one that this type of electrophotographic plate 
could not be used alone and that it was necessary to combine 
it with an overcoat layer. Thus Hoegl et al. seek to obtain a 
patent directed to a two-component system, v/hcreas the invention 
which they disclosed in their earlier application is a threc-com- 


ponent system, the latter being described by Hoegl et al. as 


essential and the two-component composition said to be unusable . 
The courts have specifically frovined on efforts such as this. 

On all fours is the case of In re Moreton . 51? F.2d 954, 1 56 
U.S.P.Q. 479, (CCPA IO 65 ), wherein the Court held that the 


1J 
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applicant was not entitled to the benefit of a parent application 
disclosing a three -cor:,:-orient system where all of the components 
were said to be essential, while a continuation-in-part applica¬ 
tion related to a two-comporent system. At pace n82 of the 

decision, the Court stated: 

"There'o^e viewed in the light of the dis¬ 
closure* in Serial Ho. 28,521, we are convinced 
that that application discloses an invention 
directed to a. three -component hydraulic flu-d c.nd 
lubricant but rot an invention directed toa 
tv;o component nyv.raulic fluid an- lusiican-u, 
i.e. one consisting 'of a mixture ox a particu¬ 
lar phosphorus compound and a paioicular , 

chlorinated hydrocarbon. ' Cn that basis v;e find 
th' > t a^oei 1 ant is not entitled to the oenej.it 
ofthe* filing cate of Serial Ho. 28,521 for the 
appealed claims." (Emphasis in original) 

Thus, the t'oreton case specifically forbids what Hoegl seeks to 
accomplish. 

Indiana General v. Krystinel Corporation , 297 F.Supp. 
i+27, 161 U.S.P.Q. 82 (S.D.II.Y. 19^5), also specifically forbids 
efforts to reach back into an earlier application which thereby 
alters "the substance of the invention or makes the composition 
an invention for the first time." This is another authority 
vjhich denies Hoegl et al. the benefit of its earlier filing da~e. 

The radical shift in position between the two Hoegl 
et al. applications is shown in the foregoing argument of Shattuc 
et al., particularly at pages 5 et sea. As pointed out therein, 
Examples I and IX of the earlier application are said to be 
"unusable in conventional imaging systems" without the overcoat 
layer (application page 5, line 27) and the dark discharge 
properties of those examples were said to be "undesirable (cage 
14, lines 15-16). Yet, the application of Hoegl et al. in 
interference (at pages 6 and 7) now describes the same examples 
as being "acceptable." Clearly, Hoegl has altered its position 
180 degrees. Even this van posr.n-lc only because of knowledge 
by Hoegl ct al. of the contribution made by Shattuck ct al. 

12 
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Were it not for Shattuel; ct al., the discovery of the 

invention of the interference would have been lost. It was only 

after Hoegl ct al. become av:are of the Shattuel; et al. patent 

disclosures thot they had any appreciation or recognition of the 

present invention. Indeed, as pointed out from the portion ciuoted 

above of the Koegl et al. appeal brief in the parent case, Heegl et 

still believed as late as October 1969 , that the tyro-component 

mixtures of Examples I and IX v:ere conventioral prior art and 

"unusable" and "ineffective." Thus the subject matter of the 

" * * 

present interference is entirely different from that disclosed in 
the earlier Koegl et al. application. 

The Law 


The Court of Customs and Patent Appeals had laid dovm 
stringent requirements as to the disclosure required by the first 
parasraph of 55 U.S.C. 5112 and has stated that the recent cases 
"have significantly tightened up on the application of the 
description requirement of the first paragraph of 55 U.S.C. 112, 

.. In re Arhley et al , 172 U.S.P.Q. 524, 527 (CCPA, 1972). 

This has taken place since 1971 starting v/ith In re Ahlbrocht , 

455 F.2d 908, 168 U.S.P.Q. 295 (CCPA 1971). In 1972 the C.C.P.A. 


overruled the pertinent parts of its decision in In re Rinse , 

578 F.f.J 948, 15'.;. U.S.r.Q. 1 (19-7) on sufficiency of disclosure 
of the invention where there is disclosure of hov; to make. 

This outright overruling appears in In re Smith , 458, F.2d 1589 , 
1595, 175 U.S.P.Q. 679, 685 (1972). 


As stated in the Smith case (458 F.?d 1594): 


15 
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"Tn re r.ia.xc, r:yr»rn, rolled upon by appellant. 
Involved, Inter alia, the our-stinn* of 'support* for 
a claimed r.u’. -mus in the disclosure of a parent 
application. The court did not cecal; in terms of 
the doscrintio.n renuirenent of 5 Ilf, and it is 
since " ' J 


r .,1 that this court has focused cm-the express 
la:*.r:i! i; T C~'SJ che statute. The recent eases suspects 
a r.oro stringent rcnuirem.ent for a description of 
the claimed invention than may have been previously 
applied in cases wherein the issue was framed in terms 
of* 'support' for claimed subject ratter. Compare 
Martin*v. Johnson, suora; Fields v. Conover, 445 F-2d 
15>?6, ?5 CCPA 15-56 (1971): In re Lukach, supra: 

In re DiLcono, 456 F.2d 1055, 55 CCPA 954 (1571); 

In re Di Leone and Lucas, 456 F.2c 1404, 55 CCPA 
o?5 (1971): In re Ahlbrecht, 455 F.?d 90S, 54 CCPA 
&4i3 (1971) ; with F.isse, supra; In re Grim.w.e, 274 
F.?d 9'io, 4” CCPA You (I960). Doubt as to the con¬ 
tinuing vitality of Risse in light of the subseouent 
•description renuiremene 1 cases has already been 
cast in Lukach and Fields v. Conover." 

The Court then went on to overrule Risse. 

Wagoner et al, v. Earner et e.l. , 175 U.S.P.Q. 85 (C.C.P.A 
1972) affirms the conclusions in In re Smith , supra. 

Another very recent case on the point of disclosure 01 
the invention is In re Welstcad, 465 F.2d 1110, 174 U.S.P.Q. 449 
(CCPA 1972). In that case, the original claims defined a com.posi- 
‘tion by specifying four subgenuses which they covered. The appli¬ 
cant then sought to delete one of the subgenuses from the claim. 

The Patent Office held, and the Court affirmed, that although this 
was an attem. , to limit the scope of the claims by deleting one 
of the subgenuses, the disclosure did not support such a 
restriction. There was no question as to whether the specification 
taught how to'make, but it was held that there was no disclosure 
to support the newly defined invention. Hoegl finds itself in an 
even worse predicament. Hoegl seeks claims broader than their 
original disclosure. 

In the Ahlbrecht case, supra , the Court carefully dis¬ 
sociated the requirement of written description of the inventio n 
from the rcnuircrekt to disclose ho” to rV'C and, in that care 
held that although there vts disclosure ho” to make, there was no 
c f Sf'l o: , "Vr o’* 1 '::'* • 


14 
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Hoegl ct al. while it may disclose ho u to make, fa 1 \ s to 

disclose the invention . Instead it discloses as the only viable 

* 

thin ,3 that might be an invention, the combination of the mixture 
with the essential overlay. 

Attempts, such as that of Hoegl et al. here, to reach 
back to a parent application by expanding on its limited invention 
disclosure have been denounced by the courts. As the court held 
in Indiana General v. Krystinel Coro. , supra , [affirmed 164 U.S.P. 
321 (2nd Cir. 1970)]: 

» 

"A continuation-in-part application is 
not entitled to the benefit of the earlier 
filing date of its parent application v;here 
the changes included within the subsequent appli¬ 
cation is 'new matter' which either alters the 
substance of the invention or maxes me composi ¬ 
tion ah Inver, si oh for z'r.e ilrsp pime , as opposed 
to the suvuapion m ’which 'one sucsecuent appli¬ 
cation merely contains either a language change 
not affecting the.meaning of-the prior application 
or a specification "which narrows the scope of that 
v:hich was previously claimed." (citing authorites) 

(Emphasis added) 

The courts have also proscribed efforts to lift a 
portion out of context from an earlier application, so as to seek 
an earlier filing date. The entirety of the disclosure must be 
considered. In In re Moreton, supra, p.482, the Court held: 

"Our decision as to whether the board 
was correct in finding that the claimed inven¬ 
tion was not entitled to the benefit c 7 fho 
filing date of appellant's application Serial 
No. 2o,521 requires a careful analysis of that 
earlier application as a whole to see what inven¬ 
tion is disclosed therein. 35 U.S.C. 120 states 
that 'An application for patent for an invention 
disclosed * * * in an application previously 
filed in the United States by the same inventor 
shall have the same effect cs to such invention , 
as though filed on the date of tno pr~or "app.xca- 
tion, * * *. 1 [Emphasis ours.] If appellant's 
invention as claimed in the appealed claims is 
not disclosed in Serial !!o. Pd, 921, he is obviously 
not entitled to th.c filing date of that applica¬ 
tion for the appealed claims." (Emphasis in original). 
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Since the two examples of the earlier case relied upon 
by Hoc,ml are admitted in the earlier application to describe 
something that will not \:ork and something to be- avoided, they 
can hardly be characterised-as disclosing the invention of the 
present counts. Only the particular overcoat taken in combination 
with admitted prior art mixtures of Lewis acids and certain 
polymers can be said to be the invention described in the earl_er 


Hoegl application. 

In the case of Fields et al v. Conover et al , 172 U.S.F.O. 

" * 

276 (CCPA, 1972), the Court stated at page 280: 

»* * * if Conover is allowed to copy Fields' claims 
merely because the application is sufficient to teach 
how to make and use the subject matter thereof and points 
indistinctly and ambiguously in. the general direction 
of that subject ratter, the socially valuable incentive 
to further research and development provided by the — 
opportunity to obtain subservient patents will be con¬ 
siderably diminished." 

It seems clear that, even though there may be language 
in the Hoegl et al. parent application which could be construed 
as reading on the Coants, the parent application does not even 
point "indistinctly and ambiguously" in the general direction of 
the invention defined by the Counts and such a disclosure does not 
satisfy 55 U.S.C. § 112. 

See also Larsen Products Corn , v. Perfect Paint Products . 
Inc. , 128 U.S.P.Q. 526 (D. Maryland, 1961 ) wherein the Court, in 
an infringement action, denied the patentee the benefit of his 
earlier-filed application because the continuation-in-part appli¬ 
cation differed substantially from the earlier-filed application. 


The Court stated at page 557: 


"For the purposes we are now considering, however, 
the important point is not that the 1992 application 
was inaccurate*, but that in this respect the 1952 
application is so different from the I 09 H statement 
and Claims that it did not disclose in 'full, clear, 
coneire and exact terms' the invention claimed by 


claims •! to 1 of the patent in suit. 


16 ‘ 
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It in a fundamental rule in the patent laws that a paten 
disclosure must be road as a whole in determining whether there 
has been compliance with 35 U.S.C. 5 112. In In re Lena , 151 
U.S.P.Q. 640 (CCPA, 19*36), the Court noted, after discussing the 
requirements of 35 U.S.C. § 112, that: 

"* * * Vie emphasize that the specification as a 
■whole must be considered jn determining its sufficiency 
and that such consideration must necessarily depend on 
the facts of each case." .. . 

Relevant also is Hall v. Taylor , l4l U.S.P.Q,. 821 (CC?A, 
19<3{l), v.'herein the Court of Customs and Patent Appeals stated that 

• 4 

"Vie have considered the precedents cited by appellant 
* * * Vie find in the Draeger opinion what we consider 
the key to determining whether a disclosure supports a 
claim for interference purposes - the key which apel- 
lant himself recognizes - viz., does the disclosure 
teach the gist of the invention defined by the claim?" 

(p. o2h) (empr.asis m zexz) 

Under the circumstances, it is submitted that the 
earlier Koegl et al. application fails to disclose the invention 
of either count. 

It is submitted that Hoegl et al. never appreciated, nor 
recognized, and never would have presented claims to the composi¬ 
tion of Examples I and IX, had it not been for the issuance of 
the Shattuck et al. patent involved in this interference and/or 
the corresponding Shattuck et al. British or New Zealand patents. 
For reasons ouch as these, the Court of Customs and Patent s 

is particularly reluctant to permit an applicant to copy claims 
from a patent and "all doubts must be resolved against the copier. 
Dreyfus and Harrison v. Sternau, 149 U.S.P.Q. 63 (CCPA, 1966 ); 
Jenson v. C oleman and NacCracken , 136 U.S.P.Q. 647 (CCPA, I 963 ); 
Rainer ct al v. Unger et al , 142 U.S.P.Q. 23 (CCPA, 1964). 

Since Hoegl et al. Arc Not Entitled To The 
Benefit Of Their Parent Application The 
Counts Arc Ur.ps. tout no 3 0 To Hoz.-l et: al. _ 

The Shattuck et al. British patent No. 2,122,455*(which 
corresponds to the Shattuck ct al. patent No. 3*484,?37 in this 
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interference) ir: a statutory bar under 55 U.S.C. 5 102(b) to the 
currently pending Rocgl ct al. application Serial No. lC”,f>^{», 
filed January 21, 1971 (uhich application is presently involved 
in this interference). 

Accordingly, the interference should be dissolved under 

Rule 251(a)(1) as to both Counts 1 and 2 (all the Counts) on 

the ground that, since Hoegl et al. are not entitled to rely 

upon their parent application, the Counts are unpatentable to 

then under 55 U.S.C. § 102(b). 

• * 

% 40 

Conclusion 

It is submitted that this Petition, requesting the 
Honorable Commissioner of Patents to exercise his supervisory 
authority, should be granted. 


Respectfully submitted. 


Vp G. . Jisn U.-7.. -0. 
rhey fdr the Party 


Joseph G. .uisr. 
Attorney th 
Shatv/uch et al. 
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CERTIFICATE OF r.ERVTC' 


I hereby certify that I have forvrarded one copy of . 
the foregoing "PETITION TO THE COMMISSIONER, via first class 
mail thisC f >^~‘ day of August, 1973 to Anthony W. Karanbelas, Esq., 
c/o Jar.es J. Ralabate, Albert Mahassel and Peter H. Kondo, Xerox 
Corp., Xerox Square, Rochester, N.Y. 14605, 
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nv. Jchn \.'wl r ' l - 


1 

2 

3 

4 

5 

6 

7 . 

8 
9 


which appeared to u3 at that tir.io to ratter soot. 
13 y hir.daluht, that judgment my or ray not be 
correct. 

EQ235. Ir. vieioic, 1*11 call your attention to Chattuck, 
c‘; al Inhibit "2C”. Thin lo the puce diccuasinc 
privileged documentu—allegedly privileged docu- 
mnta that hr. Hene cave uo during the riddle of 
your previous deposition taUlnj. 

V'iRt IiCh’1: £o you have a copy to put 


10 


in front of Er. l/eiclc? 

11 


Ift. V.'Aiall; Ye3# I do. 

12 

• 

Tila WmidfS: . C.K. 

13 

£0236. 

Eurlnj previous teatiiuony I asked you a question 

14 


concerning documento '’lA* prepared by J. Manual no 

IS 


and sent to you on March 26, 167^. I call your 

16 


attention to the fact that it vrao written by a 

17 


non-attorney to a non-attorney, and Mr. Hone 

18 


stated that it v.-ac prepared at the request or 

19 


under the instructions of an attorney. I will 

20 


ask you if you Knew tho identity of that attorney 

21 

A. 

Ye 3« 

22 

EQ237. 

Vho v;aa that attorney? 




23 


J. J. P.alabato 
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DQ288. 


A. 


DQ239. 




_ hr- ilcin v.ci^ic 

I will ask you, also, conccrninc document "l", 
the subject tatter ic identified ac "Invention 
Record". That expression has different meanings 
in different places. I will ask you, what docs 
it mean here? V.'as this in the nature of a dis¬ 
closure cubaitted to the Patent Teparttent, 
a proposal that a patent application oe crafted? 
What was it? Will you please characterize what 
you have called "Invention Record"? 

HR. HCIIE: Dr. V.’eicle, I'll perirdtt you 

to describe the type of document that an 
Invention Record is without specifically 
referring to the contents of this—of the 
particular Invention Record hero at interest. 
An Invention Record here at Xerox or on Invention 
Proposal is a statement by a person who ha3 con¬ 
ceived an idea or observed results which he 
believes iray have sufficient merit as an innova¬ 
tion to bo considered for a patent application by 
Xerox Corporation. 

I-Jay we then draw the conclusion that on the date 
of April 2, 1370, Mr. Marxd.no was proposlns that 
a patent application based on hlo work be filed? 
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-Ji!/ 

ITr. Jchr. Vslr.le 


t 

A. 

JTo, olr. 

2 

K1290. 

Vhy not? 

1 

A. 

Ko wod proposing that sev/s old work of hi3 bo 

4 


considered ns to vihethor It would have nerlt In 

S 


terns of utility, value to Xerox, Innovation, 

6 


and ell the things which go Into Judgment for 

7 


proceeding with a patent application. It Is our 

8 


cuntcn at Xerox to request inventors to submit 

9 


things regardless nn y & s P cct patentability 

10 


or other legal natters. 

11 

DQ291. 

Po Mr. lVxr.xA.no was raiding this submission in 

12 


April— specifically, on April 2, 1970# 1° that 

13 


correct? 

14 

A. 

That’s what the record cays. 

IS 

DQ292. 

V/as it cn a form entitled, "Invention Record"? 

16 


Vfas that a title presented on a form? 

17 

A. 

I’m sorry, I don’t recall about this particular 

18 


one. Vhether It was on a form or not, it would 

19 


hnva disclosed the innovative idea or results. 

20 


It would have boon signed and vritnessed and under' 

21 


stood. 

22 


m. VALSH: Wall, I really don't know 


hovj I can proceed to ask quest Jons In roll'd 


23 
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IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF PATENT INTERFERENCES 


»f- 


! 3 "M1:;' 


Shattuck et al 


v. 


Hoegl et al 


Interference No. 98,047 


TO: 


NOTICE OF TAKING DEPOSITION 

Anthony W. Karambelas, Esq. 

Xerox Corporation 
Xerox Square 
Rochester, New York 

Attorney for the party Hoegl et al 


. JJrJ 
7'lj'i 


I .• ! I 

' ^ \ 

I 7 


K 


SIR: 


PLEASE TAKE NOTICE chat pursuant to the Federal Rules 
of Civil Procedure, commencing at 10 o'clock in the morning, on 
the dates stated below, at the offices of Wiser, Shaw, Freeman, 
VanGraafciland, Harter ?< Secrest, 700 Mid town Tower, Rochester, 
New York 14604, the party Shattuck et al shall take the deposi¬ 
tion upon oral examination of each of the following persons: 


Giacomo Barchietto 
Helmut Hoegl 

John W; Veigl 
Peter H. Kondo 

Anthony W. Karambolna 


F.ontrigonc, 

Borgosesia, VC, Italy 

25 chcnin des Palettes 
1212 Grand-Lancy, 
Switzerland 

534 Wahlmont Drive 

West Webster, N. Y. 14580 

Xerox Corporation ? 

Xerox Square 
Rochester, N. Y. 

Xerox Corporation 
Xerox Square 
Rochester, N. Y. 


February 20, 
' 1974 

February 20, 
1974 


February 20, 
3974 

February 21, 
1974 


February 21, 
1974 


Thu depositions shall continue from day to day until 
completed. 

You are invited to attend and to examine the witnesses. 
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Pursuant to Rule "5 of the Federal Rules of Civil Procedure 
a subpoena duces tccuin shall be served upon each witness. The 
designation of the materials to be produced by each witness 
pursuant to such subpoena is attached to this notice as Schedule 


A. 

Dated: February 11, 197*4. 


Pm-*' 

JOSEPH vi. l.'i^LSH, ESQ. 

Attorney for Party Shattuck et al 
Monterey and Cottle Roads 
San Jose, California 9511^ 

Tel.No. '403-227-7100 
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Schedule of Documents for Subpoena Duces Tccum % 

To Be Served on Witnesses Identified in the 
_ Accompanylnr-, Notice ___ _ __ 

All documents referrlnG to work done before August 1, 
1964, that comes within the terms of the Count (i.e., claim 1 
of Shattuck et al. United States Patent No. 3>484,237) of 
Interference No. 98,0*17 between the parties Hoegl et al and 
Shattuck et al now pending before the Board of Patent Inter¬ 
ferences in the United States Patent Office. 


S''h -ilitIf A 
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PROOF OF SERVICE 


I hereby certify that on February 11, 197 1 *, I served a 
copy of the f o rejoin , : j Notice of Taking Deposition upon Anthony 
W. Karantclas, tjhe attorney for the party Iloccl ct al, by 
mailing a copy thereof to him at his address as set out in the 


notice. 

Dated: February 11, 197 ^- 
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Patent Interference 9G,047 



ltituMitAitait. Chavi s. Donohue »v Haymonii 

3k IIOCHKPKf-l.r.14 I'LAZA 
Nrw YOTCC N. Y. IH»W 
ai3 — 4mi*:inon 
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ITEM No. 9 


t.rn v to 

v..! i K'.l * »i * .i aiiJHSn. 

,\i IUV. U ' ,i Oi»#Vl iv.»C* 

xi no>: ;: 0 ‘ iaiu*. 

liOw!l!.Sll It. NCW YOKK 14C44 

May 3, 1974 


Hon. Haro 1 ci P. E u r ke 
United Staten District Judge 
United Stater. District Court 
Western District of New York 
United .States Courthouse 
SLuto Street 

Rochester, New York 34614 

Re: 8h at tuck , et al. v. H oog l, e t al. ^ 

Your Honor: 

Enclosed herewith please find a brief in response 
to tlie supplemental memorandum in support of an order i~o 
shpw cause filed by the party Shattuck, et al. 

In addition, because of the serioww^rrrrfc the 
charge of fraud raised at the oral presentation by Joseph G. 
Walsh, counsel for the: party Shnttuck, et. al. and I Ell 
at the hearing conducted before your honor on April 30, 1974 
accusing the Xerox Patent Department of perpetrating a fraud 
on the United States Patent Office, a very brief memorandum 
is being submitted responding specifically to this accusation. 

We believe that the briefs will show that the 
charge of fraud is frivolous ancl is made only for the. purpose 
of piercing the attorney-client privilege and of permitting 
carte blanche inspection by IBM of confidential records of 
a competitor. 

Since the issue is so important to the parties 
and v/ith respect to the doctrine of privilege in the Second 
Circuit, we will move the Patent Office now for an extension 
of time so that you may study the briefs at your convenience 
within the ambit of your normal schedule, should you so 
desire. 


Respectfully submitted, 

(Uc(.iu;(■ O l 


lU^cj f-l-' 
w W. Karai 


Enclosures 


Anthony VP/ Karambelas 
Attorney for the Party Hocgl, et. a 
and Xerox Corporation 


Xl HUX i XlRi'OllMlOfl CONNI.CIkXII -j 1 
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MEMORANDUM OF LAW SUBMITTED 
ON BEHALF OF PARTY KOEGL ET 
AL. IN RESPONSE TO FRAUD 
ACCUSATION AND IN OPPOSITION 
TO MOTION OF PARTY SIIATTUCK 
ET AL. FOR FURTHER DISCOVERY 
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MEMORANDUM 


On April 30, 1974 before this Court, Joseph G. 

Walsh, attorney for the party Shattuck et al. and IBM, the 
real party in interest, reiterated certain allegations of 
fraud and in addition stated in substance that he considered 

1 / 

this to be fraud perpetrated by the Xerox Patent Department. 

The party Hoegl et al. considers this to bo an ill informed, 

irresponsible and completely erroneous accusation which 

must be separately addressed. It is respectfully submitted 

that the following chronological review of pertinent events 

which clearly refute this spurious accusation will clarify 

the acts involved and put into proper perspective the 

accompanying memorandum with regard to Privileged Documents. 

In 1963 and 19G4 Mammino and Salasny, employees 

of Xerox, conducted certain experimental work using PVK and 

TMF in a wide range of proportions that spanned the ratio 

that is the subject matter of this interference. This work 
✓ 

was not considered by them or their superior to be of any 

significance, and was not reported to the Patent Department 

at that time. (Note April 5, 1974 deposition of John Weigl, 

2 / 

page 81, A. to DQ156, page 82, A. to DQ360.) 

' in 1964 Hoegl and Barchietto, completely unaware 
of any work done by Mammino and Salasny (or by any others ), 
independently conducted certain tests using 1:1 PVK and TNF, 
and recognized the utility of their composition as a xero¬ 
graphic photoconductor. This work was reported to the Patent 


1/ Pages 21 and 22 of transcript attached. 

2/ Pages 81 and 82 of Weigl transcript attached. 
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Department, and a patent application was prepared and filed in 
January, 19GG. At that time IJocgl and Barchietto believed 
themselves to be the original, first and joint inventors,•and 

so did the Patent Department. 

In 1970, six to seven years after the Mammino 
and Salasny work and after issuance of the Shattuck and 
Vahtra patent, the Patent Department and the cognizant techni¬ 
cal people conducted a diligent review of all available records 
to determine if Xerox might have a prior claim or right to 
the invention defined in that patent. This is a normal, 
proper and expected activity of any patent conscious organiza¬ 
tion. As a result of this review, the work of Mammino et al. 
came to the attention of the Patent Department for the first 
time and the pertinency of the pending patent application 
of Hoegl et al. was determined. Immediately, parallel 
considerations were undertaken to assert the Xerox rights 
either through the Mammino et al. work or the Hoegl et al. 
application. An application was then drafted based on the 
Mammino work in order to permit prompt action, in case 
it was determined that Mammino had made a patentable inven¬ 
tion. 

During these deliberations, careful evaluation 
brought forth the recognition that the Mammino et al. work 
done in 1963 and 1964 had been ignored as of no significance 

for six to seven years-until 1970. Under the foregoing 

facts, and under the long established doctrine in Patent 
Law going back to Mason v. Hepburn , 13 App. D.C. 86 (App. 

D.C. 1898)7 the Mammino et al. work was an abandoned inven¬ 
tion or abandoned experiment of no effect with respect to a 


. Finkel, 142 USPQ 26 attached. 
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subsequent worker who independently makes the same discovery, 
recognizes its significance, and proceeds v/ith reasonable 
diligence to the filing of a patent application. (also 
see 35 U.S.C. 102(g)). 

Recognizing these facts, and the law, the Xerox 

Patent Department attorneys (and outside counsel) concluded 

that as between Mammino et al. and Iloegl et al. , Hoegl et al. 

was a'c the time of filing his original application, and 

remains forever the original and first inventor under the 

law of the issue of this interference. In fact pursuant 

V 

to P. 0. Rule 20] (c) it became the obligation of the 
Patent Department to make this legal determination. 

• Therefore, since Hoegl et al. filed their original 
patent application as the result of their independent work, 
their continuing assertion that they are the original and 
first inventors of all claims supported by that application 
is proper under the patent law, and is not in any way even 
tainted by fraud, regardless of whether or not at some date 
subsequent to their original filing they learned of the 
abandoned work of Mammino et al. The Patent Office 
has already ruled twice (first by the Primary Examiner and 
.later on Petition to the Commissioner of Patents) that the 
original Hoegl et al. application supports the issue of this 
interference. 

Xerox resists IBM's efforts for discovery so 
vigorously in this proceeding because IBM is a competitor 
of Xerox and it should not be allowed to pierce the attorney-client 


£/ Copy of Rule 201(c) attached. 
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privilege through a conclusory and frivolous argument of 

fraud. That the argument is frivolous is shown not only 

by the above chronology but is confirmed by previous action 

of the Patent Office in denying IBM's discovery on this very 

same broad allegation of fraud in its decision of December 20, 
5/ 

1973, a copy of which is attached. 


( Li CTfit f t cl rust 

Anthony W. Karambelas 
Attorney' for the Party Hoegl, et al. 
and Xerox Corporation 


5/ Copy of Patent Office decision December 20, 1973 on motion 
~ by Shattuck, et al. for discovery, sec page 2 especially, 
first full paragraph. 
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cally refor to the prior vfork of Mammino, 

otherwise they wouldn't have teen listed 

► 

there, Thai v:e:> r. list of docwftor.ts* which 

i 

I 

do refer to that v.’ork. Obviously if the | 
ai®n write memoranda referring to the work; 
they mast bc/vc known titoui* >i>v. l.-Co.; | 

memoranda were written before they sinnedi 

’ ‘ I 

their Preliminary Statement. They were j 

% 

» 

written bal'cre they sienc-3 their cufcatitv.ta 


declaration in narch, 1972. That Marsh* j 

t 

I 

1973 supplemental declaration specifically 

. 

said they are the first inventor. 

I!r.' Hone seems to be basins some 
defense on the fact; that tho specific 
words "first inventor" aren't in the 
Preliminary Statement. For whatever 
comfort ho can t-t from it, lot him have 

i 

it but vi.v'.y ere in tho substitute declare. - 
tlcn which v.'ao ui^nod. 


I rfu: :htr rr.tmifc, your lfcr.or., 
that tho Crowd hr re :“s ccr.nit.tod t 
•i:.o Vert.;. v L\;.\v.ruv;<iv. tit:. 

Ja.-rCor.v of t: uovk on which the : : 


FOOTNOTE 1/ 


4 








I 
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h^d rcquofited a patent; application to 

.. ■ . . * . i 

be filed on which they had trade two 
drafts cf ;;.n application., with JcnowlcfiS' 
of all that ‘..-eric dene before 0 the v*cr!-: 
in S-jlfcace-icrid, they allowed those .state- 
rsents to be &.ic*icd '»y the people in 
Sultzerlsad and never called it to th>. 
attention of the Patent Office. 

I r»v.‘>silt that the public intereat 
dea&nds a fell disclosure of this. 
only way te have the full dir-closurt- is 
for your Honor to c-rdcr production of 
those allegedly privileged documents. 
Than!: you* year Honor. 

Till'. COUnT: Are you going to have 
your brief by Friday? 

KR. pens: Yes* 1 will. 

• Tiir; b’OUHT; I will dispose of ti 

s. 

pioraptly „ 

• •••■ Th.arf: veu very nr!*. 

j! ;. V” H!: Tr. you w"' s 


k , .. t,* » 


c.V’M*: fridry ni l 3 t '• t»- ' 

• •' j ■ : *4 v 1' i • 1 •' - 

FOOTNOTE 1/ 















9 
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help since it establishes that while sili¬ 
cone release agents have been incorpo¬ 
rated in tlic mold, they arc generally 
applied to the surface of the mold in¬ 
stead. 

Rainer, as one who lia3 copied claims 
from a patent, is subject to the rule 
that “all doubts must ho resolved 
against the copier." Jopson v. Coleman, 
supra. As stated in Jenson, “* * * it 
is not a question of whether one 
skilled in the art i night he able to con¬ 
struct the patentee’s device from the 
teachings of the disclosure of the appli¬ 
cation. Rather, it is a question whether 
the application necessarily discloses 
that particular device. See Crome v. 
Murrogl), supra.” 

Since wc cannot find that Rainer’s 
application churlij discloses the incor¬ 
poration of silicone release agents into 
the gasket composition, we are obliged 
to aiiirm. 


52 CCl'A 

Court of Customs anil Patent Appeals 
Lorenz v. Finkl 

Appl. No. 7125 Decided June 23, 1064 
Rehearing denied Nov. 5, 1004 

PATENTS 

1. Hoard of Appeals — In general 

(5 19.05) 

Pleading and practice in Patent OUioe 
—In general (§51.1) 

Under .75 U.S.C. 133 and 131, appli¬ 
cant need only prosecute application 
within six. months after any action by 
Patent Oifiee on application or he may 
appeal to Board from examiner’s deci¬ 
sion after any claim has been twice 
rejected; Congress did not intend that 
applicant should be able to prosecute 
application indefinitely before Oilier; 
orderly administrative process demands 
end to prosecution. 

2. Abandonment—Application (§ 10.3) 
Interference-—In general (§11.01) 

Pleading and practice in Patent Cilice 
— In general (§51.1) 

Following final rejection of claims on 
art, applicant did not appeal; in.-lcad, he 
filed uninndmoel which examiner did not 
enter lmt wliieji examiner slated would 
be entered, if requested, for purport's of 
appeal only; examiner did not regard 


M3 U Sl’Q 

amendment to bo a complete and proper 
response to rejection; lance, application 
was abandoned; examiner’s sid'seqiicnt 
actions (after expiration of appeal time) 
including suggestion of claim for inter, 
foivneo did not revive abandoned appli¬ 
cation sime authority for revival hat 
not been delegated, to examiner but is 
retained by (Vmmisrionor; since applica¬ 
tion was abandoned, applicant is not 
entitled to prevail in interference. 

3. Interference — Issues determined 
(3 11 . 13 ) 

Question of whether application in in¬ 
terference is abandoned is ancillary to 
priority; question having been properly 
raised by opponent. Board of Patent 
Interferences has responsibility of de¬ 
ciding it. 

Particular patents—Removing Gases 
Finld, Method of Removing Deleterious 
Gases, application awarded priority 
against Lorenz application. 


Appeal from • Board of Patent Inter¬ 
ferences of the Patent Oifiee. 

Patent interference No. 01,2.31 between 
Albert Lorenz, application, Serial No. 
750,107, filed July 22, VJU3, and Charles 
\V. Fink!, application, ferial No. 777,001, 
filed Dec. 2, 1930. From decision award¬ 
ing priority to Finkl, Lorenz appeals., 
Allineed; Rich, Judge, dissenting with 
opinion; Smith, Judge, concurring with 
opinion. 

Brmss, Dinklagi: & SrnvNO, New 
York, N.Y., and Martin T. Fisher, 
Washington, D.C. (Ralph Di.'iiiig.u:, 
New York, N.Y., of counsol) for ap¬ 
pellant. 

Parker & Carter, James G. Staples, 
and Arthur 1L Botmcm.u, all of Chi¬ 
cago, Ill., for appellee. 

Before V/ORI.ky, Chief Judge, and Rich, 
Martin, Smith, and Almond, Asso¬ 
ciate Judges. 

Martin, Judge. 

This appeal is from the decision of 
the Board of Patent Interferences 
n''.aiding priority of invention to the 
junior parly Finkl 1 in InteiTcimsco No. 
91,201 on the fob; basis that the other 
application in the interference, serial 
No. 750.107, filed July 22, 1053 by tin’ 
senior party I.orenz, is an abandoned 
application. 

The record reveals (hat all I'm claims 
of tlie L'lVeiix application iiuinbered 1 
through 0 were finally rejected solely 
on art by the examiner on June 1'.'. 

l The Finkl ApplSe-diMi Invnhvd In the 
Iniei fereneo is icrinl No. Vi7,001 lilt'd o" 
December 2, 1933. 


Lorrnz v. Finkl 


FOOTNOTE 3/ 
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ll'IiO. 2 Tha end of tlio six month stat¬ 
utory period for response foil on De¬ 
cember ID, Il'-Vd, end this bains: a Sat¬ 
urday, l.tiruiz h:ul until Dort-mliur 21, 

to make surb response as the con¬ 
dition of the ease required. 

On December 7, l!)5f>, Loren/, sub¬ 
mitted a paper requestin;' that certain 
iiniejidments bo made in finally rejected 
rlaima 1, 4 and 0 :t “to more succinctly 
define the present invention and to ren¬ 
der the claims pal.-ntnliiy definitive over 
the cited leJercnecs." In that paper, be 
nlr.o argued patentability over the cited 
art. Loton:-. did not tile an r.jipeal to 
the Board of Appeals. 

On Deeecembei 2.“, 1050, the oxam- 
iner sent a letter to Lorenz which is 
reproduced in toto as follows: 

Jtcsponsive to amendment filed Dc- 
cember 7, lo 50. 

Additional refi gmee mr’e of rec¬ 
ord: Vogt, 2,003,OGe, Sept. 21, 1.027, 
2110-31 Vac. Dig. 

The amendment dated December 7, 
103!) has been considered. If and 
when requested, the amendment will 
be entered for purposes of appeal 
only. 

tor purposes of showing that the 
use of a closed unitary zone is an 
expedient of the art, Vogt is cited. 

On May 20, J!)f>0, the examiner in 
n Idler to Lorenz suggested a claim, 

a The following claim appears Illustra¬ 
tive of the finally rejected claims In tire 
Lorenz application as ot June 10, 1000: 

1. The method of uegasifyim' molten 
metal which comprirea ruiuneing the 
metal in the molten si.de In a container, 
exposing the upper mi lace nt the metal 
to a prmsure effective to cruse gar dis¬ 
solved in tho molten mein) adjacent said 
upper surface io cmvijc irom the molten 
lnclal, said piTs .ure being inrli'eclivo lo 
cause dissolved l is in the molten metal 
remote from the upper surface to 
escape clue to tiro weight of the 
metal,, and introducing a p.as into 
lire molten metal a substantia! distance 
below said upper surface in an amount 
suilicient to ciin.se bubbling of the intro¬ 
duced ft.is lhroua.li the molten inelnl and 
to circulate the molten metal within the 
container causing perl inns thereof to 
move lo adjacent the exposed surface, 
v,hereby in.pro - ,,.] degasUJcallon of the 
inollou metal within the container is 
effected. 

a With respect lo ilHa.l ratlvc claim 1 
jsec footnote 2> Ihe amendment apiruvnlly 
involved chan ipu that claim so that the 
la ttnsl of lic.isifyin • tha inui'.tn ma'al is 
■aiiietl out in a "c.to isl unitary :'.oiie” 
i .Ha r |h:m in a •■container'* . •.<! also the 
I'Ura lo.lion of the .yes Into'the mol ten 
wm| io (he cleiine.l meliio.l Is "In a 
‘.vr.uiwardly iucliind direction." 


■ Fhihl _ 2 7 

“found allowable,” for purposes of in- 
tcr/crcncc. Thereupon Lorenz in tin 
amendment of June 3, lf>G0 requested 
that the suggested claim 4 be entered 
for purposes of interference. 

On August 1G, If GO, the interference 
was declared. In tho final paragraph 
of the letter of that date to Lotcuz, 
the examiner stated: 

Claims 1-G will lie held subject to 
rejection ns unpatentable over tho is¬ 
sue in the event of an award of 
priority adverse to applicant. 

On March 2, 19G1 the interference 
examiner stated that Finkl alleged no 
date in his preliminary statement prior 
to the filing date of Loren/, and gave 
notice that judgment on the record 
would he entered against Finkl unless 
on or before May 17, 1901, he showed 
good and suilicient cause why such ac¬ 
tion should not be taken. 

On May 17, 19G1, Finlrl filed a mo¬ 
tion to dissolve the interference contend¬ 
ing that “there has been such infor¬ 
mality or irregularity in declaring tl;e 
same as will preclude the proper de¬ 
termination of the question of priority 
of invention.” Finkl urged that the “ir- 
regnlariiy or informality in the declava- 
\ion of the interference i.> based on the 
fact that the Loren/, application was 
abandoned long prior to t he institution 
of this interference.” 3 

On October 12, 1001, the examiner 0 
denied Finkl’s motion lo dissolve stat¬ 
ing: 1 

* * * The sole judge ns to what 

•i The suggested claim which is the 
count of tlio interference reads: 

A method of removing deleterious 
gases from a confined vo'umc.of molten 
inctal in a receptacle, said method In¬ 
cluding the steps of subjecting the sur¬ 
face of the confined volume of molten 
metal to n vacuum sufficient to degas 
the molten metal, and simultaneously 
passing a .sufficient quantity of a carrier 
agent upwardly through the molten 
metal to induce a circulation entirely 
within the receptacle which brings sub¬ 
stantially undegasmi molten metal from 
remote aieas in the receptacle to the 
surface. 

a l'inkl also moved to dissolve on the 
basis that Iorcnz has no right to make 
tho claim In the interference. The exam¬ 
iner deified ihe motion to dissolve on that 
(•.round and the record indicates that F.nkl 
did not appeal the examiner's decision on 
this point. 

a Tho ricortl inritrnlCA that the same ex¬ 
aminer was Involved in the lc.lrr of 1).:- 
eeinlh'r 23. 1fiCil. the 1. Her uf May 20, 11 JO 
.Mi'vc.timg the claim i.ir interference, the 
declaration of UitonYivnce on August HI, 
Itkto, und the deet.mn of October 12, Will. 











A-227 


Lorens i». FinJ;l 


142 USPQ 


28 


constitutes “appropriate action” is 
the. Commissioner of Patents and, 
through his delegated authority the 
examiner. Jt. is obvious Dmt the exam¬ 
iner had ivvcrsod lii.i decision us to 
patent ut.ii.ly of the Loren/, upplira-. 
tion r.flei the. presentation of the 
amendment dated December 7, 10511; 
that the unicniimeiit was responsive 
under Rules 113, lit! and 155 and that 
the application was in condition for al¬ 
lowance. 

On November 21, 19C1, Finkl peti¬ 
tioned the Commissioner of Patents to 
(n) ret aside, the examiner’s decision 
of October 12, ltKil, (b) declare tbc 
Lorenz application abandoned, and (c) 
direct the examiner to dissolve the in¬ 
terference. 

The Commissioner on December 7, 
10CJ. denied I'inkl's petition stating: 

Whether or not an application in¬ 
volved in interference has become 
abandoned is a question which is an¬ 
cillary to priority ntul can be con¬ 
sidered in due cour-c by the tribunals 
passing on that question (Itain et al. 
v. Jlaaselslrom cl a’., l'J-18 C.D. 107, 
35 CCPA fill, 70 USPQ 302). It is 
ordinarily desirable that this issue bo 
considered in that matter am! no 
sufficient reason is found for making 
an exception in the present cane. Ac¬ 
cordingly, the petition is denied with¬ 
out prejudice to the right of tlio peti¬ 
tioner to raise the issue of abandon¬ 
ment of the Lorenz application in sub¬ 
sequent. proceedings in this interfer¬ 
ence. 

The board then on September 28, 
1002 lulu tlmt the Lorenz application 
was abandoned and awarded priority 
of the subject matter in issue to Finkl. 
It staled: 

It is apparent that the amendment 
[of Dec. 7, 1050] was refused entry 
and the final rejection was not with¬ 
drawn. H is also apparent that the 
examiner was not impressed with the 
proposed amendment since his action 
indicated that changing “a container” 
which necessarily operated under 
vacuum conditions to "closed unitary 
zone” presented no patentable change. 
The Vogt patent accordingly was 
cited as showing that the proposed 
change represented only an “expedient 
of the ail.” 

' It is clear that for the response 
to be such as the condition of tlit: 
case required, tie' amendment should 
be such ns to pl.ee tin’ ease in con¬ 
dition li»,* sllcv.i'lne nr better condi¬ 
tion for- api cal end if the latter, the 
filing of an appeal. Those requisite* 


should have been accomplished before 
the statutory period expired. Lorenz 
met neither ol‘ tlie.se requirements. It 
would seem in view of the plain re¬ 
quirements of Rule 110 that ordinary 
prudence would have dictated the fil¬ 
ing of an appeal put later than De¬ 
cember 21, 1H59 if Izivenz intended to 
save the case from abandonment. In 
tlris connection it is to be noted 
that Rule JDi(a) states (with re¬ 
spect to amendments placing the case 
in lictlcr. form for consideration on 
appeal): 

* * * the admission of any such 
amendment or its refusal, and any 
proceedings relative thereto, shall 
not operate to relieve the application 
from its condition ns subject to np- 
peril or to save it from abandon¬ 
ment under rule 135. 

* • « 

It is true, of course, that the exam¬ 
iner could reverse his opinion , on 
patentability and withdraw the final 
rejection if the amendment of Decem¬ 
ber 7th had placed the case in condi¬ 
tion for allowance. The examiner 
— action of December 23rd plainly 
sliows he took no sueli action and 
the proposed amendment was rot en¬ 
tered. .Since no Appeal was taken,' it 
is believed manifest that Lorenz 
made no response within the statutory 
period suth as the condition of the 
case required. * * * 

Referring to the examiner’s letter of 
May 20, 1900, the board slated: 

* • * It is true that the examiner 
found allowable matter in the Lorenz 
application five months later when lie 
suggested the present count on May 
20, 1900, but we cannot agree that 
even then the case was in condition 
for allowance, since the ease still con¬ 
tained six chi inis tinder rejection 
without appropriate action by Isjrcnz. 

The board further stated tlmt the “sub¬ 
sequent finding of allowable subject 
matter came too late since the examiner 
lias no powc” to in cii'cct revive an 
'abandoned application.” 

Referring lo a contention by Lorenz 
that Finkl is in el fact attacking an 
action or ruling by the (Joninikif.ioncr, 
the hoard found it without merit stat¬ 
ing: 

* * * The examiner has never held 
in tin' involved Lorenz application 
tlmt tiic proposed amendment of De¬ 
cember Till was an “apprnprint'.’ ac- 
tiiti .” Uiuler the cireumaianees there 
is nothing befmc ns for review in 
this regard amt the ronieillinn llml 
wo have no authority to review the 
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action of the Commissioner necils no 
comment other than to say wo well 
recognize vo have no such authority. 
This is not to say that we cannot 
review the examiner's action since his 
action manifestly was not the Com¬ 
missioner's ncticn. 

Appellant urges that the December 
23, 1959 action rould and did validly 
withdraw the finality of Use rejection of 
the Lorenz application. Appellant con¬ 
tends that even if the December £3, 
1959 action did not withdraw the final¬ 
ity of the rejection, it did not irrever¬ 
sibly spell out abandonment of the 
Lorenz application, and the T-Tny 20, 
1000 action could and did validly with¬ 
draw the finality of the rejection. Ap¬ 
pellant farther argues that the Hoard 
of Talent Inlen'crrneoS did not have 
the right to review the examiner’s ac¬ 
tions. 

Appellee, on the other head, argues 
that abandonment of an application is 
ancillary to priority and that the 
I<orcn% application became abandoned 
December 21, by operation of law 

for luck of a complete and proper re¬ 
sponse to the fipal rejection of Juno 
19, 1959. The appellee contends that 
the examiner has no discretionary power 
to waive the requirements of the rules 
of practice. 

The issue l>cfore us is whether or not 
the application of Lorenz is r.n aban¬ 
doned application. The determination 
of that issue is governed by the l'nUnt 
Act of 1H52. 

[1] According to that Act, failure 
of nil applicant to "prosecute” an ap¬ 
plication within six months after any 
action therein, of which notice has been 
given or mailed to the applicant, results 
in the application becoming abandoned. 7 
An applicant for u patent, any of whose 
claims has been twice rejected, may ap¬ 
peal from the decision of the examiner 
to the board.** Tims an applicant need 

~3Tu.S.C. 133 rends: 

1133. Time for prosecuting application 
Upon failure of the applicant to prose¬ 
cute the application within six innnths 
after any ivlluii therein, of which no¬ 
lire baa been riven or mailed to the 
appllrai’t, or ve.ihln such shorter time, 
in it less Ilian tbi'ly n -vs. ns ll\rtl by 
the Conini- -.tinier in nidi art Inn, the 
npplic.il ion i.tnU be reunited as rbnn- 
il.int'd by tbn parlies there:;*. inili- s it 
Ik* .* iiiiwii In the e-'l:u:iton (*I tile Coiil- 

oii .-.ti.-.u-r lh.il Mirli delay was unavoid¬ 
able. 

•>33‘1I.S.C. 131 1 rails: 

5 i::l. Apueat to the Hoard of Appeals 
All applh-iilil tor a patent, any »>l 
whoso t'l.iinu ha. been twice rejected. 
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only "prosecute” an application within 
six months after any action by.the Tat- 
ent Odicc on ll.c application or he may 
appeal to (lie board from the decision 
of examiner after any of the claims 
had been twice rejected. Y/c think it 
apparent, however, that Congress tlitl 
not intend that nil applicant should be 
able to "piYiseeute” his application in¬ 
definitely before the Tutcnt Oiiica. An 
orderly e.dniinir.lrntive process demands 
an end to prosecution. 

It other, Congress authorized the Com¬ 
missioner to establish rules or regula¬ 
tions not inconsistent with law for the 
conduct of proceedings in the Patent 
OHiee.” These rules include: 

Rule 155 (in part) : 

135. Abandonment fer failure to 
respond within time limit, (a) If 
«n applicant fails to prosecute lii3 ap¬ 
plication veilhin six month:; after the 
date when the last official notice of 
any action by the Cilice was mailed 
to him, * ’ * tho application will 
become abandoned. 

(b) 1‘rosccnlion of an application 
to tare it from abandonment must 
include snelt complete end proper 
actiui as the condition of the ease 111 ay 
require. The admission nf an amend¬ 
ment not responsive to the last of¬ 
ficial action, or refusal to admit the 
same, and any proeerdin/is relative 
thereto, shall not operate to saiy- tho 
application from abandonment. 

Rule 113 (in part) : 

113. Final rejection or action, (a) 
On the second or any subsequent ex¬ 
amination or consideration, the re¬ 
jection or other action may be made 
final, whereupon applicant’s response 
is limited to appeal in the case of 
rejection of any clnim (rule 191), or 
to amendment ns specified in rule 
11C. ° * *■ Response to a final rejec¬ 
tion or action must include cancella¬ 
tion of, or appeal from the rejection 

may appeal from tlic decl'lon of the 
primary examiner to the Hoard of Ap¬ 
peals. having once paid the fee for such 
appeal. 

# 35 U.R.C. G reads: 

IG. Duties of Commissioner 
The Commissioner, under the dlreellon 
of the lYcii un v of Coiiinicri e, shall su- 
ici'iiitmil or i-orforni all dat'es required 
»y lav; ri-.<p:e!in-* Ihc cn-nlu: * and issu¬ 
ing of patents and tlic re ■.'stratum of 
trm'ein:;ri;i.; ami lie shell have charge 
of properly l>ehi»i: , .iii:t to lb.- Talent (*l- 
fire. lie may. subject to tlic apprinal 
of tlic Jhvrcta’-y «>t Conmiectai. e. i.ibb b 
riv.nlatto:::,, iu>l incoivdsh-rtl with lav.-, 
fur the «*‘inlu-:t oi pruuceoinjs in the 
Tab-Ill Oilii'C. 
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of, each claim so rejected and, if any 
claim stands Allowed, compliance with 
any requirement or objection ns to 
form. 

Rule 11C (in port): 

110. Amendments after finr.l action, 
(a) after final rejection or action 
(rule ilo) amendments mi: if be wade 
canceling claims or cr.nv.dpinft with 
a inf rujnirtMems of form which hits 
been vu:Jr, owl (intendments present- 
in if rejected elnim* in belter form for 
consideration on cppeul winy be ad¬ 
mitted; but the admission of any 
sitc.h uuic.idmcut or its refusal, cml 
any j>’ oeaedinys relative thereto, shrill 
vot jfrertiIc to relieve- the application 
from its condition as subject to ap¬ 
peal or to cove it from abandonment 
under rule lJb. [Emphasis ours.] 

[It] Applying tlie above rules to the 
factual situation before us. the action 
of the examiner on June 19, 1959 on 
the Lorens application v. as a final ac¬ 
tion. Although an appeal was due on 
December 21, 1939 Lorenz did not tile 
an appeal. As of December 21, 1959, 
the end of the statutory )>eriod for pros¬ 
ecuting thy application, we think the 
record shows that Loren: - , had not filed 
nn amendment which was a *'c anplete 
end proper action as the c. edition of 
the cuao may require” to save the ap¬ 
plication from abandonment. The claims 
stood finally rejected solely on art The 
proposed amendment tiled December 7, 
1959 whs not accepted as overcoming 
the art rejection by December 21, 1959 
as is evident from the examiner’s action 
of December 29, 1951), which indicated 
that the December 7 amendment, would 
be entered if and when requested for 
purposes of appeal only. If the examiner 
had regarded the amendment as a com¬ 
plete and proper response to the final 
rejection, he necessarily would have 
found the application allowable and 
there would have been no reason for the 
examiner to refer to an appeal. 10 

Moreover, we think it clear from 
the December 7 amendment itself that 
Lorenz did not necessarily anticipate 
this amendment to be a complete .and 
prO]MT response to the examiner’s final 
action of June 19. In liis remarks ac¬ 
companying that amendment Lorenz 
specifically recognized that an appeal 

in Although the record Indicates that 
the examiner on October It*. 19«l In hi* 
derision on hiukl’s motion stated, lor tin* 
first l nn . that- l.!»rcr.z's amendment dated 
Deivmlser 7. 195:) was n .-.poneive and that 
the :>|»t>!lr!*ti.'»n was in tviuifikK) to:* allow- 
ctiiv, the (i eord innicob s ilu.t ill *i niit- n.l- 
ii;i*n| lia-. never Ix-en entered in the opplt- 
cution. 
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might be necessary, using tbc following 
language: 

In view of the foregoing reconsid¬ 
eration of the rejection and allow, 
ancc of the claims as amend. .1 i. ; 
respectfully requested. In any evens, 
entry of the instant amendment is 
Wired ns it is halieved to pi-.re the 
application in allowable condition nr 
at least in better condition on appeal. 
[Emphasis ours.] 

Accordingly, since the clear import of 
the examiner's letter of December 
1959 was that the proposed amendment 
of December 7, 1959, did not constitute 
u complete and proper response to i1,<- 
examiner’s finr.l action of June IS), 195S', 
and since appellant did not file an ap¬ 
peal within the six month statutory 
time period, we agree with the hoard 
that the Lorenz application is aban¬ 
doned. As a result I/ireax -is not en¬ 
titled to prevail in the interference. 

We do not consider the examiner's 
letter suggesting n elnim fur interfer¬ 
ence on May 20, l'Jf.0 and bis subsequent 
actions to have the effect of saving 
I-orona's application from abandon mem. 
Section 152 11 permits revival of an 
abandoned application when “it be 
shown to the satisfaction of the Com¬ 
missioner,” that delay in prurceuiinr. 
was unavoidable and no such slowing 
was made. Authority for so reviving 
an application has not been delegated 
to the examiner but is retained by Or- 
Commissioner under Patent Office Rule 
137.'a 

[O] We further do not agree with 
Lorenz that the lward links the right 
to review the examiner's uctionr. The 
question of whether nn application i» 
interference is abandoned is ancillary 
to priority. That question ln.ving i c.-n 
properly raised -by l'inkl, the l>o;u-d had 
iiic responsibility of deciding it. Haiti 
v. ltimsclstroin, 35 CCPA 811, lt'>5 1*. 
2d 130, 70 USl’Q 202. 

For the foregoing reasons, the divi¬ 
sion of the board is affirmed. 

Rich, Judge, dissenting. 

Tiie majority opinion, with all due re- 

uSee footnote 7. 
is Rule 137 reads: 

137. Revival of abandoned application 
An application nbaiiouncd for i.dhife 
pro-rente may be revived as a i" mt : 
application it it Is shown t<» il»«* • ' 

lion of tile Cf.Mimilssioner Hint th* >:> > ■ 
was unavoidable. A p.-litam t < 'ev.v. 
abandoned application must •• 
ponied by a VelifuV. .•■Inn::': 
rau es of (lift dii'V, liy 11 !■••• 

rvs|MiiiMi uide.-s it l’;.s t>een p:w •• : 
filed, and by the petition fee. 


V 


V 
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sped, though full of tin; icuuul and fury 
of many statutes and rule:., overlooks 
tlirce signifieanl factors. 

A 

Preliminarily. lids is not. :i cost: in 
which on applicant i:i being hold to 
strict compliance vvitli the 1’elcs of 
Practice of tin* United State Patent Of¬ 
fice in the int-vef. of preserving bound 
procedural rerpiira.nvntr,. 

Tliis is a ease in which an applicant, 
who lias p -acceded entirely to the atUis- 
faciwn of the Patent Ofiice, 1 and 1ms 
become involved in an interference due 
to proceil nree in United by the i’ulciit 
Office, is losiny; an award of priority 
to another inventor who, on the record, 
is the htirr inventor-—a Junior Party. 

This Junior Party, attempting to 
avoid the contest on priority winch the 
Patent Office set up and 'maintained 
through the dee minus cm mot ions, is 
raii.in.it a hue and cry based on a tech¬ 
nicality having uo bearing on the public 
interest or on the maintenance of proper 
procedure in the Patent Office. Having 
been pul under an order to show cause 
why priority should not be decided 
against him, the Junior Parly asserts 
the l-orem application was “abandoned,” 
though the Patent Office, under its cwn 
rules and practice, did not com-ider it 
to be. 

' I will now take up the three im¬ 
portant considerations which in my opin¬ 
ion demonstrate error in tiw conclusion 
of the majority and in the reasoning 
by which if is reached. 

I 

The first matter overlooked by the 
majority is that its decision flies straight 
in the face of this court’s own holding 
in J’.ain et nl. v. linsselstrom cl ah, 
35 CCPA fell, 105 l'YJd 130, 70 Ufil’Q 
302. That was a very carefully con¬ 
sidered ease on this very issue of nil 
application becoming abandoned by fail¬ 
ure to respond to a final rejection and 
being put into nn interference wherein 
the party who was defeated on dates 
attempted to win the priority decision 
by a technical claim of “abandonment," 
based on failure to respond to a' final 
rejection. 

1 know there ore factual differences 
on the basis of which nn attempt might 
be made to dh'liugi'Mh the present case 
from the Pain care, but no tuch attempt 
■has yet been made. However, there are 
</hi‘Wo<,ih there dealt with and decided 

i tip In the decision of (he ltnenl of 
Valent iulcrlcivic.", Which was the leal 
aft end t!:< only round of the fi'.’.llt hut 

by appellant. 


by this court which cannot be distin¬ 
guished from. 

Haiti was the Junior Party, lie tried 
to win, just as Finkl does he-", by a 
motion to dissolve on the. ground of 
informality in declaring the interference 
in that the H asset:.Loin application was 
abandoned by failure to reply to the 
final rejection. Pain’s case was even 
stronger then Finkl’n. .Vo response ■net 
ever -made lo the final rejection, 'll.s 
court held there was no abandomncal. 

The examiner had sent llasseh-trinn 
u letter suggesting a claim for i»r!•.*:•- 
lercnce, he made it anil the interfer¬ 
ence was declared, as here. The only 
difference from the instant case was 
that that examiner's letter was mailed 
before the G-month period ended. The 
interference was declared after the G 
months were up. 

Wliot this court decided, after brief¬ 
ing by the Patent Oftiec, on request, : 3 
well as by the parties, was that F 
destiny claims to an applicant for in¬ 
terference purposes is a new action -i r 
the case and thnr. the provisions of l!.:- 
rules (then llulo 77, now 135) about 
abandonment no longer apply. 

A “leading ease” in the Patent Office, 
was cited in Pain in which the claims 
were not made by tlie applicant uni I 
after the period allowed for response to 
o rejection (then one year). Coulson 
v. Callender ct ah, 1902 C.I). 305. Se. 
oral other cases also were cited follow¬ 
ing it, including llx parte lfohn et ah, 
1032 C.I).9, 14 UKPQ 175, ard Ex parte 
Lamer, 1029 C.D. 18. This court wro • 
a supplemental opinion on rehearing 
reiterating its position that suggestlny 
a claim is a new Patent Office action. 
It accepted what the Patent Oilicc staled 
to be its policy in the Kohn case, as 
follows, 70 IJSPQ at 305: 

Where claims are suggested to an 
applicant for interference puypon s 
such action is deemed, as held in the 
above referred to Conlson v. Callender 
et nl. decision, a new action in ihe 
case. In effect sueli action is an offer 
to the applicant of the allowance of 
claims for his invention if presented 
in the suggested form and if he can 
prove he is the prior in von jr. Tie 
provisions of Hole 77 are not deemed 
to extend to actions in caf.es in whir a 
claims are suggested for interference 
provided of course sueli claims we 
presented within the designated 
period. 

The result in the Haiti case, of 
course, was that llassel.-trniu et ul. 
were held uni to have abandoned their 
application though they vrrer made vr > 
response lehateeer to the final rejection, 
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been use* they copied suggested claims 
within the time given them to do so, 
that suggestion having been a new ac¬ 
tion by tlie Patent Oliicc. 

I know of nothing to prevent, an ex¬ 
aminer from withdrawing a final re¬ 
jection, r.ua r.pinle, to put nil applica¬ 
tion into tin interference in order to 
assure that iho patent goes to the proper 
first iiiveiiior. The. majority cite* none. 
In section 1JI hereof I show it is proper 
procedure. 

It seems to me that wlu-.t the exam¬ 
iner did here is in the public interest. 

I cannot agree with Die unsupported 
notion of tins majority opinion that 
Primary Examiners are without author¬ 
ity to revive abandoned applications be¬ 
cause of Rule. K>7 and an empty theory 
that the “Commissioner” alone retains 
that authority. Hut, ar. shown infra, 
wc are not dealing with revival here. 
Every pet done in the Patent Oliiee below 
the level of Die hoards is in the name 
of the Commissioner. 

Attention is called to Rules 1S2 and 
1£3 under which tHo “Commissioner” 
"when justice requires" can act outside 
of any rules he has made. These rules 
are not mentioned in the majority 
opinion. 

II 

The second point overlooked is that 
whether the application was ever in a 
state of ‘'abandonment” was entirely de¬ 
pendent on whether the amendment, 
timely filed on December 7, IDS!), was 
or was not responsive. 

If it was responsive, of course there 
was no abandonment. Either it was or 
ft was no/, and what anybody Ihonyltt 
about it is not controlling until there 
is n filial authoritative decision on that 
issue. Included here arc the first 
thoughts of the examiner and the prob¬ 
able thoughts of the attorney. They 
are <iuit c irrelevant. 

Let it not he overlooked that in this 
case, within all the rules and statutes 
cited by the majority, applicant made 
timely response to the lin.iil rejection, 
which response is alleged to he suffi¬ 
cient, under all the rules and statutes, 
to put the application in condition for 
allowance. 

If it in fact did rn, there was never 
any abandonment. 

On October V2 1001, Hu* examiner 
held the aui< inlnielll l.i he “responsive 
under Kuhv. till, lll> and l”a and that 
the upphculinn n*iix in condition for al¬ 
lowance.” (Air empbn.-'.lr..) 

It i-t id «» to be inferred that earlier, 
on May ■JO, IJMII, in hi:: “lew action" 
supgr.-.iing the claim, lie found llie ap- 
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plication to he allowable, at least with 
that claim in it. Only “allowsMe” ; p. 
plications can he put into inli t-.Vrvs.-e. 
Rule 201(h). Interference 1w and 
Practice, Rev iso & Caesar, Ch:.,.. IT. 

'J'hc Hoard of Patent Interfere-nci 
said: 

It is true, of coarse, that the- rraia- 
incr could reverse his opinion on o.-.l- 
entahility and withdraw the liaai re¬ 
jection if the amendment of Devi-i- 
her 7th liad placed the case in i-umr. 
tion for allowances. [My cmj>h:i.-i:-.j 

It also said: 

* * * nn examiner can reverse In’s 
judgment as to whether or not an 
amendment was responsive ami 
on a case which he jjrevioi'sli <'' 
abandoned. This is correct but •]>•-. •: 
not fit the situation here, sine. tl. 
examiner never held the nrac-mii'iicn 
was responsive and never pu-vion.dy 
held the case wax abandoned. Vi 
cannot read into the cxnnin. r’r a •- 
tions holdings which he did not make 
on tha record. [My emphasis.] 

I do not understand the last stateine;*!. 
The words following “This is <one*- r .' 
seem (a) a complete non-scaniior ai... 
(b) contrary to the fact of the^txaiv. 
incr’s October 12 bolding of r.-fia-it ivy 
quoted above. Wlmt did the board d 
ninnd, a label on the paper snyi: 
“Allowance, final rejection withdrawn". 
I do not sec how the examiner roe!; 
have made ai clearer ruling. 

I am unable to find how the boar; 
arrived at a finding of a holding by 
the examiner of non-responsiveue s 
ccpt by denying to him llie very vi, 
to change his mind which it hebi a- 
had. See infra part 111 for forlV.e 
on this right. 

The board did not go into Die merit 
of the amendment as a response am ■ 
if I understand its confusimr ei ii • 
at all, it held “There is notiiing be 
us for review in this regard.” 

Consequently Iho resjioimiveness • 
the amendment is not before iliD c<m> 
for review ns it was either no! 
the board or not decided by it i» • 
was. 

Th? examiner having held llvit I 
ninendnieiit put the case in roe.'.;. * : 
allowance, there never wan any a- 
donnient. 

Ill 

The unstated pivr'impliou in •' ■' 

Die rnlion.-di/alioi. of Die tii:i;« •'.:>• ' 
ion is Dial a reversal in Dii. « 
play havor with i r.labli l.isl ;-‘ 
in the Patent OHire. 'l'bc ritual 
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quite otherwise. It is tl.c affirmance that 
will piny havoc with theln. 

The place we hmh to see what 1 lie 
procedure *iow is —or is supposed to ho 
--is Ihc Manual of Patent. Examining 
Procedure (Ml’KP), upon which appel¬ 
lant hoio rtiongly relics and which tho 
majority wholly fails to mention, even 
those sections considered hy the hoard. 

The fallary into which the majority 
reasoning falls is the sumo oar which 
the ?.II’1: 1* warns the examiners ae.ninsl 
in 711.03(e), the lailuro to dLdinguixli 
between (l) “A picKion to revive an 
•i-hand’iifii ajiidicati'a - ’ and (2) “a jioli- 
tion ji-om an examiner's holding of 
abandonin'. ..i.“ (.My emphasis.) In 
other word ;, a Lidding does not errato 
on abandonment, if there is an aban¬ 
donment, you have to rev lee t lie apjdica- 
timi. Jiul if there in only a holding, 
yuii can ara,n: that it was vwong. As 
the. cited paragraph prints ovt—und 1 
iio!e this particularly in refutation of 
the majority opinio.i footnote!, 11 and 
13 and their related text—if one is 
petitioning to ravine, the application 
is assumed to bo “abandoned,” the mat¬ 
ter falls under Jlule 337 and the p.ti- 
tion ivcpiii os a fee of f 10. If the issue 
is whether the npplirution ever betaine 
abandoned ‘the putitk'.ii from such a 
holding comes under Hole lol and does 
not require a fee.” The majority dors 
not serin to auprccinte this criici'il dif¬ 
ference and ignores the ctustflr.ce of 
J!ule 181 and the procedure e&tahlii-hed 
under it. 

What wo hare in this case—the sole 
issue in the case—is only a question of 
phclltcr the application was ever aban¬ 
doned and until it is clear'that it was, 
revival and the law and rules rclatin;; 
to revival are wholly irrelevant. 35 
U.R.G. lol does not control in this situ¬ 
ation because it applies only v.hcie there 
in failure to prosecute within six months 
and the issue we are deciding is whether 
thcie was such failure. If our decision 
is afTirinative on that issue, then the 
application falls within section 133; if 
it is negative, the section does not 
apply at all. Therefore on the issue 
the section is irrelevant. To utilirc it 
in deciding the issue before tis is to 
indulge the logical fallacy of pclitio 
priucipii, or begging the question. 

Hut to get back to what the existing 
practice is. MPKP 500.07(c) says, in 
part (my emphasis): 

The examiner may withdraw the re¬ 
jection of Jiiwilji rejected claims 
win never l e de nis the romiiiions ap¬ 
propriate foe Mich action. If, fur ex- 
iiiupb’, new facts or reasons are pre¬ 
sented such ns -to convince Ihc ex¬ 


aminer that the previously rejected 
claim:; are in fact allowable, then Ike 
fin’ll rejection should he. withdrawn. 

* • * 

When a filial rejection is with¬ 
drawn, all amendments filed after the 
final rejection are ordinarily entered. 

This is my answer to the majority opin¬ 
ion's statement that the examiner la ic 
did not have the “authority” to do whet 
lie did because that Authority (assumed 
to be but actually not authority to “re¬ 
vive”) “in rct'iined hy the Commissioner 
under Patent Olliui linh 137.” 

Another significant paragraph show¬ 
ing what is the practice is MPKP 
1101.01 (n), as follows (my emphasis): 

)f. claims are sngyrated in an ap¬ 
plication near the end of the statu¬ 
tory period running against the case, 
and the time limit fur making tlm- 
claims extends In yaml the aid of the 
period, suelr claims will be admitted 
if filed within the time limit even 
though outside tlic six months' pe¬ 
riod AND AT/ihV THOUGH A’O 
AMENDMENT li’/l.R MAUL' HE- 
SFONSIVE TO Till! OF LICE AC- 
TIOW OUTSTA XUJXG AG A INST 
run CASH AT THL TIME OF 
SUGGESTING TllH CHAIMS. How¬ 
ever, if tlie suggested claims arc not 
thus made within the specified time, 
the case becomes abandoned in the 
absence of a responsive amendment 
filed within the six months’ period, 
ltnlo 203(c). 

Therein I see n clear recognition of 
what this court held in Hnin el nl. v. 
llasselstroni ct nl. f deem the majority 
decision to be. inconsistent with the 
spirit. •£ not the letter of this recog¬ 
nized Patent Ollicc practice. 

But it seems to me that the com¬ 
plete answer to the entire majority po¬ 
sition and to the erroneous position 
taken by the hoard is in Ml’KP 711.03 
(a) which reads (my emphasis): 

711.03(a) HOJ.PINO BASED ON 
INSUFFICIENCY OF ltESPONSH 
Applicant may deny that his re¬ 
sponse was incomplete. 

While the examiner lias no author¬ 
ity to act upon an application in 
which vo action by applicant was 
taken (luring the statutory period, he 
» wiii reverse- hir, holding as to 
whether or not an anrnidmciit ir- 
evivetl dining sink jieriml was re¬ 
sponsive ami act on n raso of 
character which be has pn r!<•«>.', 
held a In, i,(toned. THIS IS NOT d 

uf.vivah or an AitA\no\i::> 
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APPTJCA TION nvr Mh'llL’LY A 
HOLDING THAT Till-: CASH 
NliVlili A HAN DON D). See also 
714.03. 

1 cannot say more than that. The 
section tils (he present situation like 
the proverbial ;.lt»vc. L’ut., since the ap¬ 
pellant put pivotal emphasis on that 
section, 1 am at a loss to understand 
why there is no mention of it in I he 
majority opinion. It. in clear to me that 
if the majority decision ns new ex¬ 
pressed is to govern the practice, then 
changes me certainly going tc he re¬ 
quired in the Manual because the ex¬ 
aminer is no longer pom;; to Lu -ui- 
thorixed to give thoughful lcconsider- 
ation to his erroneous, sometimes hasty, 
first, responses and correct them l>y 
wilhdrnwing or oilierwisc undoing er¬ 
roneous holdings of abandonment. 

If the examiner’s first word is the 
last word on abandonment, as the ma¬ 
jority now seems to hold ~ then I do not 
see how any tribunal, including this 
court, can ever correct it. 

I think the decision below must he 
reversed to maintain the present salu¬ 
tary pr'etiecs in the Talent Oilico. 

Smith, Judge, concurring. 

Tho. majority opinion reaches what 
I consider to be the proper result in 
this case and I fully spree villi it. The 
purpose of this concurring opinion is 
to point out wherein I disagree with 
the views expressed in the dissenting 
opinion. To do so requires hut a brief 
recital of facts which are not discussed 
in the dissenting opinion hut which in 
my opinion make 3ii U.S.C. 133 deter¬ 
minative of the issue. 

After the final rejection of June 19, 
1959, Lo'0117. submit led an amend¬ 
ment ov 1 ecomber* 7, 1959. This amend¬ 
ment was not rate red. This is clear 
from the examiner’s letter of December 
23, 1959 which slates: 

The amendment dated December 7, 
1959 has been considered. If and 
when requested, the amendment will 
be entered for purposes of appeal 
only. [Emphasis added.] 

Thus, on December 23, 1959, more 
than C months after the final rejection, 

2 'Die majority opinion says: 

• * * sitter, the deer Dchnrt of the 
examiner's letter of December 23, 1059 
lias that tile propi* cd amendment of 
December 7, l!k.r), did not roix.litulo n 
complete and proper re. pm no to the ex- 
WilinrrV. mini action of June p.i, pc Jill 
since aitrellunl Kid not III- r/t u)i;t'til 
within tne six nioiitn staiuiow time 
period, v.r sp ree with ti e board jp.it 
the I.oruicv -application t> abaiidoned. 
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there was no rett/ionsii'c. aineinh.ii ,it up. 
Ivied in the rase. Appellant miphi v.« !l 
have requested entry of the in n mb 
luent for purpo.-en of appeal bit. j„ 
order to prevail presumably would l av- 
been required to show to the sali:ta,-I 
tion of the Commissioner Unit tile 
lay in ao requc.-.ting its entry “wn-. i,-,. 
avoidable.” Instead, this record :h >■.,.< 
that appellant did nothing. Tlnv, ii 
seems to me that .”.5 U.S.C. 133 i.j von- 
trolling. Under these circumstance, ap¬ 
plicant had nut prosecuted the upolica- 
lion within 0 months from the date of 
the final rejection and this secth.ii of 
the statute requires that in such eu e 
the application “shall he regarded as 
abandoned by the parlies thereto." The 
abandonment stands “unless it he 
shown to the satisfaction of Urn Com¬ 
missioner that such delay was unavoid¬ 
able.” It. is clear from the record here 
that appellant made no such shor.-iim. 

There is no provision in Title d.'I 
U.S.C. which sutlmrixes the sun rponle. 
revival Ly the I’nteut OiTice of aa ap¬ 
plication whirh has become ahendoned 
under 35 U.S.C. 133. Section 133 an 
thomes revival of such r.n HbanJ-.nui 
application only upon a shoving ‘i-i 
tlie satisfaction of the Commissioner” 
that the delay was unavoidable, u i.ero 
is no such showing' here. 

It seems to me that it but confus s 
the issue to concern ourselves wi»b the 
respective onihority of the examiner 
and the Commissioner in this situation. 
The fact, is Unit lire statute itself re¬ 
quires a showing of unavoidable delay 
to overcome the abandoned slut ui of 
an application where the abandonment 
results from the failure of l, ip appli¬ 
cant to respond timely to an Oince ac¬ 
tion. 

Likewise I find it irrelevant to dis¬ 
cuss the relative position of the parties 
in mi interference proceeding. Aban¬ 
doning an application under the condi¬ 
tions specified in section 133 may he 
some nvidcncc of an intent cither to 
abandon the invention or to conceal it. 
within the meaning of 35 U.S.C. 10:! 
(c) and (g). 

There is a public interest not only 
in nwnrding a patent to the first in¬ 
ventor hut nlr.o in not awarding if I" 
one who has by abandonment of bis 
patent application taken a first r.ep in 
p.'i'hnps depriving the public of l.m v. !• 
edge of bis invention. In such a :-itna¬ 
tion llio reasoning in Mason v. 1. i- 
burn, 13 App. 1».C. fill, 95-9ii »1-* *.•'. 
seems to be particularly appropriate. 
The court staled: 

Considering, then, this paiMi-m".! 

interest of the public in its I-.Mia 




X. 
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upon the question as presented heie, 
wo think it imperatively demands 
(hat a subsequent inventor of a now 
and lii'.i-fill maiitifncUiro or improve¬ 
ment wiio has diligently pursiesl his 
labors to the procurement or ii pat- 
oitt in good liiii li iiutl without any 
knowledge of tho preceding diseov- 
(■••ioK oi' nnotii”!-, shall, as against 
ihat oilier, who bus deliberately con- 
ceiileil tho knowledge of 1 1 is inven¬ 
tion from the public, he regarded 
nr, the real inventor and as sueh en- 
ti Lied to ii is re wan!. 

* V V 

The true around of the doctrine, 
we n PI' rehem!, lies in the policy and 
spirit of the patent laws and in the 
nature of (lie equity that arises^ in 
favor of him who giver, the public 
the benefit of the knowledge of his 
invention, who expends l.is time, 
labor, and money in discovering, per¬ 
fecting, and patenting, in perfect 
good faith, that which he and all 
others have liee,i led to believe has 
never been discovered, by reason of 
the indifference, snpincacss, or wilful 
act of one who may, in fact, have 
discovered it. long before. 


add to section 101 tbu further require¬ 
ment that sueh process is useful only 
when a use for a known end product is 
disclosed is improper armralion of au¬ 
thority delegated to Congress by Con¬ 
stitution. 

2. I’alcutabilily—Sutiji el matter for pot¬ 

ent monopoly—Pri»v:.s, product ar.d 
apparatus (SSI.CIS) 

Talc'd ability—Utility' (S Cl.Vo) 
Spec'dloation—Suf'icieuey of disclosure 

(§ C3.7) 

Process is patentable, if it produces a 
product even if product is ut>l known <-v 
proved tu be. useful, all hoiiT?li 23 U.tt.C. 
101 : ‘quires that product be useful t<> be 
patented; specification rued not show 
how to use product of claimed process; 
where* claimed process produces known 
product, it is not necessary to show 
utility for product. 

3. Patentability—Utility (§ 51.73) 
Process is useful, as a matter of law, 

if it operates as disclosed to produce its 
intended mailt or perform its intended 
function ami if it is not, in operation or 
result, detrimental to public interest. 

Particular patents — Organic Com¬ 
pounds 

Munson, Preparation of Organic Com¬ 
pounds, rejection of claims 2 and 3 of 
application reversed. 


52 CCrA 

Court of Customs am! Patent Appeals 
In rc IdANfcON 

Appl. No. 7) JO Decided June 25, 1004 
Rehearing denied Nov. 5, 1001 

PATENTS 

1. Affidavits—In general (§12.1) 
Interference—In general (§41.01) 

Patentability—Subject matter for pat¬ 
ent monopoly—Process, product and 
apparatus (§51.013) 

Patentability—Utility (§ 31.73) 

35 U.S.C. 101 docs not justify require¬ 
ment that, before applicant may have his 
claims to u now process placed in inter¬ 
ference with prior patent to determine 
priority of invention pursuant to section 
135, he must show (Rule 204(h)) that a 
utility for known compound produced by 
process was known at time ho invented 
piocess; as defined in lection 101, a 
process is a separate category of pat¬ 
entable invention; mooes* which operates 
as disclosed to produce known product is 
u-vful within meaning of section 101; to 


Appeal from Board of Appeals of the 
Patent Cii'co. 

Application for patent of Andrew 
John Man; on, Serial No. 3,01)3, filed Jan. 
20, ItliiO; Patent Oi’iee Mechanized .Divi¬ 
sion A. Prom decision rejecting claims fi 
and 3. applicant appeals. Reversed; 
Worley, Chief Judge, dissenting with 
opinion. 

LAimi.'PTE &. Laurence (Dean LAunr.Ncn 
nnd .1 o:in L. WHITE of counsel) nil of 
Washington, D C., for appellant. 
Clarence W. Moons (Jor,’.;pn Sciummet. 
of counsel) for Commissioner of Pat¬ 
ents. 

Before Wont.r.Y, Chief Judge, and Rich, 
Martin, Smith, and Almond, Asso¬ 
ciate Judges. 

Smith, Judge. 

Tho single legal issue presented by 
this appeal is whether an applicant for 
a patent on a urn’ process for making 
a l.noiru compound must establish a 
utility for such eomuound, in order • 1 
satisfy the requirement* of Rule 201 
(h) preparatory to having an intcrUr- 
cme declared between his application 
and a prior patent. 

It is unnecessary to encumber Has 
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primary cxaminor, except. under the provisions of rule. 1%, without 
I ho written authority of the CoiTiiiiis::ionoi*, ami then only for (he. 
consideration of matters not. already adjudicated, sutlicient cause. be¬ 
ing shown. 


iNvi::rc r-nrcrca: 5 ; : i>KF;r,TnoN\ i'iikpauation, 

r^CLAilAVi'CA 


201. ih'frj.ition, when doclorcd. (?.) All interference is a pro 
cecdihg instituted for the purpose of determining the question of 
priority oJ invention belveon two or more parlies claiming suit.!ini¬ 
tially the same patentable invention ami may be instituted as soon as 
it. is determined that common patentable subject metier is claimed in 
a plurality 0 f applications or in an applies lion and a patent. 

(b) An interference, will In declared bet ween pending application:-, 
for patent, or for reissue, of different, parties when such applications 
contain claims for substanf ially the same invention, which are allow 
aide in the apj lication of each pmty, and interferences will alt.) be. 
declared between pending applications for. patent, or for reissue, 
and unexpired original or reissued patent.*;, of different parties, we. u 
such a^ plications and patents contain claims for substantially the 
same invention which arc allowable in all of tbe applications in¬ 
volved, in accordance, with the* provisions of tliose rules. 

(c) Interferences will no! be declared, nor cont inued, between ap¬ 
plications or applications and patents owned by the same party mi! rw 
good cause is shown *1 heiefor. The parties shall make k own any 
and all right, title, and interest. .aJi'ccting the ownership of any appli¬ 
cation or patent- involved or essential to the proceedings', not recorded 
in the Patent Office, when an iutorfcrcnco is declared, and of chan/-; 
in such right, title, or interest, made after the. declaration of the inter¬ 
ference and before the. expiration of the time prescribed for seek¬ 
ing review of the decision in the interference. 


SS U.S.C. lit'', interfere,nci. (a) Whenever au application Is nmdo for r. 
patent. which, In the optuion of tlu> Commissioner, would interfere with un.i* pi' *d- 
Int: application, or with any unesplred 1 ateut, be Khali pi'-c notice thereof to the 
applicants, or applicant and patentee, as tlu> case uiay be. The 'juestion of pri¬ 
ority of hiwnlioii iiliall hr determined by a hoard of patent intmVronfco (eoa- 
BiHting of throe examiners of intrrfereneca) whoso decision, tf advene to the 
claim of na applicant, tdiali constitute the linal refusal hy tli’e Palcut Olfnv of the 
cluiim; involved, and the Coinndsiloner limy inane a patent to tho applicant, 
who Is adjudged the prior inventor. A linal judgment adverse to a pal •nice 
from which no appeal or other review ins been or can ha taken or had shall ion- 
r-tituto cum citation of the claims imolvtd from the patent, and notice Hereof 
shall be endorsed on copies of the |iinelil thereafter distributed by the Pa;, at 
(Itlnv. 

tb) A claim wide*' h<tho sfitna nr, or f. :• tli? mine or r.ihslantlnU.v the saw 
j'vl matter a-', a claim of an l.-Mied pat. at may uni l.c made in any npplic.iii'in 


Rule** «*f h.ulicc—J.mw.ny 1070 


FOOTNOTE 4/ 
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uiiU>:ut kucH a cftilm Is nfarte prior to one year from |.bp <bile on wlilcli Oio pulvnl 
wmt prniitvil. 

(p) Any nffroomint or uiKicrMnii (in:; between parties to on interference, 
Im’ludlnr: nny collateral nrrecinouls referred to therein, mil do in connection 
with or in conicinjiliitIon of the termination of the interference, uli'itl is* in 
wrllin;; find n true copy thereof filed In tin* l’ntent Oiilce before the termination 
of tlie Interferenert cs between the said parlies to the agreement or under- 
Rtniii'diir,, If ony parly IIIIuk the r.tinu no requests, the copy shall be kepi 
rope rule from the file of the interference, nnd mode available only to Govern- 
me.il agencies on written request, or to nny person on n showing of Rood came. 
Ft,ilo 10 to ilio the copy of well agreement or uiirtcrstamllng Khali render per- 
nuiiienlly uticnforeenblc Kiich agreement or uiulerr.tnndln;; and nny patent of 
Kuril part ion Involved in (lie Inter fereneo or nuy patent subsequently Issued on 
nny nppilcptlftii of Mich parties .u Involved. The Commissioner nifty, however, 
on n shoving ni pood cr.u. e for failure to file within I lie time prescribed, jKirmii. 
tl.e flit).; of the npreement or uinii rrlnndlnq iltuiiiK the six-month period sub¬ 
sequent to the temiirr.tiea of the inlerferencc ns be tween the portion to the 
agreement or undefstandh'^. 

The (’oin’iilssioner sliall give riel lee to tiro parlies or their attorneys of 
record, a reasonable tlrii*' iirier lo raid termination, of the filing requirement 
of this Kc-et ion. If I ho Commlrsicmor fives such notice :ll n lnier time, irrespective 
of l i e right to file kucIi agreement or vnderrtundin!! within the r.lx-jeonth period 
on ti iliowing of good cuiisc, tlie parlies nicy file rucli agreement or understand¬ 
ing wllldn sixty days of the receipt of such notice. 

.Vn.v dlseietioim y nction of t!ie Cot!iorl7»iener under this subsection sbali be 
rcvicwabk* under seel ion 10 of the Administrative Procedure Act 

20*?.. Preparation for interference between applicRlions; prelim¬ 
inary inquiry of junior applicant. In order to ascertain whether 
nny question of priority arises between applications which appear to 
interfere, nnd are otherwise ready to be prepared for interference, nny 
junior nppHcr.nl may be called upon to dale in writing under oaih or 
declaration the date, and the. character of the. earliest fact or net, suscep¬ 
tible of proof, which can be relied upon to establish conception of the. 
invention under consideration for the purpose of establish in};: priority 
of invention. The statement filed in compliance with this rule will be 
retained by the Patent Office separate from the application file nnd if 
an interference is'declared will he opened simultaneously with tho 
preliminary statement of the party filing the same. In case the junior 
applicant, makes no reply within the time specified, not. less than 
thirty days, or if the earliest dale alleged is subsequent to tlie filing 
date of the senior party, the interference ordinarily will not be 
declared. 

203 . PrejKUT.ilon for intcifcrcnce between applications; sug¬ 
gestion of clr.iiV.u for interference, (a) Coforo tho declaration oi 
interference, it must bo determined by the examiner that there is 
common subject matter in tho cases of the respective! parties, patentalila 
to each of the. respective* parties, subject to tho determination of tin-, 
question of priority. Claims in tho same language, to form tho counts 

(4 Pule* u( Pioclice—J.iniiaiy 19/0 


FOOTNOTE 4/ 
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t>. 


Shattuck ot al v. HoogI 


Shafctuck ot al on Kovorobor llj, 1973 filed o notion 
under Rule 237(c) tov an order requiring tho senior party 
Hoogl ot al to: 

1. Answer intorrogatories, 

2. Produce documents, 

3 . I)3airrnatfi witnesses, 

Ij., Produce lloopl and iiarohietto for the purpose 
of trl’ing oral dispositions and 

5. Produce Loll, VV.igl and Karar.boloo for tho 
purpose of taking oral depositions. 

II 002 I ot al hsvo opposed tho notion. 

Thoro appoars to bo sons confusion an to tho nano of one 
of the persons raforrod to on hotter Report Ho. 21. It Is 
prosunod tho spelling 3pocifiod in tho papu.s filed by Roegl 
ot al is corroct and, thorofor, tho discovery- roqunstod of 
E. Loll is considered to bo dirootod to 12. Loll. 

Shattuck ot al baaed fnoir roquost for dincovory on (a) 
tho lioosl ct al oubminaion of claims in thoir paront 
application after the thattuck ot al r&tont issued, (b) tbr 
statement in ono of tho attachments to tho Hoogl at al 
prolimim'jy statement tint certain results "ohoi# again what 
K. hell u.d J. *.Vigl nlraody have pointed out; nnv.nly,' that 
Till? lit the boat CT oavuiiti:.or found »o far for PUi:\ (c) 

•*. 

U 


FOOTNOTE 5/ 
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tho failure cf Hoagl ot nl to disclose tho oxister.co of four 

forolf.n pa ton t applications corresponding to thoir parent 

' » 

application, (cl) tlv> chanson isado in tho specification of 
tho Cl? application and (o) tho avorr.ont of counsol for 
Shut tuck ct al bnr.cd on hearsay cvidonco and tho alleged 
difference in nppn.ar.unco of the signaturo of liarchietto in 
tho Cl? declaration. It is assorted that tho abovo constitute 
Grounds to Justify tho investigation of tho possibility that 
Hoogl ot al aro cuilfcy of fraud on tlio Patent Office. 

Turning to the question of pocsiblo fraud by Hoogl ot 
al., v:o do not consider that the showing by That tuck ot nl 
in support of thoir notion C3tablishus that tho intorost of 
Justice requires tho ordering of tho additional discovery 

■ — ■ . .. in ■ . ■ ■■ 1 'T " " 1 ' 

requested. Vhor o, as hero, a broad allegation of fraud h:-.s 
boon lovolod by ono of tho parties no ord or for broad 
discovury ./ill bo issued merely to investi gate tho p 033 j.bil.lty 
of tho oxistonco of fraud . Uoroever, it is considered that 
tho fraud in ox parto prosecution of an application does not 
directly relate to tho question of priori ty of invention and 
is, therefore, n ot a matter that is rovlowablo under Rule 
2[>3 at final hoc ring. Tho proper procedure consistent with 
Rulo .96 was ostublishad by Vandonbe rg v. Reynolds It/ CC?A 
930, 260, F.2d 7M, 1 22 UdPO. 3 OI; and Horton v. Curtiss , 

1433 F.2u 779, 167 U.'.PCJ 932. Any question of such fraud should 
bo raised by '..'ay of potition to the Corwins inner undor tho 
nforer.on tinned rulo. 

As to tho possibility of fraud on tho Hoard of Patent 
Intorforunese in connection with tho prolircinary statement 
of Hoogl ot al wo noto that they lnvo no objoction to tho 
fourth interrogatory to tho oxtent it roqucst3 nil docurjonts 
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concorning, pointing op referring to tho v;orlc performed by 
E. Loll and J. l.'oigl which forms tho basis fox' the state¬ 
ment- in tho L&ttor Hoport !Io. 21 bo identified. Koecl et r.l. 
nlr.o state they they have no objection to the fifth end 
fifteenth interrogatories. An incur r to tho notod into?- 
x'ogato.ries to the axtont indicated above should provido 

Shattuck et al with tho discovery that is Justified under ^ 

■3 

tho circumstances. 

Tlxox’oforo, ♦■ho motion of Sliattuelc et al is granted to 
tho extent that Tlocgl ot al cro ho re by ordored to answer, 
within twenty ( 20 ) days from tho date of this dacisioa, 
interrogatories No. 5 end No. 15 end interrogatory No. 4 
to the extent it requests the idontity of documents which 
form the basis for tho statement in Lsttor Neport No. 21 
referring to 13. hell and J. V/oigl. noegl et al aro also 
ordored to make available to the party Shactuck et cl, within 
thirty ( 30 ) days from tho dau-of this docision, for inspection 

X 

and copying all documonts in tho possession custody or control 
of llocgl ot al or of his assignoo of record which will bs 
identified in tho lattor*3 rosponso to intei’rogatory No. 4 . 

It should bo further notod in connection with tho 
Shattuck et al roqueat for tho production of witnosaos that 
this Boai'd has no authority to order or forco a poraon to 
testify in an intex-forcnco proceeding, Shattuck ot nl can, 
howovor, cull tlw pci*r.ons involved as their own witnosi^s whi cli 
nppiu'ently is wliat they intend to do. 

To tho extent not granted v.bovn tho Shattuck ot nl 
% motion ui.dor Kuln 207(c) is denied Cor tlx* - * l’onsons stated 
--above. 

: t 

• l , 

• * ij 
1 V ' 
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In vicu of tho action token above tho stipulation for 

oxtension of tino filed on Docosibor 13 , 1973 if approved to 

til'? oxtr-nt that tho tii>:os cro extended ns follows: 

?octiuony-J.i»-ciii<»f of Shotted: ot nl to close 
/elmrary C’.'j, 1974 * 

Tina for service under Uulc «7'C'7(a) by I!ot:«l ct cl 
cf (!os>u:vmtn tmd liuta to close lir.ruir 11 , 

1974* 

Tostinony of Uon^l ot nl to close April 11, 1974* 

Tiiuo for anrvico under Rulo 2:0 ' (i>) by Sbettue!: ot al 
of dociV'Jonts and liata in rebuttal to closo 
April 15, 1974* 

Hobuttal testimony of Shat tuck ot al to closo April 

30, 1974* 

Time for filing -and serving tho record to close 


Kay 30, 1974. 


Janie; S. piiilj) 

___ ) 

Janos S. ilaiCToy ) 

llxauinor of Ir.torfcroncon) 


-^1 *•* 

Cl ."V 
’ * Li 


Stephen >V. Ocelli ) 

Stephen *h OiTpeTIX ) 

lixuiiiinor of l'utorfcroncos) 


*A8V.IN t, j 

riarvTri A. Oho vision ) 

Exaninor of Interferences) 


) EOA'dO c:i» 

) PAT 

) iKT2!;r:-:-;n::osj 

) 


1 . u 











A-241 


ITEM No. 10 

UNITfcD STATES DISTRICT COURT 
WESTERS DISTRICT OF NEW YORK 

SHATTUCK, ST AL., 

Movants 



- vs - 
HDEGL, ET AL., 


Patent Interference 
Mo. 93.047 


Respondentc 


Wiser. Shew. Freeman. Vancrnafeiland, 
Darter & Secreat 
700 Midtown Tower 
Rochester. N.Y. 14604 
Attorneys for aovante 

Pennie & Edmonds 
330 Madison Avenue 
Kew York. N.Y. 10017 
and 

Joseph G, Walsh 

% International Business Machine corp. 
San Jose, Calif. 95114 
(of counsel) 

Brusibaugh, craves, Donohue & Raymond 
30 Rockefeller Plaza 
Haw York, H.Y. 10020 
by Francis J. Bane 

Paris, Haskell & Levine 
Washington, D.C. 
and 

Anthony N. Karambelaa 
Xerox Corporation 
Xerox Square 
Rochester, H.Y. 14644 
Attorneys for respondents 

Herrin, Beach & Wilcox 
2 State Street 
Rochester, H.Y. 14614 
by Elliott Horton 
(of counsel) 
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This is a nation by movants, brought on by 
order to show cause, to compel the witness Weigl and 
Xerox Corporation to produce documents identified in the 
moving papers attached to the order to show cause dated 
April 23, 1974, and compelling weigl to answer all 
questions relating to such documents. Tha documents 
withheld by weigl are dated in March and April, 1970, 
about when IBM commenced commercial production of its 
IBM Copier machines employing a specific composition 
coming within the scope of the Shattuck ** al patent. 

Reference is here made to the order of this 
court dated March 26. 1974 compelling the witness weigl 
to testify and to produce documents, including the 
documents now withheld, and holding in part, "The movants 
ars entitled to unrestricted access to sources of 
information bearing on the question of fraud.—". It 
is essential that Shattuck, et al. have access to the 
documents to be able to present the facts to the Patent 

Office regarding the issue of fraud. 

The objection of Xerox to the production of 
the documents on the ground of attorney-clientprivilege 


is over-ruled. 
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XT XS HKRCBY OSDSBSD that the witness Keigl 
produce the identified documents and answer ail questions 
relating to such docunents. Xf the parties can not agree 
upon a tine and place, X will, on ex parte application of 


either party, fix the tine and place by order. 

^ v nr 

H 

HAROLD P. BURKS 
United States District Judge 


•toy 7 .1*74. 
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ITEM No. 11 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 

Movants, 

v. 

HOEGL ET AL., 

Respondents. 


X 

: 

t 

i 

: 


Patent Interference 98,047 


NOTICE OF APPEAL 


Notice is hereby given that the party, Hoegl et al, 
the Respondents above named and its assignee. Xerox Corporation, 
hereby appeal to the United States Court of Appeals for the 
Second Circuit from the Order directing the witness Weigl to 
produce documents claimed to be privileged and attorney work 
product and to answer all questions relating to such documents, 
entered in this action on the 8th day of May, 1974. 


BRUMBAUGH, GRAVES, DONOHUE & RAYMOND 


Dated: May 14, 1974 


B y 

~ (^fancis J./Hone L 

Attorneys'ror Respondents 
30 Rockefeller Plaza 
New York, New York 10020 
(212) 489-3326 


iOf Counsel: 

iElliott Horton, Esq. 

^Harris, Beach & Wilcox 
1-2 State Street 

.Rochester, New York 14614 • , 

,Tel. (716) 232-4440 

i* " 

IRonald B. Hildreth, Esq. 

■Brumbaugh, Graves, Donohue & Raymond 
■30 Rockefeller Plaza 
New York, New York 10020 
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Anthony W. Karambelas, Esq. 
Xerox Corporation 
Xerox Square 

Rochester, New York 14644 


CERTIFICATE OF SERVICE 


I hereby certify that a copy of the foregoing Notice 
of Appeal was served this day by mailing a copy thereof, postage 
prepaid, to Robert J. Kadel, Esq.. Rennie a Edmonds, 330 Madison 
Avenue, New York, New York 10017, and to Joseph G. Halsh, Esq. 
international Business Machines Corporation, Monterey a Cottle 
Roads, San Jose, California 95114. 

Dated: May 14, 1974 

Attorney-'ror the party 
Hoegl et al 













A-247 


Un * St* 

WK37KRN DI 


J t ii . L' .»«.>* i 

'**r*iK T P , p no 

. j i J. V„ j \*JL 


ICV COtJ .r 
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HOSGL ST AL., 


Respondents 


Patent Interference 98,047 


NOTICE OF APPEAL 


Brumbaugh, graves. Donouue & Raymond 
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